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Editor's Preface

Dominick A Conde
Venable LLP

Advances in artificial intelligence (Al) have made it an important topic in nearly all aspects of
life and society, and intellectual property law is no exception. Intellectual property questions
to be addressed in the years ahead include whether the use of unlicensed content to train
Al tools infringes copyright and trademark rights, who owns Al-generated work, and to
what extent Al-generated content is eligible for intellectual property protection. How Al will
impact the legal field, generally, is also a major question. Machine learning and generative
Al are already being used to conduct legal research and draft legal documents, and Al tools
promise to play an increasing role in many other areas of legal practice. Additionally, these
issues will be even more complex because of the differences in law between each country.
As a result, practitioners will need to navigate Al-related developments as they apply to IP
across a variety of legal systems.

To aid practitioners in the ever-changing environment of global intellectual property, we
present the 13th edition of In-Depth: Intellectual Property. In this edition, we present 14
chapters that provide an overview of the forms of intellectual property coverage available
in each particular jurisdiction, along with an update on its most recent developments. Each
chapter is written and assembled by leading practitioners in that jurisdiction. While all
involved have striven to make this review both accurate and comprehensive, it is necessarily
a summary and overview, and we strongly recommend that the reader seek the advice of
experienced advisers for any specific intellectual property matter.

Dominick A Conde
Venable LLP

New York

March 2024

VENABLE...

Dominick A Conde dconde@venable.com

Venable LLP

Read more from this firm on Lexology

Editor's Preface Explore on Lexology [


https://www.lexology.com/firms/venable-llp/dominick_a_conde?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13
https://www.lexology.com/contributors/21305?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13
https://www.lexology.com/firms/venable-llp/dominick_a_conde?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13
mailto:dconde@venable.com
http://www.venable.com
https://www.lexology.com/contributors/21305?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13
https://www.lexology.com/indepth/intellectual-property/editors-preface/?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

Egg RETURN TO CONTENTS

Brazil

Philippe Bhering and Jiuliano Maurer

Bhering Advogados

INTRODUCTION
YEAR IN REVIEW

OBTAINING PROTECTION

ENFORCEMENT OF RIGHTS
OUTLOOK AND CONCLUSIONS
ENDNOTES

Intellectual Property | Brazil Explore on Lexology [


https://www.lexology.com/firms/22863/philippe_bhering?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13
https://www.lexology.com/firms/22863/jiuliano_maurer?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13
https://www.lexology.com/contributors/22863?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13
https://www.lexology.com/indepth/intellectual-property/brazil?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

Introduction

Intellectual property protection and enforcement in Brazil is highly influenced by
international treaties and multilateral agreements, such as:

. the Berne Convention for the Protection of Literary and Artistic Works;

. the Paris Convention for the Protection of Industrial Property;

1
2
3. the Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS);
4. the Patent Cooperation Treaty (PCT);

5.

the Rome Convention for the Protection of Performers, Producers of Phonograms
and Broadcasting Organisations;

6. the Nice Agreement Concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks;

7. the Strasbourg Agreement Concerning the International Patent Classification;

8. the Vienna Agreement Establishing an International Classification of the Figurative
Elements of Marks;

9. the International Union for the Protection of New Varieties of Plants (UPOV)
Convention; and

10. the World Intellectual Property Organization (WIPO) Convention.

Brazil has structured a legal framework that provides for intellectual property protection in
all its most relevant forms (i.e., copyright, trademarks, patents, industrial designs, trade
secrets and software).

In Brazil, the provisions of trademark, patent, industrial design and unfair competition law
are collectively set out in the Brazilian Industrial Property Law (Law No. 9,279/96) (BIPL).
Of note regarding copyright and software law are the Brazilian Copyright Law (BCL) and
the Brazilian Software Law (BSL), respectively.

Intellectual property protection and enforcement in Brazil is highly influenced by
international treaties and multilateral agreements, such as:
1. the Berne Convention for the Protection of Literary and Artistic Works;
2. the Paris Convention for the Protection of Industrial Property;
3. the Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS);
4. the Patent Cooperation Treaty (PCT);

5. the Rome Convention for the Protection of Performers, Producers of Phonograms
and Broadcasting Organisations;

6. the Nice Agreement Concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks;

~

. the Strasbourg Agreement Concerning the International Patent Classification;

Intellectual Property | Brazil Explore on Lexology [
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the Vienna Agreement Establishing an International Classification of the Figurative
Elements of Marks;

9. the International Union for the Protection of New Varieties of Plants (UPOV)
Convention; and

10. the World Intellectual Property Organization (WIPQO) Convention.

Brazil has structured a legal framework that provides for intellectual property protection in
all its most relevant forms (i.e., copyright, trademarks, patents, industrial designs, trade
secrets and software).

In Brazil, the provisions of trademark, patent, industrial design and unfair competition law
are collectively set out in the Brazilian Industrial Property Law (Law No. 9,279/96) (BIPL).
Of note regarding copyright and software law are the Brazilian Copyright Law (BCL) and
the Brazilian Software Law (BSL), respectively.

i Copyright and neighbouring rights

Copyright and neighbouring rights are governed in Brazil by the BCL, which establishes
that the intellectual works that are protected are creations of the mind, whatever their
mode of expression or the medium in which they are fixed, tangible or intangible, known or
susceptible to invention in the future. The BCL broadly defines literary, artistic and scientific
works as being the subject matter of copyright.

The BCL guarantees authors' moral rights (e.g., the right to claim authorship of the work
at any time and to keep the work unpublished), as well as economic rights (the right of
economic exploitation of the work), which include exclusive rights to, among other things,
reproduce, distribute, adapt, perform and display the work.

The economic rights of the author are protected for 70 years from 1 January of the year
following their death. The moral rights involved are inalienable and irrevocable (i.e., they
cannot be transferred, licensed or waived).

On the other hand, the Brazilian copyright system presents legal limitations to the author's
exclusive rights. An example of this is the provision of Item VIII, Article 46 of the BCL,
which states that it does not constitute violation of copyright to reproduce in any work short
extracts from existing works, regardless of their nature, on condition that the reproduction
is not in itself the main subject matter of the new work and does not jeopardise the normal
use of the work reproduced or unjustifiably prejudice the author's legitimate interests.

Registration is optional for purposes of protection. Assuming that the work is original, it will
be afforded copyright protection irrespective of registration.

Although not mandatory, copyright registration is still recommended as a way to evidence
authorship, especially in light of the government's choice to adopt a first-to-create system
of copyright protection.

ii Trademarks

The BIPL establishes that any distinctive, visually perceptible sign may be registered as
a trademark, provided that it does not fall within the prohibitions set out in the law. The
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requirement of visual representation excludes from the scope of protection non-traditional
trademarks such as olfactory, sound and gustatory marks. On the other hand, the protection
of three-dimensional signs has been admitted in Brazil since the enactment of the current
BIPL.

The BIPL sets out, in its Article 124, a list of examples of signs that are not registerable as
trademarks. The list includes:

1. signs of a generic, necessary, common, usual or merely descriptive character, when
relating to the product or service to be distinguished, or those commonly used
to designate a characteristic of the product or service in respect of the nature,
nationality, weight, value, quality and moment of production of a product or provision
of a service, except when the sign is presented in a sufficiently distinctive manner;

2. signs or expressions used only as a means of advertising;

3. colours and their names, except when arranged or combined in an unusual and
distinctive manner; and

4. names, prizes or symbols of sporting, artistic, cultural, social, political, economic, or
technical official or officially recognised events, as well as imitations likely to cause
confusion, except when authorised by the competent authority or entity promoting
the event.

Trademark protection in Brazil is based on the first-to-file system. The BIPL states that the
ownership of a mark is acquired by means of a validly granted registration, following which
the title holder has an established right to exclusive use of the trademark throughout the
national territory.

Nevertheless, the BIPL also provides protection for the owners of trademarks not yet
registered with the Brazilian Patent and Trademark Office (BPTO). One example of this
protection is the right of prior use. This right applies to any person who, in good faith, at the
date of priority or the filing date of the application, has been using an identical or similar
mark for at least six months in Brazil to distinguish or certify a product or service that is
identical, similar or akin. That person has a preferential right to registration.

Another example is the protection afforded to trademarks that are well known in their field
of activity (see Article 6 bis (1) of the Paris Convention). Well-known trademarks are given
special protection independently of whether they have been previously filed or registered
in Brazil. The BPTO has powers to reject ex officio a trademark application that wholly or
partially reproduces or imitates a well-known trademark. On the other hand, in the event
of the owner of a well-known trademark filing an opposition or an administrative nullity
action based on its well-known trademark, it has a period of 60 days commencing on the
filing of the opposition or administrative nullity action in which to file an application for the
registration in Brazil of its well-known mark.

The BIPL also prescribes that signs that imitate or reproduce, wholly or in part, a third-party
mark of which the applicant could not be unaware, owing to the commercial activity in which
they engage, are not registerable as trademarks if the sign is intended to distinguish a
product or service that is identical, similar or akin to that covered by the existing mark and
is likely to cause confusion or association with the third-party mark. As a consequence, the
BIPL enables the owner of a trademark that has not yet been filed or registered in Brazil

Intellectual Property | Brazil Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/brazil?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

to challenge third parties who attempt to register similar or identical trademarks. Similar to
the situation mentioned above, the owner of the trademark has a 60-day term in which to
file an application for registration of their mark in Brazil, with the period commencing on
the date they filed the opposition or administrative nullity action.

When applying for registration in Brazil, there is no need to claim prior use or to submit
proof of use of the trademark. Multi-class applications are not currently allowed in Brazil,
however, because of the country's accession to the Madrid Protocol, it will be possible to
file a trademark application in Brazil in more than one class when the BPTO implements
the system, which was scheduled to occur on 9 March 2020 but which was postponed; a
new date has not been announced yet.

The trademark registration remains in effect for 10 years commencing on the date of its
grant and may be renewed for equal and successive periods.

iii Patents

The BIPL establishes two types of patents: patents of invention and utility models.

According to Article 8, an invention is eligible for patent protection if it satisfies the
requirements of novelty, an inventive step and industrial application.

An invention will meet the novelty requirement if it is not part of the state of the art. The
state of the art consists of everything that became known or accessible to the public prior to
the filing date of the patent application, by use or by any other means, in Brazil or abroad,
with a few exceptions provided by the BIPL. In addition, an invention is endowed with an
inventive step if, for a person skilled in the art, the invention does not derive in an evident
or obvious manner from the state of the art. Lastly, an invention is capable of industrial
application if it can be used or produced in any kind of industry.

An object of practical use or any part thereof is patentable as a utility model provided that
it is capable of industrial application, presents a new form or arrangement, and involves
an inventive act that results in functional improvement in its use or manufacture. The
requirement of an inventive step in utility models requires a lesser degree of inventiveness.

The term of protection of patents of invention is 20 years and of utility models 15 years,
commencing on the filing date of the respective application before the BPTO.

Inventions that are contrary to morality, customs, or public safety, policy and health, are not
patentable, and nor are the following:

1. discoveries, scientific theories and mathematical methods;

2. purely abstract concepts;

3. commercial, accounting, financial, educational, advertising, raffling, and inspection
schemes, plans, principles or methods;

4. literary, architectural, artistic, and scientific works or aesthetic creations;
5. computer programs per se;
6. presentation of information;

7. games rules;

Intellectual Property | Brazil Explore on Lexology [
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8. surgical techniques and methods, as well as therapeutic or diagnostic methods, for
application to humans or animals;

9. all or part of natural living beings or biological materials found in nature, even if
isolated therefrom, including the genome or germoplasm of any natural living being,
and the natural biological processes;

10. substances, materials, mixtures, elements or products of any kind, as well as the
modification of their physical-chemical properties and the respective processes for
obtainment or modification, when resulting from the transformation of the atomic
nucleus; and

11. all or part of living beings, except for transgenic microorganisms that satisfy the
three requirements of patentability and that are not mere discoveries.

According to the BIPL, a person who, in good faith, prior to the filing or priority date of an
application, was using the object of the patent application, is allowed to continue the use,
without onus, in the same manner and under the same conditions as before.

A patent confers on its title holder the right to prevent third parties from, without consent,
producing, using, offering for sale, selling or importing a product that is the object of the
patent and a process or a product directly obtained by a patented process.

Finally, the BIPL authorises the patent applicant or title holder to request a certificate of
addition to protect an improvement or development introduced into the claimed invention
that is the subject of a patent application or a granted patent, provided that the same
requirements for inventiveness are satisfied.

iv Industrial designs

An industrial design is an ornamental plastic form of an object, or an ornamental
arrangement of lines and colours, that might be applied to a product to provide a new
and original visual result in its external configuration and that might serve as a model for
industrial manufacture.

The industrial design is considered new when it is not included in the state of the art. The
state of the art consists of everything made available to the public prior to the filing date of
the application, in Brazil or abroad, by use or by any other means, with a few exceptions
provided by the BIPL.

The industrial design is considered to be original when it results in a distinctive visual
configuration in relation to other prior objects. The original visual result may be derived
from the combination of known elements. An application for an industrial design registration
must refer to a single object. Multiple designs, however, are admitted under the BIPL. An
application may include a plurality of variations, provided that they are destined for the
same purpose and retain the same predominant distinctive characteristic.

Creations of purely artistic character are not considered industrial designs. Furthermore,
the necessary common or ordinary shape of an object or shapes, essentially determined
by technical or functional considerations, cannot be registered as an industrial design.
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Similarly to patents of invention and utility models, prior rights to users in good faith are
also granted in connection with industrial designs.

The term of registration of an industrial design is 10 years from the filing date of the
application, extendable for three successive periods of five years each.

v Trade secrets

The nature of trade secret protection in Brazil differs from the protection of trademarks and
patents. Whereas owners of trademarks or patents have a property right, the owner of a
trade secret has a right against acts of unfair competition. Trade secrets include confidential
information relating to business or administrative strategies, data submitted as part of
an application for approval for the sale of certain types of products, and industrial and
technological information.

To prove violation of a trade secret, it is necessary to assert that the alleged infringing
conduct is exactly that described in the statute, particularly in the BIPL.

The Brazilian Criminal Code also provides penalties for undue disclosure of a trade secret,
and Brazilian employment law entitles employers to dismiss employees for just cause
(i.e., without compensation) if employees expose trade secrets. A trade secret remains
enforceable for as long as the information remains secret.

vi Software

The BSL states that the protection system for software is the same as that granted to literary
works by the copyright statute. Nonetheless, this provision does not preclude a computer
program from patent or trade secret protection.

Software is protected for a term of 50 years as from 1 January of the year following its
publication or creation. As with any copyright work, software rights arise from creation
regardless of registration, although registration is advisable.

vii Other intellectual property statutes and regulations

The regimes described above are the foundation of Brazil's intellectual property regime.
Perceived gaps in the availability of protection for certain creations of the human endeavour
have given rise to specific legislation. For instance, Brazil has enacted a law that provides
for the protection of intellectual property of integrated circuits (Law No. 11,484/2007) and
a Plant Variety Protection Law (Law No. 9,456/1997).

Trade dress can also be protected in Brazil under the unfair competition provisions of the
BIPL.

In order to regulate the exclusivities relating to intellectual property rights, the government
has created certain administrative bodies. Of particular note relating to the pharmaceuticals
industry is the National Health Surveillance Agency (ANVISA) (the Brazilian Food and Drug
Administration), the agency that regulates, controls and inspects products and services
that involve public health. ANVISA issues marketing authorisations for the sale of drugs
in Brazil. In addition, ANVISA is responsible for the examination of pharmaceutical patent
applications, along with the BPTO, with regard to safeguarding human health.
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Year in review

i The 12th edition of the Nice Classification (NCL 12) comes into force in
Brazil

The BPTO completed the necessary updates on its system for adopting the latest edition
of the Nice Classification (NCL 12) for trademark applications. The NCL 12 came into force
in Brazil on 15 February 2023.

The WIPO continuously makes updates and improvements to the NCL for the benefit of
trademark applicants worldwide.

ii The BPTO changes regulations on technology agreements

With the objective of simplifying and modernising the contract registration process, as well
as adapting its regulations to the demands of the technology market, the BPTO published,
in the Official Gazette No. 2740 of 11 July 2023, the Ordinances No. 26 and No. 27/2023,
modifying formal and technical aspects regarding the registration of agreements involving
technology.

Among the main changes, there was the elimination of the following formal requirements:

1. notarisation and apostille or legalisation of foreign signatures;
2. initials on all pages of contracts;

3. insertion of two witnesses when the contract provides for a Brazilian city as the place
of signature; and

4. the presentation of the statute, articles of incorporation or constitutive act of the legal
entity.

Also, the Ordinances prescribed the acceptance of digital signatures without an ICP-Brasil
(Public Key Infrastructure) certificate, and of the licensing of non-patented technology
(which will be registered in the Technology Supply — FT category), in addition to determining
that the declared value of contracts involving only trademark applications will be included
in their respective certificates.

The new Ordinances have been in effect since the date of their publication.

iii New law changes transfer pricing rules in Brazil

The Provisional Measure 1,152/2022, which changed the transfer pricing rules in Brazil,
adjusting the local legislation to the standard established by the Organisation for Economic
Co-operation and Development (OECD), was converted into Law No. 14,596, on 14 June
2023.

Among the main modifications, the ones that will reflect on technology transfer agreements
are the following:
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1. mandatory application of the transfer pricing rules to determine the deductibility
limits applicable to technology agreements, starting on 1 January 2024;

2. adoption of the arm's-length principle, which establishes that entities that are related
via management, control or capital in their controlled transactions should agree to
the same or similar terms and conditions which would have been agreed between
non-related entities for comparable uncontrolled transactions;

3. elimination of the pre-fixed maximum deductibility previously in force; and

4. revocation of the need for registration of transfer technology agreements with the
BPTO for the purpose of obtaining tax deductibility of the payments provided for
therein.

This new law came into force on 1 January 2024, but the new rules could have been
adopted since 1 January 2023.

iv Brazil joins Hague Union and BPTO publishes rules for registration of
industrial designs under Hague Agreement

The government of Brazil deposited to the WIPO on 13 February 2023 its instrument of
accession to the 1999 Geneva Act of the Hague Agreement for the international protection
of Industrial Designs, becoming the 79th member of the Hague Union.

On 4 July 2023, the BPTO published the Ordinance No. 25 of 3 July 2023, which regulates
the registration of industrial designs under the Hague Agreement, which came into force
on 1 August 2023.

Among the rules established by the BPTO, the following are highlighted:

1. the international registration designating Brazil must contain the name of the author
(creator of the design);

2. each industrial design may have up to 20 variations referring to the same purpose
and which maintain the same distinctive characteristic (design unity);

3. it will be possible to split the application;

4. maximum protection of 25 years counted from the filing date of the international
registration, subject to the payment of renewal fees every five-year period; and

5. every act performed before the BPTO must be done by a local representative.

The Hague Agreement aims to simplify procedures and reduce costs for registering
industrial designs abroad, bringing advantages to Brazilians who seek protection in other
countries and foreigners who want to invest in protection in Brazil. As a result of the
Agreement, Brazilians will be able to apply for protection of their industrial design in 95
countries that are signatories to the Agreement, in a single language (French, Spanish or
English) and with costs in a single currency (Swiss francs).

v Brazilian Senate approves the agreement for the protection of
geographical indications on Mercosur
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On 4 October 2023, the Legislative Decree Bill 165/2022, which ratifies the Mercosur
agreement on the protection of geographical indications (Gls), was approved by the Federal
Senate. The Bill had already been approved by the Chamber of Deputies and will therefore
be enacted into law. In order to strengthen Mercosur's Gls, the bloc's member states
undertake to mutually respect the Gls of each member country.

One of the main features of the agreement is the viability of two or more Gls coexisting for
the same product or service. In addition, a Gl similar to that of another country outside the
bloc is allowed to coexist. However, the agreement establishes that recognised Gls cannot
be registered as trademarks for similar products or services in member countries, unless
the trademark application was made before the resolution of the Common Market Group
(GMC). In addition, trademark registrations that include a Gl will not be accepted when
their use constitutes an act of unfair competition or misleads the consumer.

vi BPTO has released a new rule regarding the reordering of the examination
queue for patent applications

The BPTO announced in the Official Gazette of 12 December 2023 a technical notice
detailing a significant change to the patent application examination queue's order,
effective 1 January 2024. This modification reorganises the queue based on the date the
examination request was submitted, moving away from the previous method that prioritised
the application filing date.

This strategic change is aimed at streamlining the patent examination process in Brazil,
ensuring that it aligns with international standards. The examination request deadline
remains set at 36 months following the international filing date, noting that historically, most
applicants tended to submit their examination requests close to this deadline.

This shift in procedure is expected to influence applicants' strategies regarding when to
file examination requests and make amendments, potentially leading to more proactive
planning and submission processes.

Obtaining protection

The BIPL establishes two types of patents: patents of invention and utility models.

To be patentable, an invention must satisfy the following criteria: novelty, an inventive step
and capability for industrial application. An object of practical use or any part thereof is
patentable as a utility model provided that it is capable of industrial application, presents
a new form or arrangement, and involves an inventive act that results in functional
improvement in its use or manufacture.

An invention will meet the novelty requirement if it is not part of the state of the art. The
state of the art consists of everything that became known or accessible to the public prior to
the filing date of the patent application, by use or by any other means, in Brazil or abroad,
with a few exceptions provided by the BIPL.
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An invention is considered obvious in view of prior art when it is considered that a person
skilled in the art would naturally reach the solution proposed in the invention. The basic
criteria involved are:

1. identifying the nature of the problem for which a solution is sought;
2. analysing the solution proposed by the invention in question; and

3. determining whether the solution is reached by way of a new or unexpected
technical effect.

Examples of aspects to be considered include the type of problems encountered in the
art, the prior art solutions to these problems, the movement of persons skilled in the art
in a different direction from that taken by the inventor, the new technical effect that can be
achieved by the invention and commercial success.

The disclosure of an invention will not be considered to be state of the art if it occurred
during the 12 months prior to the date of filing or of priority of the patent application, if made
by the inventor; by the BPTO, by means of official publication of the patent application filed
without the consent of the inventor, based on information obtained from them or as a result
of their actions; or by third parties, based on information obtained directly or indirectly from
the inventor or as a result of their actions.

The BIPL establishes two types of patents: patents of invention and utility models.

To be patentable, an invention must satisfy the following criteria: novelty, an inventive step
and capability for industrial application. An object of practical use or any part thereof is
patentable as a utility model provided that it is capable of industrial application, presents
a new form or arrangement, and involves an inventive act that results in functional
improvement in its use or manufacture.

An invention will meet the novelty requirement if it is not part of the state of the art. The
state of the art consists of everything that became known or accessible to the public prior to
the filing date of the patent application, by use or by any other means, in Brazil or abroad,
with a few exceptions provided by the BIPL.

An invention is considered obvious in view of prior art when it is considered that a person
skilled in the art would naturally reach the solution proposed in the invention. The basic
criteria involved are:

1. identifying the nature of the problem for which a solution is sought;

2. analysing the solution proposed by the invention in question; and

3. determining whether the solution is reached by way of a new or unexpected
technical effect.

Examples of aspects to be considered include the type of problems encountered in the
art, the prior art solutions to these problems, the movement of persons skilled in the art
in a different direction from that taken by the inventor, the new technical effect that can be
achieved by the invention and commercial success.
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The disclosure of an invention will not be considered to be state of the art if it occurred
during the 12 months prior to the date of filing or of priority of the patent application, if made
by the inventor; by the BPTO, by means of official publication of the patent application filed
without the consent of the inventor, based on information obtained from them or as a result
of their actions; or by third parties, based on information obtained directly or indirectly from
the inventor or as a result of their actions.

Enforcement of rights

i Possible venues for enforcement

The BIPL provides that infringement of trademark, design, patent and Gl rights and acts of
unfair competition constitute both a civil wrong (tort) and a crime. Hence, the injured party
is entitled to rely on both civil and criminal measures to enforce their rights.

In addition, it is possible to file nullity actions against trademark, design or patent
registrations or against administrative acts that annul trademark, design or patent
registrations.

Border control mechanisms also feature as part of the Brazilian system of enforcement
of intellectual property rights. Federal Decree No. 6759 of 5 February 2009 includes
authorisation for the customs authority to seize any products that it considers to bear
altered or imitated marks. Furthermore, a trademark owner who has sufficient evidence
of the planned import or export of counterfeit goods may request (setting out the facts or
circumstances that give rise to suspicion) the seizure of the goods by the customs authority.

ii Requirements for jurisdiction and venue

Infringement actions must be filed before state courts, as the BPTO does not participate in
these proceedings, whereas nullity actions are heard by federal courts. This is because the
BPTO is automatically a party to all nullity actions, and whenever a government agency is
a party to a lawsuit, the action must be filed before federal courts.

The entry level (first instance) of the Federal Court of Rio de Janeiro has four courts
specialising in intellectual property. At the appeal level, the Regional Federal Court of the
Second Region, with jurisdiction over the states of Rio de Janeiro and Espirito Santo, has
two specialist panels for intellectual property.

As for civil proceedings, the injured party may file a lawsuit seeking the cessation of the
infringing act, coupled with a claim for damages. The lawsuit may also include an ex parte
preliminary injunction request, with a view to immediate cessation of the harmful conduct
until a decision on the merits is rendered, subject to specific requirements of the Civil
Procedure Code (CPC). To obtain a preliminary injunction, the plaintiff must demonstrate
a prima facie good case (i.e., that there is a likelihood of success on the merits of the
case, and that delay in granting the relief sought would be likely to give rise to harm that is
irreparable or very difficult to redress).

The plaintiff may also seek the imposition of a daily penalty for failure to abide by the
preliminary injunction. If the interim relief sought is granted, the defendant will be restrained
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from practising the infringing act pending a final and definitive ruling on the substantive
lawsuit. In some circumstances, a court will grant interim injunctive relief only if the
petitioner posts a bond or a fiduciary guarantee to cover any losses incurred by the
respondent.

A criminal action requires the filing of a criminal complaint, except in the case of a crime
against armorial bearings, crests or official public distinctions, be they national, foreign or
international, in which case the criminal action will be public (i.e., commenced by the public
prosecution service).

In terms of criminal proceedings, one very important provision is the possibility of filing
a preliminary criminal search and seizure action, aimed at gathering evidence of acts of
infringement and avoiding the destruction or hiding of evidence by the infringer. Pursuing
a preliminary criminal search and seizure action is normally more straightforward than
undergoing the more complicated civil proceeding of early production of evidence. Given
that it is possible in both civil and criminal proceedings to rely on the evidence obtained
under a search and seizure warrant, an application for preliminary criminal search and
seizure is frequently a useful starting point for civil infringement proceedings as well as for
criminal proceedings per se.

iii Obtaining relevant evidence of infringement and discovery

The CPC states that the plaintiff may draw on all legal and morally legitimate means
of proving the existence of the rights asserted. It makes specific reference to ‘personal
deposition' (the giving of oral evidence by the person or persons asserting the rights), the
exhibition of documents or other material, witness testimony, expert evidence and court
inspections.

In addition, the CPC permits the court to direct early production of evidence. A party is
therefore entitled to make an application for the production of expert evidence prior to the
filing of the substantive lawsuit (or, post-filing, at an early stage of the proceedings). The
plaintiff must demonstrate solid reasons for the application — for example, that there are
reasonable grounds for fearing that, in the absence of an order for early production, the
evidence in question might be lost or destroyed.

Discovery, in the form that exists in common law systems as a pretrial phase in a lawsuit,
is not provided for in the Brazilian legal system.

iv Trial decision-maker

Infringement and nullity actions are heard by a single judge in the first instance. The appeal
courts (second instance) consist of panels of three judges.

Experts can be appointed by the judge to assist with any technical issues involved in the
case.

v Structure of the trial

Once the initial complaint is filed, the defendant is notified to present its response within
15 days. The plaintiff may respond to the defendant's answer within 10 days. There are
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usually two hearings at first instance: a conciliatory or preliminary hearing, in which the
parties try to settle the case amicably; and an evidentiary hearing, in which the expert and
the parties' technical assistants may be cross-examined as to their findings in the event
of a dispute between them (the relevant questions having been filed and responded to in
writing prior to the hearing — the scope of the cross-examination being issues that remain
in dispute), depositions are taken from the parties and the witnesses listed are heard. This
second hearing occurs only in cases where there is a need for evidence to be produced.

At the close of the hearing, the judge may immediately make a final order (final decision of
the first instance) or may direct the parties to submit final briefs. In the latter case, the judge
will make the final order following the submission of the briefs and after consideration.

It is possible to file an appeal against this order to a state court of appeal. The final order
on appeal of the state court of appeal may be challenged, provided that certain legal
requirements are met, by a further appeal, known as a special appeal, to the Superior
Court of Justice, or an extraordinary appeal to the Federal Supreme Court.

A final decision on infringement and nullity actions might take between one and two years
at first instance. A final decision at second instance might take up to two years. These time
frames will vary according to the complexity of the case and the state and court in which
the lawsuit is filed. Preliminary injunctions may be granted immediately, provided that the
legal requirements are met.

vi Infringement

Patent infringement can be literal or by equivalence.

According to Article 41 of the BIPL, the scope of the protection conferred by the patent shall
be determined by the content of the claims and interpreted on the basis of the specifications
and drawings.

Article 42 of the BIPL states that a patent confers on its title holder the right to prevent a
third party from, without consent, producing, using, offering for sale, selling or importing a
product that is the object of the patent and a process or a product directly obtained by a
patented process.

The title holder is further assured the right to prevent third parties from contributing to the
perpetration by others of the acts described above.

vii Defences

In a civil infringement action, the defendant, in its reply, may assert facts that impede,
modify or terminate the plaintiff's right. In addition to its reply, the defendant may also file
a counterclaim against the plaintiff, if the legal prerequisites are duly met.

In relation to criminal actions, an allegation of nullity of the registration on which the action
is based may be relied on as a defence. Acquittal of the defendant, however, will not
automatically lead to nullity of the registration, which can be requested only in an action
before the competent courts.

The most common defences to patent infringement are patent invalidity (e.g., lack of novelty
or part of the state of art) and non-infringement.
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With regard to non-infringement, Articles 43 and 45 of the BIPL provide exceptions to
patent infringement, such as:

1. private acts without commercial purpose that do not jeopardise the economic
interests of the patent holder;

2. acts of experimental purposes in connection with scientific and technological studies
and research;

3. preparation of a medicine in accordance with a medical prescription for individual
cases;

4. a product manufactured in accordance with a process or product patent that has
been introduced onto the domestic market directly by the patent holder or with their
consent;

5. non-economic use of the patented product as an initial source of variation or
propagation to obtain other products in the case of patents relating to living material;

6. production of data and results of tests with the purpose of obtaining the authorisation
for commercialisation of the patent product after the term of the patent expires; and

7. use, in good faith, of the object of the patent prior to the priority or filing date of the
patent application.

viii Time to first-level decision

A final decision on infringement and nullity actions might take between one and two years
at first instance. A final decision at second instance might take up to two years. These time
frames will vary according to the complexity of the case and the state and court in which
the lawsuit is filed. Preliminary injunctions may be granted immediately, provided that the
legal requirements are met.

iXx Remedies

Civil remedies include an order for the immediate cessation of the infringing act and
damages. The lawsuit may also include an ex parte preliminary injunction request, with
a view to immediate cessation of the harmful conduct until a decision on the merits is
rendered, subject to specific requirements of the CPC.

To obtain a preliminary injunction, the plaintiff must demonstrate a prima facie good case
(i.e., that there is a likelihood of success on the merits of the case, and that delay in granting
the relief sought would be likely to give rise to harm that is irreparable or very difficult to
redress). The plaintiff may also seek the imposition of a daily penalty for failure to abide by
the preliminary injunction.

If the interim relief sought is granted, the defendant will be restrained from practising
the infringing act pending a final and definitive ruling on the substantive lawsuit. In some
circumstances, a court will grant interim injunctive relief only if the petitioner posts a bond
or a fiduciary guarantee to cover any losses incurred by the respondent.
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In relation to the quantum of damages payable for infringement, the BIPL applies a triple
criteria calculation, so damages are fixed on the basis of the criterion that is the most
beneficial to the injured party, chosen from the following list: the benefit that the injured
party would have obtained if the violation had not occurred; the benefit actually obtained by
the author of the violation of the rights; or the remuneration that the author of the violation
would have paid to the proprietor for a licence for use of the protected rights.

Criminal remedies include preliminary criminal search and seizure measures,
imprisonment of the infringer and fines. The BIPL also establishes that anyone who
manufactures a product that is the subject matter of a patent of invention or of a utility
model patent without authorisation from the owner, or who uses a means or process that
is the subject matter of a patent of invention without authorisation from the owner, shall be
subject to imprisonment for a period of three months to one year or a fine.

In addition, the BIPL establishes that anyone caught exporting, selling, displaying or
offering for sale, keeping in stock, concealing or receiving to use for economic purposes a
product that is manufactured, that infringes a patent of invention or a utility model patent, or
that was obtained by a patented means or process, is subject to imprisonment for a period
of one to three months or a fine. So too is anyone caught importing a product that is the
subject matter of a patent of invention or a utility model patent or that was obtained by a
means or process that is patented in Brazil to use for an economic purpose, and that has
not been placed on the foreign market directly or with the consent of the patent owner.

The same penalty applies to anyone caught supplying the component of a patented product
or material or equipment with which to carry out a patented process, provided that the final
application of the component, material or equipment of necessity leads to the use of the
subject matter of the patent.

x Appellate review

The CPC sets out various avenues of appeal to which parties may resort. There are both
appeals on the merits (substantive issue) of a case and appeals on procedural grounds or
relating to questions other than the substantive issue. The possible forms of appeal include
motions based on conflicting case law, motions for clarification of rulings and appeals
based on internal court rules. The final decision of the first instance court, for example, may
be challenged on appeal before the state court of appeal. From the appeal court, a further
appeal on issues pertaining to federal law is possible to the Superior Court of Justice or,
in the event of a constitutional issue arising, to the Federal Supreme Court.

The appeal courts consist of panels of three judges. A final decision on second instance
might take up to two years. This time frame will vary according to the complexity of the case
and the court and panels handling the matter. Appeals to the Superior Court of Justice or
to the Federal Supreme Court are estimated to take between two and four years to be
analysed and for decisions to be issued.

xi Alternatives to litigation

The BIPL does not have any provision relating to alternative dispute resolution. Arbitration
proceedings are governed by the Arbitration Act. Although arbitration is not commonly used
in trademark and patent infringement cases, the parties may agree to arbitration instead of
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resorting to the courts. Among the possible benefits of using arbitration are the comparative
speed of proceedings and their confidentiality.

Outlook and conclusions

The BPTO continues its efforts to significantly decrease the number of patent applications
awaiting technical examination. According to official information, in August 2019, there
were 149,912 patent applications filed until 31 December 2016, which were pending
technical examination. By 28 December 2023, this number was reduced to 3,625 cases,
representing a significant improvement in the backlog since the launching of the Backlog
Combat Plan.

On 27 March 2023, the BPTO published its Strategic Plan for the period 2023-2026, which
was made official by the Ordinance No. 10/2023. Among the nine strategic objectives
brought by the plan to be accomplished within this four-year period, the following are worth
highlighting:

1. to optimise quality and speed in the granting of registration for industrial property
rights, with a view to achieving international performance standards;

2. to promote the culture and the strategic use of industrial property for
competitiveness, innovation and development of Brazil;

3. to consolidate Brazil's role as a protagonist in the international industrial property
system; and

4. to deepen digital transformation with a focus on improving performance and service
to users.

The Brazilian federal government launched, on 24 October 2023, the 2023-2025 Action
Plan of the National Intellectual Property Strategy (ENPI). According to the Ministry of
Development, Industry, Commerce and Services, the actions should allow, among other
points, a reduction in the decision time regarding patent applications by the BPTO, from
6.9 years (as of December 2022) to three years until July 2025. The Ministry states that
this goal is intermediate, as the BPTO has planned complementary measures that seek to
reduce the decision time to two years by 2026. Also, the objective is to move Brazil from
sixth to third in the ranking of countries in terms of number of trademark registrations, and
from 12th to 11th in terms of the number of industrial design filings.

The BPTO announced, on 12 September 2023, the much-anticipated second edition of its
Industrial Designs Manual, which entered into force on 2 October 2023. The objective of
this new edition is to align the Brazilian Guidelines relating to the processing of industrial
designs with the guidelines of the Hague System, which has been in force in Brazil since
1 August 2023. Among the most relevant updates included in this new edition is the
introduction of the possibility of protection of designs that include a trademark or textual
elements of any kind, in any language, and of static or dynamic graphical interfaces, icons
and families of typographic fonts, as well as three-dimensional configurations composed
of parts without mechanical connection between them. Also, the new Manual expands
the possibilities for representing the object of the application, by now allowing the use of
dashed lines to represent unclaimed illustrative elements.
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The BPTO continues its efforts to significantly decrease the number of patent applications
awaiting technical examination. According to official information, in August 2019, there
were 149,912 patent applications filed until 31 December 2016, which were pending
technical examination. By 28 December 2023, this number was reduced to 3,625 cases,
representing a significant improvement in the backlog since the launching of the Backlog
Combat Plan.

On 27 March 2023, the BPTO published its Strategic Plan for the period 2023-2026, which
was made official by the Ordinance No. 10/2023. Among the nine strategic objectives
brought by the plan to be accomplished within this four-year period, the following are worth
highlighting:

1. to optimise quality and speed in the granting of registration for industrial property
rights, with a view to achieving international performance standards;

2. to promote the culture and the strategic use of industrial property for
competitiveness, innovation and development of Brazil;

3. to consolidate Brazil's role as a protagonist in the international industrial property
system; and

4. to deepen digital transformation with a focus on improving performance and service
to users.

The Brazilian federal government launched, on 24 October 2023, the 2023-2025 Action
Plan of the National Intellectual Property Strategy (ENPI). According to the Ministry of
Development, Industry, Commerce and Services, the actions should allow, among other
points, a reduction in the decision time regarding patent applications by the BPTO, from
6.9 years (as of December 2022) to three years until July 2025. The Ministry states that
this goal is intermediate, as the BPTO has planned complementary measures that seek to
reduce the decision time to two years by 2026. Also, the objective is to move Brazil from
sixth to third in the ranking of countries in terms of number of trademark registrations, and
from 12th to 11th in terms of the number of industrial design filings.

The BPTO announced, on 12 September 2023, the much-anticipated second edition of its
Industrial Designs Manual, which entered into force on 2 October 2023. The objective of
this new edition is to align the Brazilian Guidelines relating to the processing of industrial
designs with the guidelines of the Hague System, which has been in force in Brazil since
1 August 2023. Among the most relevant updates included in this new edition is the
introduction of the possibility of protection of designs that include a trademark or textual
elements of any kind, in any language, and of static or dynamic graphical interfaces, icons
and families of typographic fonts, as well as three-dimensional configurations composed
of parts without mechanical connection between them. Also, the new Manual expands
the possibilities for representing the object of the application, by now allowing the use of
dashed lines to represent unclaimed illustrative elements.

Endnotes
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Introduction

China patent law provides for three types of patent rights, namely invention patents, utility
model patents and design patents, which are collectively called 'invention-creations'. An
invention patent protects products, methods and use. A utility model patent protects only
products, not methods or use. A design patent protects only the appearance of a product,
not the technical aspects thereof. The term for an invention patent is 20 years, the term
for a utility model patent is 10 years and the term for a design patent is 15 years, counted
from the filing date. Patent term adjustments and patent term extensions for drug patents
are available.

Trademark protection and copyright protection are, respectively, provided for in China
trademark law and China copyright law, and trade secret protection is provided for in
anti-unfair competition law.

China patent law provides for three types of patent rights, namely invention patents, utility
model patents and design patents, which are collectively called 'invention-creations'. An
invention patent protects products, methods and use. A utility model patent protects only
products, not methods or use. A design patent protects only the appearance of a product,
not the technical aspects thereof. The term for an invention patent is 20 years, the term
for a utility model patent is 10 years and the term for a design patent is 15 years, counted
from the filing date. Patent term adjustments and patent term extensions for drug patents
are available.

Trademark protection and copyright protection are, respectively, provided for in China
trademark law and China copyright law, and trade secret protection is provided for in
anti-unfair competition law.

Year in review

On 21 December 2023, over 30 months after the fourth amendment of China's Patent Law
took effect on 1 June 2021, the Implementing Regulations of the Chinese Patent Law and
the Guidelines for Patent Examination were finalised and published. Both took effect on 20
January 2024.

On 21 December 2023, over 30 months after the fourth amendment of China's Patent Law
took effect on 1 June 2021, the Implementing Regulations of the Chinese Patent Law and
the Guidelines for Patent Examination were finalised and published. Both took effect on 20
January 2024.

Obtaining protection

i Absolute novelty

China has an absolute novelty standard and requires that any patent should not belong
to any prior art or prior design, which means any technology or any design known to the
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public, in China or abroad, before the date of filing. An invention is known to the public when
the technical solution is in a state where it is accessible to the public. The public refers
to non-specific persons. It is not relevant if the technical solution is actually accessed by
anyone. As long as it is in such a state, it is considered known to the public and thus a
disclosure. A typical example is a product containing an invention that is sold publicly but
the technical solution of the invention can be obtained only through reverse engineering.
In this case, the technical solution is still considered to have been disclosed to the public.
In contrast to what is known in the United States as an 'on-sale bar', which does not exist
in Chinese patent practice, a secret sale or a sale to any party under a confidentiality
agreement is not considered a disclosure. An exhibition does not constitute a disclosure
as long as the technical solution is not accessible to the public.

China's Patent Law offers a grace period. Specifically, an invention-creation does not lose
its novelty if, within six months before the date of filing:

1. itwas first made public for the purpose of public interest when a state of emergency
or an extraordinary situation occurred in China;

2. it was first exhibited at an international exhibition that was sponsored or recognised
by the Chinese government;

3. it was first made public at a prescribed academic or technological meeting; or

4. it was disclosed by any person without the consent of the applicant.

The international exhibitions and academic or technological meetings that qualify for a
grace period are very limited, and hence it is difficult to take advantage of this provision.
However, the grace period does provide a remedy in cases where a party that has a
confidentiality obligation discloses the invention.

ii Utility models

Pros and cons

Utility model and design patent applications do not go through substantive examination,
but they must undergo a preliminary examination, which includes not only a formality
examination but also an examination on obvious substantive defects. A utility model patent
is easier, quicker, and thus cheaper, to obtain. On the other hand, as it has a lower threshold
for inventive steps, itis sometimes more difficult to be invalidated. The downside of the utility
model includes shorter terms of protection, unstable validity and limited subject matter
that can be protected. There may also be an additional obligation when a utility model or
design patent is enforced; for example, some relevant authorities might require a patent
right evaluation report produced by the China National Intellectual Property Administration
(CNIPA) as preliminary evidence about patent validity. This patent right evaluation report
is essential for filing complaints with e-commerce platforms for taking-down actions or for
the registration of IP rights at Chinese customs.

Protecting the same invention with an invention application and a utility model
application
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If an applicant files a utility model application and on the same day files an invention
application relating to an identical invention-creation, the applicant can get a utility model
patent first and, if and when the invention application is ready to be granted with the same
scope of protection, is allowed to abandon the granted utility model and choose to have
a patent for invention granted. If the invention patent and the utility model have different
scope of protection, the applicant can keep both rights.

According to Rule 78.4 of the Implementing Regulations of the Chinese Patent Law, if an
applicant adopts the strategy of filing an invention patent application and a utility model
patent application on the same day, the invention application, if granted, is not eligible for
patent term adjustment.

iii Patentability of pharmaceutical and biotech inventions

There are several provisions in China's Patent Law that prescribe the patentability of
pharmaceutical and biotech inventions (as follows).lz]

Article 25.1(3)

Article 25.1(3) provides that the following methods for the diagnosis or treatment of
diseases are non-patentable subject matter:

1. methods for the diagnosis of diseases, including a method for evaluating a subject's
risk of having a certain condition; and

2. methods for the treatment of diseases, including, inter alia, a method for treatment
via a surgical procedure or medicines or psychotherapeutics, and methods for
preventing diseases and methods of immunisation.

Normally, claims of this kind can be rewritten into 'Swiss-type' claims such as 'use of a
substance for manufacture of a medicament for diagnosis or treatment of a disease', or
into product claims such as 'a system for diagnosis or treatment of a disease, comprising
a unit/module configured to . . . ', with the units or modules corresponding to respective
steps, if the methods are implemented on a computer.

Article 25.1(4)

Article 25.1(4) provides that animal and plant varieties are non-patentable subject matter.

Embryonic stem cells of an animal at various stages of formation and development, such
as a germ cell, an oosperm, an embryo or a transgenic animal, fall into the definition of
‘animal variety' and hence are not patentable. In contrast, somatic cells, tissues and organs
of an animal (except an embryo) do not fall within the definition of ‘animal variety' and hence
are patentable.

Plants, including transgenic plants, and plant seeds fall within the definition of ‘plant
variety' and hence are not patentable. Cells, tissues and organs of a plant normally are
not patentable unless they cannot grow by synthesising carbohydrates and proteins from
inorganic substances such as water, carbon dioxide and inorganic salts via photosynthesis.
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Methods for producing an animal or a plant variety can be patentable as long as the
methods are not an essentially biological method, depending on the extent of technology
intervention.

Genes, including plant or animal (including human) genes, if they are isolated from nature
for the first time and have an established industrial utility, are patentable. Methods of
isolation thereof are also patentable.

Microorganisms, except those that occur in nature, do not fall within the definition of animal
or plant variety and hence are patentable.

Article 5.1

Article 5.1 provides that no patent right shall be granted for any invention that is contrary
to the law or social morality or that is detrimental to the public interest. Accordingly, the
following are not patentable:

1. a process for modifying the germline genetic identity of human beings or a human
being thus modified;

2. a process for cloning human beings or a cloned human being;
3. use of human embryos for industrial or commercial purposes; and

4. a process for modifying the genetic identity of animals that is likely to cause them
suffering without substantial medical benefit for human beings or animals.

The human body at various stages of formation and development, such as a germ cell, an
oosperm, an embryo or an entire human body, is not patentable.

As an exception, an invention that relates to stem cells from a human embryo that is within
14 days of fertilisation and has not gone through in vivo development, including such stem
cells per se and the preparation method thereof, is patentable.

Article 5.2

Article 5.2 provides that no patent right shall be granted for any invention where the
acquisition or use of the genetic resources on which the development of the invention relies
is not consistent with the provisions of the law or administrative regulations. Accordingly, if
an invention is made relying on genetic resources that have been obtained or exploited in
ways that violate Chinese laws, no patent shall be granted.

Article 22.4

Article 22.4 provides that any granted patent should have industrial applicability. Surgical
procedures for non-treatment purposes (e.g., cosmetic surgery) that do not have any
therapeutic effect are not methods of treatment but lack industrial applicability and hence
cannot be granted a patent right.

Methods for producing microorganisms that cannot be repeated do not have industrial
applicability and are not patentable, such as methods for screening particular
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microorganisms from the natural environment and methods for producing new
microorganisms through artificial mutagenesis by physical or chemical processes, unless
repeatability can be proved.

iv Late filing of experimental data

Under current practice, applicants are allowed to supplement experimental data after the
filing date of a patent application to prove inventive steps of an invention, to meet sufficiency
requirements or even to support a claim's scope. Any technical effects that the late-filed
data intend to prove must be obtainable from the original disclosure.

v Business methods and computer program-related inventions

Chinese practice has become relatively friendly in this regard.

Article 25.1(2) of China's Patent Law

Rules and methods for mental activities are non-patentable subject matter. If a claim
contains only abstract algorithms or pure business methods and has no technical features,
it cannot be granted. If a claim includes not only algorithmic features or business method
features but also technical features, then the claim as a whole is not included within the
rules and methods for mental activities, and shall not be excluded from patentability in
accordance with Article 25.1(2) of China's Patent Law.

Article 2 of China's Patent Law

Having technical features is not enough to pass an examination in accordance with Article
2, which provides for a definition of 'invention'. Chinese examiners examine whether the
claimed solution falls under the definition of invention: that is, whether it is a technical
solution and, more specifically, whether it adopts technical means in accordance with the
laws of nature to solve a technical problem and achieves technical effects in accordance
with the laws of nature. The term technical is not explicitly defined anywhere in patent law,
regulations or examination guidelines. A solution that is not based on the laws of nature,
even if a claim includes technical features, is still not regarded to be a technical solution.

Novelty and inventive steps

All features, including technical features and algorithmic features or business method
features, are considered for the evaluation of the novelty of a claim. However, in the
evaluation of the inventive step of a claim, algorithmic features or business method features
will be considered only if these features and the technical features in the claim 'support
each other functionally and have an interactive relationship'.

vi Foreign filing licence

It is not required to file first in China for any invention or utility model developed in China.
However, if anyone intends to file a patent application abroad for such inventions or utility
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models, a foreign filing licence must be obtained from CNIPA. The penalty for violating this
provision is that no patent shall be granted in China. No foreign filing licence is required for
designs.

In determining whether this provision applies to a particular application, the inventor's or
the applicant's nationality or residence is not relevant. Where the invention or utility model is
developed is the only relevant factor. For example, this provision is applicable if a US citizen
makes an invention during a visit to China. This provision is not applicable if a Chinese
citizen makes an invention during a visit to the United States. The foreign filing licence
requirement does not apply to inventions or utility models made outside mainland China
(e.g., in Hong Kong).

If there is joint development across different countries — for example, China and the United
States — it is possible to meet both countries' requirements because, in both China and the
United States, a foreign filing licence can be obtained without filing a patent application. A
foreign filing licence in China could also be obtained on or after filing a Chinese patent
application. Alternatively, a patent cooperation treaty international application filed with
CNIPA is deemed to be a request for a foreign filing licence.

Enforcement of rights

i Possible venues for enforcement or revocation

In China, enforcement of patent rights can be done via the judicial route or the
administrative route. Enforcement via one route does not preclude enforcement via the
other, even though enforcement cannot be carried out in parallel through both routes for
the same dispute. With the conclusion of administrative enforcement, judicial enforcement
can be conducted, such as for further compensation.

Judicial route: courts

In China, a patent lawsuit could be a civil case, an administrative case or a criminal
case. Patent civil cases include infringement and, inter alia, disputes over ownership,
inventorship, inventor remuneration and licence fees. Patent administrative cases include
appeals against CNIPA decisions on the rejection of patent applications or patent validity,
or the administrative authority's decisions on IP-related matters. Patent criminal cases are
applicable only to patent passing off, which refers to false patent marking and tampering
with patent certificates.

There are four levels of courts: the basic people's court, the intermediate people's court,
the high people's court and the Supreme People's Court (SPC). In addition, there are four
intellectual property courts: the Beijing IP Court, the Shanghai IP Court, the Guangzhou
IP Court and the Hainan Free Trade Port IP Court. The first instance of patent cases
usually starts at an intermediate people's court or an IP court where the defendant has
its domicile or where the infringing acts have taken place. For patent cases there are
usually two instances. The IP Tribunal of the SPC acts as the national level appeal court for
patent application rejection or patent validity cases. It also hears appeal cases regarding
infringement or ownership disputes for invention patents or major and complex utility model

Intellectual Property | China Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/china?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

cases. After two instances are concluded, the Retrial Tribunal of the SPC sometimes
accepts requests for retrial.

Administrative route: local IP offices and administrations of market regulation

Local IP offices are the administrative authorities that handle patent infringement disputes
and decide on whether infringement can be established. They mediate between the parties
regarding the amount of compensation and they also mediate in other patent disputes.

Patent passing-off cases are handled by the administrations of market regulation (AMRS).-
8 AMRs have the power to 'raid' offenders. Local IP offices do not have this power.

The procedure at the local administrative authorities is similar to but simpler, faster and less
costly than the procedure in court. A patent infringement case at a local IP office should be
concluded within three months and may be extended by one month. Although the judicial
procedures are more expensive and time-consuming, more remedies are available.

Invalidation procedure

Starting from the date of the announcement of a patent grant by CNIPA, any party may
request the Patent Re-examination and Invalidation Department (PRD) of CNIPA to declare
a patent invalid. Invalidation requests should be filed with PRD only and cannot be filed with
acourt.

Rule 69 of the Implementing Regulations of the Chinese Patent Law prescribes specific
grounds on which a request for invalidation can be made. The invalidation procedure is an
inter partes proceeding, and an oral hearing is usually held.

The PRD's decision can be appealed to the Beijing IP Court. The Beijing IP Court's decision
is further appealable to the IP Tribunal of the SPC. If any of these courts overturns the
PRD's decision, the case is remanded to the PRD to make further examination and a new
decision on the validity, which, again, is appealable based on new evidence or grounds.
Courts do not directly rule on patent validity. The PRD has the ultimate authority on patent
validity.

ii Litigation process
Requirements for jurisdiction and venue

Bifurcated system

China adopts a bifurcated system in which infringement lawsuits and validity lawsuits
are handled separately by different authorities. A patent infringement lawsuit may start
at any intermediate people's court or a specialised IP court that has the proper territorial
jurisdiction.

As a common defence, the alleged infringer files an invalidation request with the PRD.
Depending on various factors, such as the type of patents concerned, the availability and
nature of the PRD decisions on validity and timing, etc., the court handling the infringement
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lawsuit may or may not stay the infringement case. Therefore, the infringement lawsuit and
the validity lawsuit could proceed in parallel. For invention patents or major and complex
utility model cases, as both infringement and validity cases can be appealed to the IP
Tribunal of the SPC, contradictory decisions may be avoided by combining the two lawsuits.
The second instance court could maintain or change the first instance court's decision
or remand the case to the first instance court to be retried. A design patent infringement
lawsuit is the exception, as the second instance is usually a high people's court instead of
the IP Tribunal of the SPC.

Declaratory judgment

Where a rights holder sends a warning to others for infringing a patent right and the warned
party urges the rights holder in writing to take action, if the rights holder neither withdraws
the warning nor files a lawsuit within one month of receipt of the written urging, or within two
months of the sending of the written urging, the warned party could request from a court
a declaratory judgment of non—infringement.ls] The alleged infringer has an opportunity to
choose a court that has territorial jurisdiction.

Early resolution of drug patent disputes

The Beijing IP Court has jurisdiction over first instance lawsuits in which the applicant for
marketing approval for a generic drug or the patentee of the drug patent requests the court
to make a judgment on whether the technical solution of the generic drug falls within the
scope of protection of the drug patent.[f’]

The patentee of the drug patent may file the lawsuit with the Beijing IP Court within 45
days of the date on which the National Medical Products Administration publishes the
application for drug marketing approval.[7] The same time limit applies when the patentee
chooses to request an administrative ruling from CNIPA. CNIPA's administrative ruling can
be appealed to court and the Beijing IP Court has jurisdiction. Only when the patentee
does not file a lawsuit or request an administrative ruling within 45 days can the applicant
for drug marketing approval file a lawsuit or request an administrative ruling.

The fact that an administrative ruling has been requested cannot be used to request the
Beijing IP Court to reject or stay the lawsuit for the same dispute.ls] However, if a lawsuit has
been accepted by the Beijing IP Court, CNIPA will not accept a request for an administrative
ruling for the same dispute.lg]

Obtaining relevant evidence of infringement and discovery

There is no discovery such as that found in the United States. Therefore, plaintiffs need to
collect evidence through their own channels and in most lawsuits bear the burden of proof.
However, the burden of proof is reversed under certain circumstances.

Process of making a new product

In any infringement dispute relating to a process of making a new product, the burden of
proof is reversed. The party that makes an identical product must prove that its process
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is different from the patented process. A new product must not be known to the public in
China or abroad before the filing date of the patent concerned.""”

Process of making a product that is not new

In an infringement dispute relating to a process of making a product that is not new, the
plaintiff should first prove that:

1. the product made by the defendant is identical to that made by the patented process;

2. the product made by the defendant is very likely to have been made by the patented
process; and

3. the plaintiff has made reasonable efforts to prove the defendant's use of the patented
process.

The court can then require the defendant to prove that its process differs from the patented
process il

Reversed burden for calculating damages

Where the rights holder has tried its best to provide evidence but the account book
and materials relating to the infringement are mainly in the possession of the infringer,
to determine the amount of damages, the court may order the infringer to provide the
evidence. If the infringer fails to provide this evidence or provides fake evidence, the
court may determine the amount of damages based on the claim made and the evidence
provided by the rights holder.

Preliminary injunctions

Article 72 of China's Patent Law provides that where any patentee or interested party has
evidence to prove that another person is committing or will soon commit an act that infringes
his, her or its patent right or hinders the realisation of the right, which, unless being stopped
in time, may cause irreparable harm to his, her or its lawful rights and interests, he, she
or it may, before filing a lawsuit, request the people's court to adopt measures to preserve
property, order certain actions or prohibit certain actions in accordance with law.

China's Civil Procedure Law provides that a request for preliminary injunction should
be filed in a court where the property to be preserved is located, the place where the
respondent is domiciled or another court that has jurisdiction. The applicant for preliminary
injunction shall provide a guarantee, and if no guarantee is provided, the application shall
be rejected. The court must make a ruling within 48 hours after accepting the request. If a
preliminary injunction is granted, it shall be enforced immediately. If the applicant fails to
file a lawsuit or apply for arbitration within 30 days after the court grants the preliminary
injunction, it shall be lifted. Where a request for a preliminary injunction was made in error,
the patentee or the interested party must compensate the respondent for the losses caused
by the preliminary injunction.hz] For intellectual property cases, the preliminary injunction
usually will not be lifted based on the counter-guarantee provided by the respondent, unless
the applicant agrees.m]
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Trial decision-maker

At trial, a case is usually heard by a collegial panel that consists of an odd number of
members and at least three members.

People's assessors

There is no jury in trial but there are people's assessors in the first instance. People's
assessors and judges form a collegial panel with a judge acting as the presiding judge.
A three-member collegial panel may be formed, or a seven-member collegial panel
may be formed by three judges and four people's assessors. People's assessors on a
three-member collegial panel have a right to vote on the finding of facts and the application
of law. People's assessors on a seven-member collegial panel have a right to vote on the
. - [14]

finding of facts but not on the application of law.

Technical investigators

Technical investigators may appear in trials of technical IP cases (e.g., patent cases).[-
il They may also participate in administrative adjudication of an infringement dispute of
patent and integrated circuit Iayout—designs.m] Technical investigators independently issue
and sign technical investigation opinions, which are not publicly disclosed. The technical
investigation opinions serve as references for the collegial panel but not as evidence.
Moreover, technical investigators cannot vote on judgments or administrative rulings. If
technical investigators participate in a case, they must be named in the judgment or
administrative ruling.

Judicial appraisal

Expert opinions play an important role in litigations in China. Usually, a judicial appraisal
institution is appointed by court or agreed on by the relevant parties to issue judicial
appraisal opinions in which judicial appraisers use science and technology or expertise to
identify and judge the specialised issues involved in a Iitigation.[”] In contrast to technical
investigation opinions, judicial appraisal opinions are evidence that is crucial to fact-finding
in trial.

Structure of the trial

Before trial, a pretrial conference may be summoned by the court at which relevant parties
exchange and even cross-examine evidence and address key issues in dispute. A trial
consists of two sequential sessions: a court investigation followed by a court debate. The
court investigation consists of questioning led by judges and includes the statement of
the relevant parties, the testimony of withesses and the presentation of evidence, judicial
appraisal opinions and transcripts of inquisition. Court debates consist of free speeches by
the relevant parties in a prescribed order. This format is a hybrid of the inquisitorial system
and the adversarial system.
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A judgment can be made in trial after the court debate or after the trial is concluded.
Although there is no separate proceeding like the Markman hearing for patent infringement
cases, interpretation of the scope of claims is conducted in trial or even at pretrial
conference. The above procedures apply to both civil lawsuits and administrative lawsuits.

Infringement

The following feature in Chinese patent litigation: the all-element rule; the doctrine of
equivalents; file history estoppel; the donation principle; and the means-plus-function
feature, etc. Some draw on US practice.

Simply put, the all-element rule means all the technical features of the claim concerned
should be examined, and if the allegedly infringing technical solution lacks at least one
technical feature of the claim or at least one technical feature is not the same or equivalent,
it does not fall into the scope of protection.lw]

The doctrine of equivalents requires examination of each technical feature and adopts the
test of using substantially the same means, performing substantially the same function
and producing substantially the same effect, to determine equivalents. The time point of
determination is the time that the alleged infringing act took place.hg]

File history estoppel is applicable to the abandonment of any technical solutions for
any reason during prosecution or invalidation.?” The file history includes the file history
and the history of administrative lawsuits of any divisional applications. However, if such
abandonment has been explicitly denied by the relevant authority, it is not subject to
estoppel.lzﬂ

The donation principle means that any technical solution that is described but not claimed
is considered donated and cannot be incorporated into the scope of protection.m]

An interpretation of functional limitation in a claim makes reference to, but is not necessarily
limited to, specific embodiments.”?!

Defences

An alleged infringer may defend itself in one or more of the following ways:
1. arguing in the infringement lawsuit that the alleged infringing technology or design
does not falls within the scope of protection of the relevant patent right;
2. requesting the PRD to declare the patent concerned as invalid;
3. arguing that the alleged infringing technical solution is prior art;

4. arguing that the act does not belong to the infringing act as defined in Article 11 of
China's Patent Law;

5. arguing that the act is an exception to infringement pursuant to Article 75 of China's
Patent Law — namely, exhaustion of right (including parallel import), prior user right,
research exemption, Bolar exemption or use in a means of transport temporarily
passing through China;
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6. arguing that it got infringing products from a legitimate source and hence is not liable
for compensation pursuant to Article 77 of China's Patent Law; and

7. seeking a declaratory judgment of non-infringement.

Time to first-level decision

For a patent civil case, the first instance court has six months to conclude a case, and this
time limit can be extended for another six months. The second instance court has three
months to conclude a case, and an extension is available. However, the above time limits
do not apply to foreign-related civil cases. 4

For a patent administrative case, the invalidation procedure at the PRD takes 5.7 months
on average.lzs] The firstinstance at the Beijing IP Court should be concluded in six months,
which is extendible. The second instance should be concluded in three months, which is
also extendible. As Article 101 of the Administrative Procedure Law stipulates that where
there is no provision in the Administrative Procedural Law, the relevant provisions in the
Civil Procedure Law shall apply, the above time limits do not apply to foreign-related
administrative cases.? in practice, foreign-related civil cases and administrative cases
take longer to conclude.

Remedies

Mediation

Mediation is available under the administrative route and also under the judicial route with
some exceptions, such as patent rejection or invalidation cases.

Permanent injunction

Under the judicial route, a permanent injunction is almost always available, except where
the injunction damages the national or public interest, in which case the court may decide
that reasonable royalties be paid by the infringer.ml Under the administrative route, local
IP offices could order the infringers to stop their infringing activities.

Behaviour preservation

Behaviour preservation, such as a preliminary injunction, property preservation or
evidence preservation, is available from courts but not available from the administrative
authorities. It can be granted before litigation or during litigation.

Damages

Courts can award damages based on a calculation using the loss of the rights holder
or the illegal gain of the infringer and reasonable multiples of royalties. In cases of wilful
infringement, punitive damages can be as high as five times the calculated amount. If none
of the above methods can be used, courts may grant statutory damage between 30,000
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yuan and 5 million yuan. Local IP offices have no power to award damages but can mediate
between the relevant parties regarding the amount.

Expenses

In addition to calculated damages or statutory damages, courts may order the defendant
to pay the plaintiff reasonable expenses incurred by the plaintiff for stopping infringing
activities. Local IP offices have no power of this kind.

Fine

Both courts and AMRs can impose a fine on the defendant. However, fines are available
only in patent passing-off cases and are paid to the relevant authorities rather than to
plaintiffs.

Criminal punishment

Criminal punishment is available from the courts but only in patent passing-off cases.
Administrative authorities do not have this power.

Provisional protection

After a patent is granted, the patentee is entitled to compensation from any party who
exploits its invention after publication of the invention patent application and before patent
grant. This is generally called provisional protection. Courts have power to grant such
compensation, whereas local IP offices can only mediate.

Appellate review

See Section 1V, subsections 'Judicial route: courts', 'Invalidation procedure' and 'Time to
first-level decision'.

iii Alternatives to litigation

China's Patent Law does not provide that patent disputes, particularly patent infringement
disputes, can be resolved through arbitration. However, it does not explicitly exclude
arbitration. According to Articles 2 and 3 of the Chinese Arbitration Law, contract disputes
and other property rights disputes can be arbitrated, but administrative disputes cannot
be arbitrated.””® It follows that if relevant parties specify in a contract that patent disputes
should be handled through arbitration, such disputes can be resolved through arbitration.
However, questions remain whether patent infringement disputes can be taken to court
under such circumstances.

Outlook and conclusions
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As the Implementing Regulations of Chinese Patent Law and the Guidelines for Patent
Examination just took effect, it is interesting to watch how examinations are conducted
under the new provisions, especially in regard to partial designs, incorporation by
reference, patent term adjustment and patent term extension, etc.

As the Implementing Regulations of Chinese Patent Law and the Guidelines for Patent
Examination just took effect, it is interesting to watch how examinations are conducted
under the new provisions, especially in regard to partial designs, incorporation by
reference, patent term adjustment and patent term extension, etc.
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Introduction

Numerous forms of intellectual property (IP) protection are available under Czech law. The
Czech Republic has historically taken a pro-innovative approach to IP and is a party to
most international treaties concerning this field, both directly and through its membership
of the European Union. It is thus a party to or a member of the World Intellectual
Property Organization (WIPQO), the European Patent Convention (the multilateral treaty
instituting the European Patent Organisation), the World Trade Organization's Agreement
on Trade-Related Aspects of Intellectual Property Rights (known as TRIPS), the Paris
Convention, the Patent Cooperation Treaty (PCT), the European Union Intellectual
Property Office (EUIPO), the Madrid Convention and Protocol, the Lisbon Convention, the
Berne Convention and many other treaties and organisations.

The interaction of the various formal and registered rights with Czech law on unfair
competition is of particular interest, as unfair competition law can provide protection that is
broader in scope or may extend the duration of protection of a formal right and generally
fulfils the role of a catch-all rule against commercially undesirable conduct.

Czech law is a civil law system and thus the basis for legal rules must be grounded in
statute (i.e., written law), and it is thus not possible for the courts to create law. Past court
decisions interpreting legal provisions and applying these to new factual scenarios are,
however, important, as later departures from them should be justified. Court decisions are
particularly important in the field of unfair competition law, where the courts have great
freedom to decide what conduct is acceptable in trade and what is not. EU case law applies.
Court decisions are often not reported, providing an advantage to practitioners who handle
large volumes of cases.

Numerous forms of intellectual property (IP) protection are available under Czech law. The
Czech Republic has historically taken a pro-innovative approach to IP and is a party to
most international treaties concerning this field, both directly and through its membership
of the European Union. It is thus a party to or a member of the World Intellectual
Property Organization (WIPQO), the European Patent Convention (the multilateral treaty
instituting the European Patent Organisation), the World Trade Organization's Agreement
on Trade-Related Aspects of Intellectual Property Rights (known as TRIPS), the Paris
Convention, the Patent Cooperation Treaty (PCT), the European Union Intellectual
Property Office (EUIPO), the Madrid Convention and Protocol, the Lisbon Convention, the
Berne Convention and many other treaties and organisations.

The interaction of the various formal and registered rights with Czech law on unfair
competition is of particular interest, as unfair competition law can provide protection that is
broader in scope or may extend the duration of protection of a formal right and generally
fulfils the role of a catch-all rule against commercially undesirable conduct.

Czech law is a civil law system and thus the basis for legal rules must be grounded in
statute (i.e., written law), and it is thus not possible for the courts to create law. Past court
decisions interpreting legal provisions and applying these to new factual scenarios are,
however, important, as later departures from them should be justified. Court decisions are
particularly important in the field of unfair competition law, where the courts have great
freedom to decide what conduct is acceptable in trade and what is not. EU case law applies.
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Court decisions are often not reported, providing an advantage to practitioners who handle
large volumes of cases.

Year in review

There have been no significant developments in the IP field specific to the Czech Republic.

There have been no significant developments in the IP field specific to the Czech Republic.

Obtaining protection

Protection of IP rights varies between the various rights (i.e., technical, aesthetic,
identification of source or origin, etc.). Below, we focus on some particular fields of industry
or rights regimes.

Protection of IP rights varies between the various rights (i.e., technical, aesthetic,
identification of source or origin, etc.). Below, we focus on some particular fields of industry
or rights regimes.

i Patents (utility patents)

Any technical innovation that is novel, the result of inventive activity and industrially
applicable can obtain protection via a grant of a patent, provided that it is not excluded
from protection. A patent with effect for the territory of the Czech Republic can be obtained
via either the Czech Industrial Property Office (IPO) or the European Patent Office (EPO)
(directly or through designation under the PCT regime), allowing the owner or a person the
owner authorises (i.e., a licensee) to use the invention exclusively in the jurisdiction and
thus to exclude unauthorised users from the market. Further details are provided below.

European patents must be validated within a specified time limit or they are deemed ab
initio ineffective.

The duration of patent protection is 20 years from the date of the patent application being
filed.

Patents can be enforced upon the publication of their grant through IP specialist senates
of the courts. Preliminary injunctions (PIs) are readily available.

ii Supplementary protection certificates

In the case of pharmaceutical or plant protection products, the 20-year maximum term of
protection of a patent can be extended by up to five years. The goal of the supplementary
protection certificate (SPC) regime is to compensate patent owners for delays caused to
the marketing of their product through the need to undergo often lengthy efficacy and safety
examination, to provide at least 15 years of effective protection in practice.

iii Utility models
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Technical solutions that are novel, extend beyond the scope of mere expert skill and
are industrially applicable can be registered as utility models with the IPO, provided that
they are not excluded from protection. Utility models notably cannot protect methods of
manufacture or processes; product-by-process claims remain available.

Utility models are sometimes called 'small patents' and provide the benefit of rapid grant
and thus enable rapid enforcement of the technology.

The downside of the utility model right is the limited term of protection, which is set at a

maximum of 10 years.

iv Trademarks

Any sign capable of distinguishing the products of one person from those of another is
entitled to protection under Czech law, unless it is excluded from protection because of its
nature.

Registered trademarks can be obtained as:
1. national trademarks from the IPO;

2. European trademarks from EUIPO; or

3. international trademarks from WIPO.

Registered trademarks must be capable of recordal in the relevant register. They are
subject to registration fees and procedures, and they lapse if their duration is not formally
extended. They entitle the owner or licensee to prohibit others from using them in a manner
capable of causing confusion in the market. Their initial duration of 10 years can be
repeatedly extended, potentially indefinitely.

v Trade names

Czech law strictly protects the names of commercial entities, with the use of a similar trade
name being forbidden to all. This protection is not limited to particular goods or services.

vi Design
National industrial designs and Community designs (i.e., aesthetic forms present in or on

products) are granted protection by Czech law.

The IPO registers industrial designs if they are novel and have individual character. Their
maximum term of protection is 25 years. The same applies for registered Community
designs, which are registered with EUIPO.

Unregistered Community designs come into existence immediately upon their publication
without any formal steps being necessary, and last for three years.

vii Trade secrets

Intellectual Property | Czech Republic Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/czech-republic?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

Trade secret protection applies to any information that has commercial value, is identifiable,
is not readily known and is being kept secret through sufficient means. Trade secret
protection can be relied on to protect technology or know-how that is not susceptible to
reverse engineering.

viii Unfair competition

The Civil Code prohibits unfair competition, which is defined as 'conduct in commerce
that is capable of harming competitors and is at odds with good morals in competition'.
Any person acting in trade falling foul of this provision can be ordered to stop the
infringing conduct and remedy the disruption caused on the market by its conduct. The
law thus provides the courts with enormous discretion in determining whether conduct
is within or outside the limits of good morals in competition matters. Over the years, the
courts have created a number of classes of conduct that amount to unfair competition,
and some of these have now been codified in the Civil Code. These specific instances
of undesirable conduct include 'misleading marking of goods or services', 'causing a
likelihood of confusion' and ‘freeriding'. The list is not exhaustive and the courts remain
free to judge each case on its merits. The categories are not closed and the judges are
free to create new ones.

Breaches of trade secrets are handled under the provisions relating to unfair competition.

Unfair competition law potentially grants protection to technical innovations even after their
term of protection has expired; for example, slavish imitation is arguably never permitted,
although the court always aims to balance the interest of the innovator and the public need
to prevent the creation of undesirable monopolies.

ix Copyright and related rights

Czech law provides protection to an author's rights. A literary, artistic or scientific work that
is a unique result of its author's creative activity is protected once it is objectively expressed.
The definition of a work is very broad. The scope, purpose or value of the work is not
relevant. Computer programs and photographs can be protected even if they are merely
original. Database protection is created as a sui generis right.

The author, who must always be a natural person, obtains moral and economic rights to
the work and dealing with it. The economic rights expire 70 years after the death of the
author, while some moral rights can survive indefinitely. Numerous statutory exemptions
and licences exist.

Related rights include the rights of actors, singers and recording studios, publishers, and
film production companies, among others.

x Other IP rights

Czech law also allows for the protection of geographical indications or appellations of origin,
topographies of semiconductor products and plant varieties. These will not be addressed
in this chapter. Below we focus on patent law and other areas of interest.
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Enforcement of rights

i Possible venues for enforcement or revocation

Industrial property rights infringement disputes are exclusively decided by the City Court
in Prague, as the only court with jurisdiction at first instance. Industrial property excludes
copyright and unfair competition.

Copyright, trade name and unfair competition disputes are at first instance decided by one
of the eight regional courts.

It is possible to apply to the IPO for a determination of whether a description of a product
or process falls within the scope of protection of a patent or utility model. The decision can
be appealed and subjected to two instances of judicial review. Such a decision is deemed
very persuasive by the courts. The proceedings are, however, generally heard inter partes
and thus cannot be undertaken without alerting the other side.

The IPO has jurisdiction over challenges to the validity of the registered rights: patents,
SPCs, utility models, trademarks, etc. The first instance decision of the IPO can be
appealed as of right to the President of the IPO. The President decides based on advice
from a panel of officers. The President's decision can be subjected to an as-of-right judicial
review, which is heard by the administrative division of the City Court in Prague.

The validity of European rights, such as the European patent, the European trademark or
the Community designs, can (also) be challenged with the European offices administering
those rights: the EPO or EUIPO.

A challenge to the validity of an industrial right in the form of a declaration of
non-infringement or invalidity could be directed to the City Court in Prague; however, so far
the courts have refused to hear cases of this kind substantively, rejecting them for lack of
urgent legal interest.

ii Litigation process

Requirements for jurisdiction and venue

The owner of the registered right can bring an action seeking protection from infringement
of the right. A licensee can bring an infringement action if it is authorised to do so under
the licence or if it notifies the owner and the owner does not take action within 30 days.
The court of jurisdiction is determined by the nature of the right and the location of the
defendant or infringing act. Industrial property rights are strictly territorial, and the right
must have effect in the Czech Republic and the infringement must take place in the Czech
Republic. In the case of regional rights, such as the EU trademark or Community design,
the location of the defendant in the Czech Republic may suffice to grant jurisdiction.

The validity of patents, utility models and any other right should be challenged before the
IPO, EPO or EUIPO.
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While it is possible to apply to the IPO for a determination whether a description of a product
or process falls within the scope of protection of a patent or utility model, the applicant
has to prove a legal interest in the application and as a result has to identify the potential
infringer, thus causing the proceeding to proceed inter partes. Where the infringer applies,
the right owner becomes a party. Where there are disputes about the nature of the product
or process, any decision may be unusable in later litigation.

Obtaining relevant evidence of infringement and discovery

Strictly speaking, the court obtains, admits and examines evidence based on the proposals
of the parties. In practice, the parties must obtain most evidence themselves and the court
provides assistance only where the party cannot obtain the evidence without its aid (e.g.,
the court orders third parties to produce documents or product samples).

Common law style discovery and inspection are not available under Czech law. The IP
Enforcement Directive right to information does not assist, as the information only has to
be provided after infringement has been established.

The rights holder can request that a piece of evidence is secured in a preliminary manner
if there is a threat of it not being obtainable later or obtainable only with great difficulty.

Customs can be used to seize a product suspected of IP infringement, whether it is entering
the market or already on the market. If the defendant does not agree to the product's
voluntary destruction, the rights holder has to litigate.

Pls

Pls are available both before and after proceedings on the merits have begun. The PI
applicant has to establish (which is a lower standard than proving) that:

1. it has a valid right;
2. this right is likely infringed by the defendant's conduct;

3. the preliminary order sought is necessary given the general circumstances of the
case; and

4. the benefit of the PI order to the applicant is not exceeded by the detriment caused
to the defendant.

The court will also consider whether the application is urgent and proportionate, that is,
that there is not a less invasive way of protecting the right from being infringed. Validity is
considered from a formal viewpoint only (i.e., claims that a registered patent or trademark
is liable to cancellation or revocation are not considered a valid issue): validity is thus
presumed, and the courts readily grant Pls even where a patent was revoked at first
instance by the IPO or EPO, but the decision is not yet final.

The court cannot by law order a hearing and it must decide immediately or, failing than, not
later than within seven days of the application being filed. The City Court in Prague often
decides within one to two days. The defendant is not informed of the Pl application, or a
decision rejecting or refusing the Pl application or terminating the proceedings. In practice,
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almost all cases are decided on an ex parte basis; as a result, in rare cases the defendant
may succeed in having a written defence or preliminary defence considered.

The courts are rights holder-friendly, and well-prepared Pl applications thus have a high
chance of succeeding.

Conversely, there is little the defendant can do to defend against a Pl being ordered, as itis
usually not heard at first instance, and even on appeal no new evidence can be presented
as the state of the court file at the time of the first instance decision is decisive. Defendants
thus aim to submit a defence accompanied by as much evidence as possible, to have it
on the court's file for the appeal. As previously noted, this in practice only rarely succeeds.
Validity is not formally a live issue.

Under the Civil Procedure Code, the PI applicant has strict and unlimited liability for
damage caused by the PI, if the PI fails otherwise than through the applicant's success
in the action on merits, or its right being satisfied. The effect of EU law, from the the Court
of Justice of the European Union (CJEU) decision in Bayer and Mylan, is so far unclear.

A bond of circa €2,000 has to be paid into court when filing the application. This can be
increased by the court ex officio or at the defendant's request.

Trial decision-maker

Industrial property infringement disputes are decided by legally trained judges, sitting in
panels or senates of three. The same applies for appeals.

The courts rely on court experts to resolve technical issues of fact. The Ministry of Justice
maintains a list of experts appointed in various technical fields. One such field is the field
of industrial property. The experts can be approached privately or the court appoints them
itself.

It is also possible to apply to the IPO for a determination of whether a description of a
product or process falls within the scope of protection of a patent or utility model. While a
decision of this kind can be appealed and subject to two instances of judicial review, the
final decision (or even the interim decision) is deemed to be very persuasive by the courts.

Structure of the trial

Infringement and validity issues are usually bifurcated, with the infringement courts being
very reluctant to address validity, especially in patent and utility model matters, generally
relying on the EPO, IPO or EUIPO to resolve the issue.

The first instance infringement proceedings are begun by the filing of a mainly front-loaded
claim in court. This can be preceded by a Pl application — which is very useful as the court
has to decide on the application within seven days and the PI, if confirmed on appeal, can
last for the whole duration of the merit proceedings (i.e., two to five years in patent cases
and one to three years in trademark cases).

The court checks the formalities of the claim and serves it on the defendant, including if the
defendant is situated abroad, and usually orders the defendant to respond within 30 days.
The response is sent to the plaintiff for a potential replication. The court then schedules an
oral hearing in the matter. The first hearing is usually scheduled within three to nine months
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of the claim being filed. In simple matters, a decision can be made at the first hearing,
and that is the goal in trademark matters, for example. In patent matters, more than one
hearing can be expected, as the court is likely to examine available evidence and adjourn
to commission an expert report. At the subsequent hearing, the expert will be heard and
cross-examined and, in all likelihood, the decision made. The court can, however, schedule
multiple further hearings if necessary. Each hearing is likely to last about two to three
hours. The judgment can thus be expected within one to three years. The judgment is not
enforceable if appealed. Appeals take one to two years.

Experts are relied on to address technical facts. The parties can approach experts directly
and present their expert reports in court, including to challenge the court-appointed
expert's report.

Witnesses are rarely called as the court prefers documentary evidence. However, affidavits
and similar documents carry very little weight.

All evidence must be presented before the court decides to end evidence-gathering, usually
at the end of the first oral hearing, although it generally allows the parties 30 additional
days to identify further evidence if this is requested — such evidence can be presented
even later.

The burden of proof is on the plaintiff to prove infringement and, as a result, the defendant
can be relatively passive. Where the defendant claims something in defence, it has to prove
its claim is true. For products obtained through a patented process, the burden may shift
to the defendant to prove that the process used to obtain a product that appears the same
as a product obtained by a process differs from the patented process.

Infringement

Czech patent claim interpretation practice relies primarily on a literal interpretation of the
claims. The drawings and description are used to interpret the claims. If a feature of the
patent claim is missing, the patent owner can aim to prove that the feature is not necessary
or that a technically equivalent feature is present. There is limited case law on claim
interpretation, but the IPO's practice has largely been adopted.

There is limited case law on the theory of equivalents.
There is no clear position on whether the prosecution file can be used to interpret the

claims.

Defences

A defendant can attempt to pre-empt an infringement action; for example, by challenging
the right before the EPO, IPO or EUIPO, or by seeking a declaration of non-infringement
from the IPO in the case of patents or utility models. Seeking a non-infringement
declaratory judgment is not likely to succeed, as the courts refuse to entertain them for
lack of urgent legal need.

Defending against a Pl can involve submitting defensive briefs and monitoring the courts
aiming to submit a substantive defence once a PI application is filed.

Intellectual Property | Czech Republic Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/czech-republic?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

Once infringement proceedings on the merits are begun, arguing lack of validity of a patent
(because of a lack of novelty or inventive step, or obviousness) is not a strong defence as
the courts aim to avoid technical validity issues. However, the court may stay infringement
proceedings where the IPO or EPO is examining the validity of a patent. The court could
theoretically also decide to disapply a patent as far as it is deemed not valid by the court.

Having a licence provides a defence against an infringement claim; however, as all patent
licences should be in writing, this rarely occurs.

Compulsory licences are available under Czech law; however, these are very rare.

A defendant can claim that the right has been exhausted; this occurs where the owner
authorises the first sale in the Czech Republic or the European Economic Area. Under
normal circumstances, subsequent sales cannot be opposed by the owner.

Delaying bringing an action for infringement has no negative effect on the chances of
success of the infringement claim, provided that the limitation periods are not exceeded.
Injunctions are available as of right and are not discretionary, although the court has
discretion on whether to order destruction of infringing goods or not.

Time to first-level decision

The plaintiff can expect the first instance judgment in patent matters to be rendered
within 15 to 36 months. The appeal then takes 12 to 24 months. In simpler matters, such
as trademarks, the judgment can be obtained within nine to 24 months and the appeal
resolved in 12 to 24 months.

As a result, seeking a Pl has to be carefully considered, given that the court has to rule
on a Pl within seven days, the appeal is decided within three to six months and the PI can
last for the duration of the full proceedings.

Remedies

Pls are readily available under Czech law. The Pl applicant has to prove that it has a valid
right, that this is likely to have been infringed and that there is an urgent need to adjust
the parties' position. The formal validity of a right is decisive. Infringement of the right has
to be shown to be likely, with the benefit of the doubt generally going to the patent owner.
The urgent need requires the Pl applicant to move relatively quickly (i.e., within months
of the infringing conduct beginning), and the harm being caused to the applicant must be
sufficiently significant — although in IP cases this is generally presumed. The requested
Pl order must be proportionate to the harm being caused, and the order reversible (e.g.,
destruction of goods cannot be obtained). Because a Pl is enforceable once served on
the defendant by the court, this allows the rights holder to protect its market pending full
litigation.

In the action on merit the rights holder can seek that:

1. theinfringing conduct stops (e.g., in patent matters, the product is not made, offered,
used, disposed of, stored, imported or otherwise dealt with);
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2. the infringing state of affairs is remedied (e.g., the product is withdrawn from the
market and is destroyed, and an apology is made at the expense of the defendant);

. the damage caused is compensated (including lost profit);

. unjustified enrichment of the infringer is surrendered,;

. reasonable compensation for immaterial harm is paid by the defendant;
. the court judgment is published at the expense of the defendant;

. information about the infringement is provided by the defendant; and

o N o o b~ W

. itis paid costs.

Damages can either be claimed at the level at which damage or losses were in fact suffered
(and precisely proven and calculated) or a lump sum can be sought amounting to at least
double the value of the hypothetical licence fee that would have authorised the otherwise
infringing conduct.

Injunctions are awarded as of right.

Judgments cannot have extraterritorial effect, unless expressly provided for (e.g.,
Community designs, EU trademarks).

Appellate review

First instance decisions can be subject to appeal at the High Court in Prague in industrial
property matters. The appeal suspends the effect of the decision (this does not apply to PI
orders). While the appeal court reviews issues of both law and fact, new evidence can only
be presented on appeal in very limited circumstances. In Pl proceedings, no new evidence
is admissible and the appeal does not have suspensive effect.

The appeal proceedings usually involve the appeal itself, which has to be filed within 15
days of receipt of the written decision of the first instance court, a response to the appeal,
and an unlimited amount of further written submissions, although usually only one or two
rounds of exchanges take place. The High Court can then be expected to decide the matter
at the end of the first hearing in the matter; in rare cases, the court adjourns for one week
for the sole purpose of issuing its decision at the next hearing. The oral appeal hearing
usually lasts two to three hours.

iii Alternatives to litigation

As an alternative to litigation, the parties may negotiate or resort to mediation or arbitration,
although mediation and arbitration are rare in IP cases. The Arbitration Court attached to
the Economic Chamber of the Czech Republic and the Agricultural Chamber of the Czech
Republic is a long-standing arbitration body with several IP specialist arbitrators on its list
and a solid reputation. It has acted as a uniform domain name dispute resolution policy
venue for the .cz, .eu, .com and many other country code top-level domains and generic
top-level domains.

A party may apply to the IPO for a determination of whether a described product or process
falls within the scope of infringement of a patent or utility model. As this issue resolves the
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issue of infringement, the parties may decide to refrain from litigation before the courts,
and litigate the issue before the IPO.

A patent cancellation application or a utility model striking-off action can also be begun
before the IPO, opposition proceedings can be begun before the EPO, or trademark
revocation before the IPO or EUIPO whereby the validity of the right is put in dispute —
and the parties may decide to resort to court litigation while the validity challenges are
pending.

Outlook and conclusions

Czech IP law is expected to continue its gradual development, for the most part mirroring
the IP law developments of its European neighbours.

The main area to watch is the Unified Patent Court, with respect to which the Czech
Republic may opt to ratify the Unified Patent Court Agreement.

Czech IP law is expected to continue its gradual development, for the most part mirroring
the IP law developments of its European neighbours.

The main area to watch is the Unified Patent Court, with respect to which the Czech
Republic may opt to ratify the Unified Patent Court Agreement.
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Introduction

Intellectual property protection and enforcement in France are heavily affected by
international treaties and multilateral agreements.

French law on intellectual property rights is the result of national statutory and regulatory
provisions, statutory provisions implementing international and multilateral agreements,
and European regulations having direct effect in France as a Member State of the European
Union.

In this respect, France is a party to the Paris Convention for the Protection of Industrial
Property of 20 March 1883, which introduces key mechanisms, such as the priority right.
France is also a party to the Berne Convention for the Protection of Literary and Artistic
Works of 9 September 1886.

Under these two main international conventions, France is a party to a number of special
agreements. Some of these allow for an international filing of applications for registered
intellectual property rights: for patents, the Patent Cooperation Treaty (PCT) of 19 June
1970; and for trademarks, the Madrid Agreement Concerning the International Registration
of Marks of 14 April 1891 and the Madrid Protocol of 27 June 1989.2

France is also a party to regional agreements. The substance of the Strasbourg Convention
on the Unification of Certain Points of Substantive Law on Patents for Invention of 27
November 1963, drafted under the authority of the Council of Europe, is found in the
Munich Convention on the Grant of European Patents of 5 October 1973, also known
as the European Patent Convention and revised in 2000, which entered into force on
13 December 2007. Under these conventions, European patents administered at the
European Patent Office (EPO) may designate France and be enforceable in France. Since
1 May 2008, because of the entry into force of the London Protocol,la] a French translation
of the description of the patent is no longer required, provided that it is available in one of
the three official EPO languages (German, English and French).w

As a Member State of the European Union, France implements and enforces EU
legislation — for example Council Regulation (EC) No. 207/2009 of 26 February 2009
on the Community trademark — which sets a unitary trademark protection for all the
Member States. Directives also aim at harmonising national laws and, in this respect,
Directive 2004/48/EC of the European Parliament and of the Council of 29 April 2004
on the enforcement of intellectual property rights has notably helped improve means of
enforcement of intellectual property rights in France. France is also a party to the enhanced
cooperation that led to establishing a European unitary patent system including a unitary
patent and the Unified Patent Court (UPC). This new European court opened its doors on
1 June 2023.The UPC is a specific supranational jurisdiction for existing European patents
and for unitary patent litigation, and this jurisdiction has its own set of procedural rules.

Under the World Trade Organization, France has also implemented the Agreement on
Trade-Related Aspects of Intellectual Property Rights, signed on 15 April 1994.

The implementation of these international rules, and the articulation of French law and
notably French intellectual property law with these international rules, is codified with
French national substantive law in the French Intellectual Property Code (CPI).
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French law as codified in the CPI provides for specific provisions regarding several
intellectual property rights, among which are utility patents, supplementary protection
certificates (SPCs) for some utility patents, utility certificates, trademarks, designs,
semiconductors, plant varieties, geographical indications, manufacturing secrets, authors'
rights, neighbouring rights and database producer rights. Trade secrets law is codified in
the French Commerce Code.

The intellectual property rights most commonly relied upon are utility patents, designs,
trademarks and authors' rights.[5

Intellectual property protection and enforcement in France are heavily affected by
international treaties and multilateral agreements.

French law on intellectual property rights is the result of national statutory and regulatory
provisions, statutory provisions implementing international and multilateral agreements,
and European regulations having direct effect in France as a Member State of the European
Union.

In this respect, France is a party to the Paris Convention for the Protection of Industrial
Property of 20 March 1883, which introduces key mechanisms, such as the priority right.
France is also a party to the Berne Convention for the Protection of Literary and Artistic
Works of 9 September 1886.

Under these two main international conventions, France is a party to a number of special
agreements. Some of these allow for an international filing of applications for registered
intellectual property rights: for patents, the Patent Cooperation Treaty (PCT) of 19 June
1970; and for trademarks, the Madrid Agreement Concerning the International Registration
of Marks of 14 April 1891 and the Madrid Protocol of 27 June 1989.12

France is also a party to regional agreements. The substance of the Strasbourg Convention
on the Unification of Certain Points of Substantive Law on Patents for Invention of 27
November 1963, drafted under the authority of the Council of Europe, is found in the
Munich Convention on the Grant of European Patents of 5 October 1973, also known
as the European Patent Convention and revised in 2000, which entered into force on
13 December 2007. Under these conventions, European patents administered at the
European Patent Office (EPO) may designate France and be enforceable in France. Since
1 May 2008, because of the entry into force of the London Protocol,m a French translation
of the description of the patent is no longer required, provided that it is available in one of
the three official EPO languages (German, English and French).m

As a Member State of the European Union, France implements and enforces EU
legislation — for example Council Regulation (EC) No. 207/2009 of 26 February 2009
on the Community trademark — which sets a unitary trademark protection for all the
Member States. Directives also aim at harmonising national laws and, in this respect,
Directive 2004/48/EC of the European Parliament and of the Council of 29 April 2004
on the enforcement of intellectual property rights has notably helped improve means of
enforcement of intellectual property rights in France. France is also a party to the enhanced
cooperation that led to establishing a European unitary patent system including a unitary
patent and the Unified Patent Court (UPC). This new European court opened its doors on
1 June 2023.The UPC is a specific supranational jurisdiction for existing European patents
and for unitary patent litigation, and this jurisdiction has its own set of procedural rules.
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Under the World Trade Organization, France has also implemented the Agreement on
Trade-Related Aspects of Intellectual Property Rights, signed on 15 April 1994.

The implementation of these international rules, and the articulation of French law and
notably French intellectual property law with these international rules, is codified with
French national substantive law in the French Intellectual Property Code (CPI).

French law as codified in the CPI provides for specific provisions regarding several
intellectual property rights, among which are utility patents, supplementary protection
certificates (SPCs) for some utility patents, utility certificates, trademarks, designs,
semiconductors, plant varieties, geographical indications, manufacturing secrets, authors'
rights, neighbouring rights and database producer rights. Trade secrets law is codified in
the French Commerce Code.

The intellectual property rights most commonly relied upon are utility patents, designs,
trademarks and authors' rights.ls]

i Patent protection

Subject to registration, utility patents allow for obtaining exclusive rights over a new
invention showing the inventive activity of the inventor and allowing for industrial application.
Utility patents are aimed at protecting technical features. National French patents and
European patents designating France have effect in France from their date of application
and for a period of 20 years.ls] The main counterpoise for granting exclusive patent rights
to a patent holder is the disclosure of the content of the patent application and the granted
patent to the public. After the 20-year term, the patent rights expire and the patent content
falls into the public domain.

ii Design protection

Subject to registration, designs allow for protecting new forms showing new and individual
character. Designs aim at protecting the appearance of the whole or a part of a product.
Registered national, international and Community designs are protected for a period of
five years as from the date of the filing of the application. The term of protection may be
renewed for one or more periods of five years each, up to a total term of 25 years from the
date of filing. Unregistered Community designs are protected for a period of three years
from the date of first disclosure of the design. Registered and unregistered designs may
also enjoy protection under authors' rights, given that they meet the specific requirements
under authors' rights in France.

ili Trademark protection

Subject to registration, trademark law allows for reserving a sign with distinctive character
for identifying a good or a service. National, international and Community trademarks have
effect in France and allow for reserving a right over a sign on their date of application and
for a term of 10 years renewable without limits. Trademarks may consequently remain valid
and enforceable for an unlimited period. Trademarks may, however, become generic or be
revoked for non-use.
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iv Authors' rights protection

There is no copyright per se in France, only authors' rights. There are no formalities of
registration required with any French office to enable an author to protect his or her work
and benefit from the exclusive rights over such a work. Authors' rights result solely from the
creation of the work itself. The work must be an original work of authorship. Authors' rights
combine both proprietary economic rightsm and moral rights.m The proprietary economic
rights last for the entire life of the author and end 70 years after the year of his or her
death.lg] The moral right is imprescriptible. Authors' rights might be difficult to evidence
owing to the lack of formal requirements for their protection.

v Trade secret protection and other exclusive data

Trade secrets are defined and protected under specific statutory provisions in France.
There are no registration formalities required with any French office to enable a party to
enjoy protection for its trade secrets. To be eligible for trade secret protection, one needs
to be able to show that a piece of information:

1. is not, in itself or in the correct configuration and assembly of its elements, generally
known or easily accessible to persons familiar with this type of information because
of their sector of activity;

2. has commercial value, actual or potential, because of its secrecy; and

3. is subjected by its legitimate holder to reasonable protective measures to maintain
secrecy.

Trade secrets may enjoy protection as long as information meets the above-listed three
criteria. Trade secrets may consequently remain valid and enforceable for an unlimited
period.

Other specific regulations allow for protecting specific valuable data such as data found in
marketing authorisations.I"”

Year in review

With respect to the assessment of patent validity, the Paris Judicial Court elaborated
on the potential relevance of the 'plausibility’ criteria.["] After distinguishing between the
conditions applicable to second medical use claims and to claims covering a new product
irrespective of its therapeutical application, the Paris judiciary court held a patent of the
latter category valid from an inventive step point of view, on the ground that the technical
effect of the claimed compound was credible at the priority date for the skilled person. It
notably considered that for this type of claim, it is not required that the patent discloses
data supporting the plausibility of the technical effect, and that documents dated after the
priority date may be taken into consideration.

As regards evidence gathering in intellectual property cases, the French Supreme Court
clarified that the French evidentiary seizure can be used to obtain financial and accounting
documents establishing the extent of the infringement, before or during proceedings on the
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merits, irrespective of other processes being available to access such documents.hz] This
confirms the broad range of this efficient evidence-gathering mechanism.

Finally, with the opening of the UPC on 1 June 2023, some amendments to French statutory
patent law entered into force, notably to align that law with the UPC provisions. Pursuant to
this reform, France is also one of the countries that allows for the coexistence of a national
patent and a unitary patent (or a non-opted-out European patent) on the same invention.

With respect to the assessment of patent validity, the Paris Judicial Court elaborated
on the potential relevance of the 'plausibility’ criteria.["] After distinguishing between the
conditions applicable to second medical use claims and to claims covering a new product
irrespective of its therapeutical application, the Paris judiciary court held a patent of the
latter category valid from an inventive step point of view, on the ground that the technical
effect of the claimed compound was credible at the priority date for the skilled person. It
notably considered that for this type of claim, it is not required that the patent discloses
data supporting the plausibility of the technical effect, and that documents dated after the
priority date may be taken into consideration.

As regards evidence gathering in intellectual property cases, the French Supreme Court
clarified that the French evidentiary seizure can be used to obtain financial and accounting
documents establishing the extent of the infringement, before or during proceedings on the
merits, irrespective of other processes being available to access such documents." This
confirms the broad range of this efficient evidence-gathering mechanism.

Finally, with the opening of the UPC on 1 June 2023, some amendments to French statutory
patent law entered into force, notably to align that law with the UPC provisions. Pursuant to
this reform, France is also one of the countries that allows for the coexistence of a national
patent and a unitary patent (or a non-opted-out European patent) on the same invention.

Obtaining protection

Except for authors' rights and trade secrets, applications should be made to the relevant
national or regional office to obtain protection of intellectual property rights.

As regards patents, since 2020 a full examination of the patent, including an assessment
of the inventive step, is conducted by the National Institute of Industrial Property (INPI).

Article L611-10 CPI provides that inventions that are new, that show inventive activity and
that are susceptible to industrial application are patentable. There is, however, no general
positive definition of ‘invention' under French law.

In practice, products and processes that provide technical means for solving a technical
problem are, as a general rule, patentable. Nevertheless, some subject matters are
excluded from patentability.

Article L611-10, Section 2 CPI provides a list of what are not inventions:

1. discoveries, scientific theories and mathematical methods;

2. aesthetic creations;
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3. plans, principles and methods applied to intellectual activities, games or business
as well as computer programs; and

4. presentations of information.

Article L611-10, Section 3 specifies that exclusion should apply only when the subject
matter of the patent is one of the above per se.

In this respect, pure business methods are not patentable in France. However, a larger
process including a business method may be patented if the means other than the business
method are claimed and patentable.

Similarly, computer software per se is excluded from patentability and is protected under
authors' rights in an amended version as compared with literary and artistic works.I".
] However, nothing precludes obtaining a patent for a process including the use of software
or a programmed computer to enable its implementation.[”]

Article L611-19 CPI excludes from patentability plant varieties that may be protected
by a special title under Regulation (EC) No. 2100/94. Animal breeds are also excluded.
Inventions involving plants and animals but not limited to a particular variety or breed are
patentable except products obtained from biological processes for obtaining plants and
animals, as well as their parts and genetic components. Furthermore, it is stated that
processes involving microorganisms and products obtained through such processes are
patentable.

In the field of genetics, Article L611-18 cpi™ states, as a principle, that the human body

itself or the mere discovery of a part of the same cannot be patented. This nevertheless
allows for patenting the vast majority of biotechnology-related inventions (both processes
and products). As an example, a patent over 'cloned DNA sequences, hybridisable with
genomic RNA of the LAV' has been held valid.hs]

As to methods for treating patients, Article L611-16 CPI states that they are not patentable.
The same Article makes it clear that products for implementing methods for treating
patients are patentable.

Where a patent application is for military or mixed civil-military subject matter, the applicant
must notify the Ministry of Defence within eight days of fiIing.m]

As to the nature of the rights vested in the patent holder, it is a right to exclude others from
doing a certain number of actions, including manufacturing, importing and selling products
or processes listed on the claims of the patent.hs]

Patent rights are granted for 20 years from their date of filing. However, in some limited
cases the protection conferred by the patent may be extended.

In this respect, under Regulation (EC) No. 469/2009 of 6 May 2009, patents over drugs are
subject to a possible extension of protection in the form of an SPC.hg]

Administrative challenges are available at the INPI regarding trademark registrations and
grant of patent. Trademark revocation actions are available to any third party on limited
grounds through administrative proceedings at the trademark office.lzo] Patent opposition
proceedings at the INPI allow third parties to request the revocation or amendment of a
patent through administrative proceedings.
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Judicial courts also have jurisdiction on revocation for parties showing standing to sue.

Except for authors' rights and trade secrets, applications should be made to the relevant
national or regional office to obtain protection of intellectual property rights.

As regards patents, since 2020 a full examination of the patent, including an assessment
of the inventive step, is conducted by the National Institute of Industrial Property (INPI).

Article L611-10 CPI provides that inventions that are new, that show inventive activity and
that are susceptible to industrial application are patentable. There is, however, no general
positive definition of 'invention' under French law.

In practice, products and processes that provide technical means for solving a technical
problem are, as a general rule, patentable. Nevertheless, some subject matters are
excluded from patentability.

Article L611-10, Section 2 CPI provides a list of what are not inventions:

1. discoveries, scientific theories and mathematical methods;
2. aesthetic creations;

3. plans, principles and methods applied to intellectual activities, games or business
as well as computer programs; and

4. presentations of information.

Article L611-10, Section 3 specifies that exclusion should apply only when the subject
matter of the patent is one of the above per se.

In this respect, pure business methods are not patentable in France. However, a larger
process including a business method may be patented if the means other than the business
method are claimed and patentable.
Similarly, computer software per se is excluded from patentability and is protected under
L . . o L [13
authors' rights in an amended version as compared with literary and artistic works." -
] However, nothing precludes obtaining a patent for a process including the use of software
or a programmed computer to enable its implementation.[”]

Article L611-19 CPI excludes from patentability plant varieties that may be protected
by a special title under Regulation (EC) No. 2100/94. Animal breeds are also excluded.
Inventions involving plants and animals but not limited to a particular variety or breed are
patentable except products obtained from biological processes for obtaining plants and
animals, as well as their parts and genetic components. Furthermore, it is stated that
processes involving microorganisms and products obtained through such processes are
patentable.

In the field of genetics, Article L611-18 cpi states, as a principle, that the human body

itself or the mere discovery of a part of the same cannot be patented. This nevertheless
allows for patenting the vast majority of biotechnology-related inventions (both processes
and products). As an example, a patent over 'cloned DNA sequences, hybridisable with
genomic RNA of the LAV' has been held valid.["’]
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As to methods for treating patients, Article L611-16 CPI states that they are not patentable.
The same Article makes it clear that products for implementing methods for treating
patients are patentable.

Where a patent application is for military or mixed civil-military subject matter, the applicant
must notify the Ministry of Defence within eight days of fiIing.[m

As to the nature of the rights vested in the patent holder, it is a right to exclude others from
doing a certain number of actions, including manufacturing, importing and selling products
or processes listed on the claims of the patent.[w]

Patent rights are granted for 20 years from their date of filing. However, in some limited
cases the protection conferred by the patent may be extended.

In this respect, under Regulation (EC) No. 469/2009 of 6 May 2009, patents over drugs are
subject to a possible extension of protection in the form of an spcl'

Administrative challenges are available at the INPI regarding trademark registrations and
grant of patent. Trademark revocation actions are available to any third party on limited
grounds through administrative proceedings at the trademark office.”” patent opposition
proceedings at the INPI allow third parties to request the revocation or amendment of a
patent through administrative proceedings.

Judicial courts also have jurisdiction on revocation for parties showing standing to sue.

Enforcement of rights

i Possible venues for enforcement or revocation

Intellectual property rights enforcement in France is for courts to ascertain. The Paris
Judicial Court has exclusive jurisdiction over patent infringement and nullity Cases,m] as
well as Community trademarks and designs. This allows for some harmonisation of case
law at first instance level.??

In theory, upon a showing of intent, infringement amounts to an offence,ml allowing a case

to be brought before the criminal courts.ml The same is true with registered trademarks,
registered designs and authors' rights.

The administrative route before the INPI is open for cancellation actions against French
designs or French trademarks regarding statutorily listed grounds. Other grounds of nullity
are still the exclusive jurisdiction of judicial courts.

The INPI is also in charge of opposition proceedings by third parties against French patents
examined and granted by the INPI.

Patent holders may voluntarily amend the scope of the claims of their title, notably
post—grant.lzs] The amended patent retroactively becomes the only patent that ever existed.
The application for amendment has to be filed with the INPI. The INPI decides on the grant
of the amendment within a few months.?®!

When civil proceedings on the merits regarding the validity and possible infringement of a
patent as granted are pending, the initiation of an amendment procedure at the INPI does
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not automatically trigger a stay of the civil proceedings. The Court of Appeal of Parism] has

made clear that amendment applications before the INPI are available both for national
. . [28]

French patents and for European patents designating France.

Actions for nullification of a decision of the INPI remain the exclusive jurisdiction of the
Court of Appeal of Paris.

ii Requirements for jurisdiction and venue

For patent matters, exclusive jurisdiction is vested in the Judicial Court of Paris. Civil actions
over patents include infringement actions, nullification actions and declaratory suits for
non-infringement.

To sue for infringement, a patent holder must notably evidence that it has title and
ownership and that the patent is enforceable by payment of maintenance fees. An exclusive
licensee may also, upon authorisation by the patent holder, initiate a patent infringement
case. A non-exclusive licensee may join the procedure initiated by the patent holder to
recover damages for its own loss.”* To sue for patent nullification, a third party must
show that it has a personal interest in seeking patent nullification (e.g., being a competitor
on the French market needing freedom to operate).lso] To initiate a declaratory suit for
non-infringement, a party must show that it is using its invention industrially in the European
Union or that it is effectively and seriously preparing to do so.B1

iii Obtaining relevant evidence of infringement and discovery

Under French civil procedure, the burden of proof regarding the facts on which a claim is
based lies on the claimant.

Infringement may be proved by any evidentiary means. This includes bailiff reports, bailiff
purchases (i.e., purchases made by an independent party under the scrutiny of a bailiff
reporting under oath on the actual sale on the market) and documentary evidence.

There is no equivalent to US discovery in France, but as regards intellectual property
rights and trade secrets, French law provides for a specific means of obtaining evidence:
the infringement seizure. The infringement seizure is a highly effective evidence-gathering
mechanism whereby a patent holder, suspecting an infringement of its rights, applies ex
parte for an order of the presiding judge of the Paris Judicial Court authorising a bailiff, and
possibly an independent person knowledgeable in the art, to enter any premises where
the evidence of the infringement could be found (notably the premises of a competitor) to
seize the allegedly infringing product, or to describe, take pictures or videos of, and copy
any information as listed in the presiding judge's order.

This evidence-gathering procedure is performed under the liability of the patent holder.
Consequently, any abuse resulting in gaining access to information not directly related to
the seizure of sample products or the description of the allegedly infringing product or
process will be penalised: evidence gathered beyond the scope of the presiding judge's
order will be inadmissible and the patent holder might have to compensate the seized party
for any loss resulting from the abuse .

Where the infringement seizure takes place on the premises of a competitor, the latter
will often have any information seized put in sealed envelopes, to protect confidentiality.
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The confidentiality regime of evidence may then be agreed upon between the parties or
governed by a protective order from the court.

In addition, or as an alternative to the infringement seizure, it is possible[33] to have the
court order that an alleged infringer provide some information on the extent and origin of
the infringement. The Court of Cassation has had the opportunity to decide that such right
of information may be applied for and ordered before trial, while a case on the merits is
pending and before trial regarding infringement.[34]

iv Preliminary injunctions

Intellectual property rights holders may choose to seek a preliminary injunction in an
expedited prima facie case before seeking a finding of infringement on the merits.

In patent cases, the requirements for a grant of a preliminary injunction are that the patent
holder shows that the patent is granted, that it is enforceable at the time the preliminary
. . [35] . . . . s
injunction™ " is sought, and that there is a prima facie case of infringement or of clear
threat of infringement.[36] The defendant to the injunction may challenge the prima facie
nature of the infringement notably by evidencing a prima facie case of nullity of the patent.-
571 Preliminary injunctions are usually requested in summary proceedings (inter partes)
but may also be sought on an ex parte petition. The Court of Appeal of Paris, however,
decided that an injunction requested ex parte cannot be ordered unless specific factual
. . o : [38]
circumstances make it reasonable not to hear the defendant in inter partes proceedings.
Preliminary injunctions are decided within a few months and even within a few weeks where
urgency commands it.

v Trial decision-maker

In France, the third chamber of the Paris Judicial Court specialises in intellectual property
and has exclusive jurisdiction for patent cases. The third chamber is divided into three
sections of three judges. These judges do not have a technical background. There is no
jury system in French courts, and fact-finding is for the judges to carry out.

At trial, patent cases will usually be heard by the three judges belonging to the section to
which the case was assigned. If necessary, the court may, during the proceedings on the
merits, appoint an expert from the court list of experts to clarify specific issues in a report
filed before trial. This is, however, not often the case.

vi Structure of the trial

Since the procedure in civil cases in France is mainly conducted in writing, judges will read
the briefs filed by the parties to understand and decide a case. The trial is an opportunity
for lawyers to emphasise and synthesise the key issues of the case. Judges will usually
listen to the oral arguments of each party one at a time and ask few or no questions. Judges
rely heavily on documentary evidence and information gathered during the infringement
seizure. Witnesses are, in practice, never heard by French courts. Party-appointed experts'
affidavits are given relative weight, and experts are never examined or cross-examined.

French civil procedure does not set specific standards of proof in patent cases. Patents are
presumed valid. In patent nullification cases, the Court of Appeal of Parislsg] has indicated,
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as regards evidencing insufficient disclosure leading to nullity, that it 'must be established
beyond a reasonable doubt and that the doubt should benefit the patent holder'. This should
also be applicable to other grounds for judicial nullification of a patent.

vii Infringement

To correctly assess infringement, claims will first be construed. Claim construction is made
in light of the description and drawings.[‘w] In addition, the Court of Cassation has the
opportunity to decide that even if there exists no ‘file-wrapper estoppel' as such in France,
limitations made during prosecution of the disputed patent should nevertheless be taken
into account to assess the scope of the granted patent.[‘”]

French law lists acts that performance without the consent of the patent holder amounts

to infringement, including manufacturing, importing and selling the patented products or
[42] , . .

processes.” — An offer for sale, defined as any presentation of a product or its prototype,

that might result in potential or actual clients disregarding the patented invention, is also

an act of infringement.ml

Infringement may be found by literally reading the claims of the patent or by applying
the doctrine of equivalents. Indirect infringement also triggers the liability of the person
offering essential means for implementing the invention, even where the essential means
are consumable supplies.[44]

Claim construction and infringement (and nullity counterclaims) are all dealt with and
decided at the same time.

viii Defences

The most common defence to infringement is the invalidity of the intellectual property right
at stake, often resulting in a counterclaim for nullification.

In patent cases, nullity is most often sought for lack of an inventive step and lack of novelty of
the patented subject matter. Lack of novelty requires a single piece of prior art determining
form and function of the invention and achieving the same result.[45] A demonstration for
lack of an inventive step allows for the combination of several relevant pieces of prior art
and the general knowledge of the person skilled in the art.[46] However, it should also
be demonstrated that the person skilled in the art charged with assessing the inventive
step over the prior art had good reason to combine the selected pieces of prior art.[47] In
assessing the inventive step, the Court of Appeal has followed the exact approach of the
EPO, from the selection of the most relevant prior art to the 'could or would' approach.-
fael Other grounds for nullity can serve as defences against infringement, notably undue
extension of the granted patent as compared with the application as filed or insufficient
disclosurt{a4<9)]f the invention even if French courts have traditionally been flexible in assessing
the latter.

Under French law, ownership is not a defence to infringement.lso]

Other common defences are the personal prior use right developed independently earlier
than the priority date of the disputed patent and patent rights exhaustion. As regards the
latter, it occurs where the patented product has been put on the market with the, possibly
implicit, consent of the patent holder.lsﬂ
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A defence specific to the pharma industry is the Bolar provision, construed broadly in
France, following which acts even outside France to gain regulatory approval for any
medicinal products are exempt from patent infringement.

ix Time to first-level decision

It usually takes roughly 24 months to decide a patent infringement and validity case on the
merits at first instance. Trademark and design cases might proceed more swiftly.

x Remedies

On the merits, intellectual property rights holders will mainly seek a permanent injunction[-

53] [54] . .
and compensatory damages.™ " There are no exemplary or punitive damages in France.

Courts focus on the right holder's economic loss to assess damages. Damages mainly
.. [55] . [56] .
amount to lost profits,” " corresponding to lost royalty,”  or the gross margin of the patent
holder on the infringing turnover. Alternatively, account of profits is available and has been
awarded by a French court where it allows greater compensation than lost margin or lost
[57]
royalty.

When given sufficient supporting evidence regarding costs, courts order that attorneys'
fees be fully borne by the defeated party.lss]

Other available measures include a recall from the channels of commerce or the
destruction of the infringing products as well as the publishing of the decision in full or
in part.

xi Appellate review

The Fifth Chamber of the Court of Appeal of Paris has two sections that specialise in patent
cases. Each section has three judges. These judges do not have a technical background.

Appellate review in France is de novo on both facts and law. New evidence may
consequently be added at the appellate level but not new legal claims. Appeal decisions
are usually rendered within 24 months.

xii Alternatives to litigation

Alternative dispute resolution is available to reach an outcome in patent litigations. Ad
hoc mediation allows for reaching a settlement. In addition, French patent law now clearly
states that the exclusive jurisdiction of the Paris Judicial Court 'does not preclude the use
of arbitration”.® This was in practice already the case as regards patents, but the statutory
change clarifies the situation.

Outlook and conclusions

Regarding trademarks, on 10 January 2024, the French Supreme Court asked the Court
of Justice of the European Union (CJEU) questions regarding bad faith registration of
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trademarks. In so far as bad faith constitutes an autonomous concept of Union law subject
to a uniform interpretation, the CJEU is notably asked to clarify whether the filing of a
purely functional trademark contrary to Article 7(1)(e)(ii) of Regulation 207/2009 may per
se amount to bad faith registration under Article 52(1) of the same Regulation.

Regarding patents, the European Union is pushing forward its draft regulation on standard
essential patents (SEP) and amending Regulation (EU)2017/1001, notably articulating
competition law and intellectual property law by promoting FRAND (fair, reasonable and
non-discriminatory) licences to encourage both SEP holders and implementers to innovate
in the EU. The draft regulation for creating a unitary supplementary certificate for medicinal
products which would nicely complete the newly established unitary patent in Europe is
also being debated. Both these drafts will be discussed at the European Parliament in
2024.

Regarding trademarks, on 10 January 2024, the French Supreme Court asked the Court
of Justice of the European Union (CJEU) questions regarding bad faith registration of
trademarks. In so far as bad faith constitutes an autonomous concept of Union law subject
to a uniform interpretation, the CJEU is notably asked to clarify whether the filing of a
purely functional trademark contrary to Article 7(1)(e)(ii) of Regulation 207/2009 may per
se amount to bad faith registration under Article 52(1) of the same Regulation.

Regarding patents, the European Union is pushing forward its draft regulation on standard
essential patents (SEP) and amending Regulation (EU)2017/1001, notably articulating
competition law and intellectual property law by promoting FRAND (fair, reasonable and
non-discriminatory) licences to encourage both SEP holders and implementers to innovate
in the EU. The draft regulation for creating a unitary supplementary certificate for medicinal
products which would nicely complete the newly established unitary patent in Europe is
also being debated. Both these drafts will be discussed at the European Parliament in
2024.
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2 Other ratified conventions are, regarding designs, the Hague Convention of 6
November 1925; and regarding the filing of microorganisms, the Budapest Treaty of
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3 Agreement dated 17 October 2000 on the application of Article 65 of the Convention
on the Grant of European Patents. ~ Back to section
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6 According to the statistics made available by the French patent and trademark office
(National Institute of Industrial Property (INPI)), the EPO and the World Intellectual
Property Organization (WIPO), 12,622 national French patents were applied for in
2022. During the same period, French entities applied for 10,900 European patents
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applications filed under the PCT, 7,764 were filed by French entities. ~ Back to section
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of the Council of 6 November 2001 as amended by Directive 2004/27/EC of the
European Parliament and of the Council of 31 March 2004. For medicinal products
authorised by the French health authorities with application for authorisation submitted
after 30 October 2005, Article 10.1 of Directive 2001/83/EC as amended by Directive
2004/27/EC and as implemented into French law grants the holder of the marketing
authorisation of the reference medicinal product at least eight years of data exclusivity,
protection over the results of the holder's preclinical tests and clinical trials from the
initial authorisation of the reference medicinal product, which means that the applicant
for a marketing authorisation of a generic product cannot rely on them until that period
has elapsed. The same article provides for a 10-year period of market exclusivity
protection during which the generic product cannot be launched onto the market. The
market exclusivity period can be extended to a maximum of 11 years under specific
requirements. ~ Back to section
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12 Court of Cassation, 22 March 2023, Case No. 21-21.467,E. Remy Martin & Co v.
Bacchus Bollée. ~ Back to section

13 Law No. 85-660 of 3 July 1985 codified in the CPI allows the application of authors'
rights protection to computer programs. ~ Back to section

14 As decided by the Court of Cassation: 'A process cannot be denied patentability on
the sole basis that one or more of its steps are performed by a computer controlled by
software.' Moreover, the Court held that 'excluding the patent field processes involving
the execution of a computer program would “exclude from the field of patentability most
important recent inventions™. Court of Appeal of Paris 15 June 1981, PIBD 1981. 285,
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state, which is a party to the proceedings, independently deciding its own behaviour
in the case; and (2) criminal courts generally do not award high levels of damages in
patent cases. ~ Back to section

24 A criminal and a civil case over the same facts may be brought in parallel but the
procedural interaction of the two might bring much complexity to a case; see Court of

Appeal of Paris, Division 5-1, 12 February 2014, No. 11/01882,Donerre v. BOS. ~ Back
to section

25 Voluntary limitation post-grant was introduced into French law by Act No. 2008-776 of
4 August 2008, which entered into force on 1 January 2009, and Decree 2008-1471 of
30 December 2008. ~ Back to section

26 Cumulating several voluntary limitations is allowed; see Court of Appeal of Paris,
Division 5-1, 12 February 2014, No. 12/16589,Anne Duquesnoy v. Hermes Sellier. ~

Back to section

27 Court of Appeal of Paris, Division 5-2, 21 October 2011,Ateliers LR Etanco SAS v. SFS
Intec Holding AG. ~ Back to section
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28 Stanislas Roux-Vaillard and Loic Lemercier, '"Amendment of patents in France: three
years on',Propriété Industrielle 2012, étude 2, p. 22; Emmanuel Py: 'Details on
the voluntary limitation procedure of the patent: the case of the European patent
designating France', Propriété Industrielle 2011, comm 70; Pierre Véron and Isabelle
Romet: 'Patents: strengthening by amendment — voluntary amendment of granted
French national patents is now possible’, IIC, 31 December 2009. ~ Back to section

29 See Article L615-2 CPI. ~ Back to section

30 Court of Appeal of Paris, Division 5-2, 17 February 2012, Case No. 11/09940,-
Omnipharm Limited v. SAS Merial. ~ Back to section

31 See Article L615-9 CPI. ~ Back to section

32 Court of Cassation, 26 June 2012, Case No. 11-18.971,Tordo Belgrano & FTl v. Inglese,
Metimexco and Morey Production. ~ Back to section

33 See Article L615-5-2 CPI. ~ Back to section
34 Court of Cassation, 13 December 2011, Case No. 10-28.088, . ~ Back to section
35 Article L615-3 CPI. ~ Back to section

36 The presiding judge may order that the claimant place a bond to compensate the
defendant for any undue negative consequence originating from the preliminary
injunction, if the court ultimately finds in favour of the defendant. ~ Back to section

37 In an SEP case where the parties were discussing the FRAND terms of a licence, the
presiding judge of the Paris Judicial Court rejected a preliminary injunction request
because it would have had disproportionate consequences on the business of the
defendant; see: order from the presiding judge of the Paris Judicial Court, 29 November
2013, Case No. 12/14922,Ericsson v. TCT Mobiles; see also: order from the presiding
judge of the Paris Judicial Court, 8 December 2011, Case No. 11/58301, Samsung V.
Apple. ~ Back to section

38 Court of Cassation, 16 September 2014, Case No. 13-10189,Sanofi v. Novartis. ~ Back
to section

39 Court of Appeal of Paris, 13 January 2012, Case No. 10/17727,SAS Sandoz v. Eli Lilly
& Company. ~ Back to section

40 Court of Cassation, 23 June 2015, Case No. 13-25082,Core Distribution Inc v.
Castorama. ~ Back to section

41 Court of Cassation, 23 November 2010, Institut Pasteur v. Chiron Healthcare; see also

Paris Judicial Court, 20 September 2011, Case No. 10/02548, SEPPIC v. IMCD. ~ Back
to section

Intellectual Property | France Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/france?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

42 Article L613-3 CPI. ~ Back to section

43 Court of Cassation, 5 July 2017, Case No. 15-20554,Bell Helicopter v. Airbus
Helicopters. ~ Back to section

44 Court of Cassation, 8 June 2017, Case No. 15-29378,SCA Tissue France v. Sipinco &
Global Hygiéne. ~ Back to section

45 Court of Cassation, 14 May 2013, Case No.11-27.686,Heidelberg Postpress v. Bobst. ~
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46 Court of Cassation, 11 January 2017, Case No. 15-17.134,Reckitt Benckiser Plc v.
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47 Court of Appeal of Paris, Division 5-2, 13 January 2012, Case No. 10/17727,SAS
Sandoz v. Eli Lilly & Company. ~ Back to section

48 ibid. ~ Back to section

49 Court of Cassation, 13 November 2013, Case No. 12-14.803,Paul Robert Industrie SAS
v. Hutchinson France, Paulstra. ~ Back to section

50 A dispute over ownership of a French patent gives rise to a specific action for claiming
back ownership (Article L611-8 CPI); lack of ownership of a European patent when
filed is ruled by Article 138, Paragraph 1(e) of the European Patent Convention, which
is applied by the Court of Cassation as being actionable only by 'the true owner of the
patent or his successor' and not any alleged infringer. ~ Back to section

51 In a preliminary ruling (order from the presiding judge of the Paris Judicial Court, 8
December 2011,Samsung v. Apple), the presiding judge of the Paris Judicial Court
found that owing to the circumstances of the case, an agreement in the mobile
technology sector, where parties to the agreement had specified that the document
should not be interpreted as a licence, was in fact a licence and had exhausted the
rights of the patent holder. ~ Back to section

52 Order from the presiding judge of the Paris Judicial Court, 15 December 2014, Case
No. 14/58023,Sanofi-Aventis Deutschland v. Lilly France. ~ Back to section

53 Court of Cassation, 12 May 2015, Case No. 14-13024,Mr Pelletier v. Accordiola France-
.~ Back to section

54 For example, for a €28 million award, Paris Judicial Court, 11 September 2020, Case

No. 17/10421,Eli Lilly & Company, Lilly France v. Fresenius Kabi France, Fresenius Kabi
Groupe France. ~ Back to section
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55 Courts have awarded damages for the 'springboard effect’, which are included in the
calculation of right holders' loss of profits. The springboard effect allows the court to
take into account part of the turnover made by the infringer after the infringing situation
stopped, on account of the market share unduly gained during the infringement. ~ Back
to section

56 Owing to the judicial context of the royalty determination, leaving the infringer with no
room for negotiation, French courts increase the contractual rate by a few points. ~
Back to section

57 Court of Appeal of Paris, 7 November 2012, Case No. 11/14297,Quest Technologies
Inc v. Sarl AHT Sud; Colmar Judicial Court, 20 September 2011, Case No. 10/02039,
Sté MBI v. Sté Gyra et Sté Prodis. ~ Back to section

58 See Article 700 of the French Code of Civil Procedure in light of Article 14 of Directive
2004/48/EC. For example, Court of Appeal of Paris, Division 5-2, 13 January 2012,
Case No. 10/17727,SAS Sandoz v. Eli Lilly & Company. ~ Back to section

59 Law No. 2011-525 of 17 May 2011, which includes Article 196, notably amending the
provisions of Article L615-17 CPI. ~ Back to section
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Introduction

In Greece, intellectual property legislation comprises copyright and related rights, and
industrial property.

Copyright and related rights are protected under Law No. 2121/1993 on copyright, related
rights and cultural matters (Copyright Law). The Copyright Law is, to a large extent,
influenced by the French legal doctrine of droit d'auteur and protects the author's both
moral and economic rights as two independent bundles of rights.

Moral rights relate to the personal connection of authors with their work and are the rights
of divulgation, paternity, integrity, access and withdrawal.

Economic rights are generally associated with the commercial exploitation of a certain
work of authorship and are the rights of recordal, reproduction, translation, adaptation,
distribution, rental, public performance, broadcasting and presentation of the work to the
public, and the import of copies. Public lending of works of authorship is allowed to all
kinds of libraries, in principle at a reasonable fee, which is payable by these libraries to the
collective management organisations of the beneficiaries.”?

Under the Copyright Law, moral rights cannot, in principle, be waived or transferred, but
they can be inherited. However, authors are generally entitled to assign (in effect transfer) or
license their economic rights in respect of a certain work of authorship. Authors reserve the
right to revoke such licence or transfer if their works remain exploited within a reasonable
amount of time, and are entitled to receive comprehensive information on the exploitation
of their works (transparency obligation) at least once a year.[3]

Basic examples of protected works are musical compositions, theatrical plays, artworks,
architectural works, photographs, works of applied arts, illustrations and audiovisual works,
as well as computer programs and databases.

Related rights are those deriving from or associated with performers, producers of
phonograms and audiovisual works, broadcasting organisations and publishers of printed
matter. The protection regime of the related rights is based on the concept of authorisation,
which is the exclusive and absolute right of rights holders to allow or prohibit certain acts
specified in the law in a restrictive manner. However, in certain circumstances, related rights
may constitute only a legal obligation for payment of an equitable remuneration to the rights
holder, in the sense that no authorisation needs to be sought. Law No. 4481/2017 sets out
the principles of collective management of copyright and related rights in Greece.

Industrial property matters in Greece are primarily governed by Law No. 4679/2020,
Law No. 1733/1987, Law No. 259/1997 and Law No. 146/1914, which set out the
legal prerequisites and protection eligibility criteria for the following registrable and
non-registrable items:

1. trademarks;

2. patents and utility models;

3. industrial designs; and

4. distinguishing elements such as company name, distinctive title, trade name, and
the external appearance or look and feel of a product, including its marks or other
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indicia (the 'product get-up"), which are mainly protected under unfair competition
law.

Greece has ratified the major international intellectual property conventions, including the
Berne Convention, the Rome Convention, the Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS), the World Intellectual Property Organization (WIPQO)
Copyright Treaty, the WIPO Performances and Phonograms Treaty, and the World IP
Geneva Convention.

In Greece, intellectual property legislation comprises copyright and related rights, and
industrial property.

Copyright and related rights are protected under Law No. 2121/1993 on copyright, related
rights and cultural matters (Copyright Law). The Copyright Law is, to a large extent,
influenced by the French legal doctrine of droit d'auteur and protects the author's both
moral and economic rights as two independent bundles of rights.

Moral rights relate to the personal connection of authors with their work and are the rights
of divulgation, paternity, integrity, access and withdrawal.

Economic rights are generally associated with the commercial exploitation of a certain
work of authorship and are the rights of recordal, reproduction, translation, adaptation,
distribution, rental, public performance, broadcasting and presentation of the work to the
public, and the import of copies. Public lending of works of authorship is allowed to all
kinds of libraries, in principle at a reasonable fee, which is payable by these libraries to the
collective management organisations of the beneficiaries.lz]

Under the Copyright Law, moral rights cannot, in principle, be waived or transferred, but
they can be inherited. However, authors are generally entitled to assign (in effect transfer) or
license their economic rights in respect of a certain work of authorship. Authors reserve the
right to revoke such licence or transfer if their works remain exploited within a reasonable
amount of time, and are entitled to receive comprehensive information on the exploitation
of their works (transparency obligation) at least once a year.ls]

Basic examples of protected works are musical compositions, theatrical plays, artworks,
architectural works, photographs, works of applied arts, illustrations and audiovisual works,
as well as computer programs and databases.

Related rights are those deriving from or associated with performers, producers of
phonograms and audiovisual works, broadcasting organisations and publishers of printed
matter. The protection regime of the related rights is based on the concept of authorisation,
which is the exclusive and absolute right of rights holders to allow or prohibit certain acts
specified in the law in a restrictive manner. However, in certain circumstances, related rights
may constitute only a legal obligation for payment of an equitable remuneration to the rights
holder, in the sense that no authorisation needs to be sought. Law No. 4481/2017 sets out
the principles of collective management of copyright and related rights in Greece.

Industrial property matters in Greece are primarily governed by Law No. 4679/2020,
Law No. 1733/1987, Law No. 259/1997 and Law No. 146/1914, which set out the
legal prerequisites and protection eligibility criteria for the following registrable and
non-registrable items:
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1. trademarks;
2. patents and utility models;
3. industrial designs; and

4. distinguishing elements such as company name, distinctive title, trade name, and
the external appearance or look and feel of a product, including its marks or other
indicia (the 'product get-up’), which are mainly protected under unfair competition
law.

Greece has ratified the major international intellectual property conventions, including the
Berne Convention, the Rome Convention, the Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS), the World Intellectual Property Organization (WIPQO)
Copyright Treaty, the WIPO Performances and Phonograms Treaty, and the World IP
Geneva Convention.

Year in review

i Copyright and related rights

In Greece, a work of authorship is protected by copyright upon its creation, without the
need for a filing or other registration formality. Despite the lack of registration or filing
requirements, the Hellenic Copyright Organisation (HCO) introduced a timestamp digital
service (available at www.timestamp.gr) in 2019, which enables authors to certify the date
of creation of their work. The copyrighted work is recorded on an online platform operated
by the HCO against payment of a symbolic monetary amount, which depends on the size
of the file uploaded.

Law No. 4761/2020 amended Law No. 4481/2017 on collective management of copyright
and related rights and multi-territorial licensing in musical works for online use in the
internal market and introduced provisions for the enhanced protection of copyright
and related rights over the internet. With this amendment, the scope of Law No.
4481/2017 has been extended and provisions have been introduced relating to copyright
collection societies and independent copyright management entities established abroad
and interested in operating in Greece. Article 66E of the Copyright Law was also amended
to expand the right to initiate an administrative notice and takedown procedure for
unlicensed online transmission of events that are covered by national or international
TV broadcasting if the online transmission takes place simultaneously with the event.
In addition, a collective management organisation is entitled to enter into a licensing
agreement, extendable to authors who have not authorised it to represent them, under
certain conditions.™!

Law 4996/2022, which transposed in the Greek legal order the European Parliament and
the Council-issued Directives (EU) 2019/790 on copyright in the digital single market and
2019/789 on copyright in online television and radio programmes, introduced several new
provisions, mainly relating to:

1.
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the application of the country of origin principle to ancillary online services of
broadcasting organisations to facilitate the clearance of rights;

2. the reasonable remuneration of authors in cases of reproduction for private use
when such is carried out with technical means, such as by computers, smartphones
and tablets;

3. exceptions to copyright protection principally relating to text and data mining for
the purposes of scientific research by research organisations or cultural heritage
institutions;

4. the conditions for the use of out-of-commerce works for cross-border uses by
cultural heritage institutions as well as the relevant publicity measures;

5. a negotiation mechanism for the purpose of making available audiovisual works on
video on demand services;

6. the author's appropriate remuneration in the case of retransmission of television and
radio programmes;

7. the right to remuneration equal to a percentage of the press publishers' annual
revenues in the case of press publications used online;

8. the use of protected content by online content-sharing service providers, and

9. other matters specifically mentioned in other sections of this chapter.

ii Trademarks

Law 4679/2020 transposed Directive (EU) 2015/2436[5] into Greek law and introduced
various changes compared to the previous regime, including:

1. the limitation of the scope of certain trademark rights for the purpose of safeguarding
and enhancing competition;

2. new competences of civil courts, which are now also competent to assess the
validity of a trademark (previously awarded to administrative courts);

3. the acquiescence limitation (now possible also in trademark invalidity actions); and

4. amendments in official fees.

The authority and responsibility for handling trademark applications and related processes
lies with the Hellenic Industrial Property Organisation (OBI), pursuant to Joint Ministerial
Decision No. 48793/2022.

ili Hellenic Industrial Property Academy

Law 4512/2018 and Presidential Decree No. 31/2019 introduced the establishment of
the Hellenic Industrial Property Academy, which aims to develop a national system of
education, training and accreditation for individuals wishing to earn the title of certified
patent attorney.

iv Trade secrets
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Law 4605/2019 transposed in Greek law Directive (EU) 2016/943 of the European
Parliament and of the Council of 8 June 2016 on the protection of undisclosed know-how
and business information (trade secrets) against their unlawful acquisition, use and
disclosure.

v Industrial designs

In September 2023, Law 5051/2023 was adopted, by virtue of which Greece ratified the
Geneva Act (1999) of the Hague Agreement Concerning the International Registration of
Industrial Designs (Geneva Act). The Geneva Act does not affect the protection accorded
to industrial designs by national Iegislationm but rather sets out the technicalities of the
submission of an international application for protection before WIPO. The competent
authority for the application of Law 5051/2023 and subsequently the Geneva Act is the
OBI.

Obtaining protection

i Protection of copyright

The Copyright Law protects works of authorship associated with any original literary
and artistic or scientific intellectual creation, expressed in any form. There is no specific
definition for originality in the Copyright Law. However, legal literature supports that the
originality of each work is understood as deriving from the personal contribution of the
author, and as a result possesses a certain degree of individuality that distinguishes it from
works of intellect of everyday life.

In the case of multiple authors, the Copyright Law distinguishes between works of
joint authorship and collective and composite works. The term 'work of joint authorship’
designates any work that is the result of the direct collaboration of two or more authors; the
term 'collective work' designates any work created through the independent contribution of
several authors acting under the intellectual direction and coordination of one person; and
the term ‘composite work' refers to a work that is composed of parts created separately.

On the duration of copyright, the general rule is that protection lasts for the life of the
author and continues thereafter for 70 more years. Specific duration rules might apply for
certain types of works, such as works of joint authorship, music compositions, anonymous
or pseudonymous works, and audiovisual works. Specifically for visual artwork, when its
term of protection has expired, anything resulting from its reproduction is exempted from
copyright or related rights protection, unless it satisfies by itself the originality criterion.”!

As regards copyright exploitation arrangements, the Copyright Law requires an agreement
in writing and generally prohibits an assignment or licensing for the totality of the author's
future works or undertakings (to the benefit of the assignee or licensee) that intend to
capture exploitation means that did not exist, or were unknown, at the time the agreement
was made.ls] To this end, a contract adjustment mechanism was recently also introduced,
according to which authors are entitled to additional remuneration when the initially agreed
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one turns out to be disproportionately low compared to all the subsequent relevant
. - [9]
revenues derived from the exploitation of the works.

The Copyright Law recognises a resale right (also known as droit de suite) by which authors
may claim royalties on their works resold by art market professionals.

The general rule for works of authorship created by employees is that the initial copyright
holder is the employee. Unless an agreement to the contrary exists, the author's economic
rights, which are necessary for fulfilling the purpose of the employment contract, are
automatically transferred to the employer.

Special types of copyright works (software and databases)

The Copyright Law provides ad hoc protection to software, as this is considered a literary
work. The ideas and principles on which the elements of a certain piece of software
are based are not protected. Software is considered an original work of authorship if it
constitutes a personal creation of its author. In cases where the software is created by an
employee in the course of execution of an employment contract or following the instructions
of his or her employer, the economic rights in the software are automatically transferred to
the employer unless otherwise agreed in writing. Recently, the Copyright Law was amended
to provide for explicit copyright protection of computer aid design files, provided that they
contain source code."

Databases, which, owing to the selection and arrangement of their contents, constitute
an author's intellectual creation, are also protected under the Copyright Law and are
considered sui generis rights.

ii Protection of industrial property

Trademarks

In Greece, trademarks are protected by Law 4679/2020 (the Trademark Law). The
Trademark Law recognises national, European and international trademarks as valid in
the Greek territory.

A national trademark registered with the Greek Trademark Registry is a sign, which might
be words, a person's name, design, letters, numbers, colours, shape or packaging of the
product, or sounds, provided that the sign can distinguish the products or services of an
undertaking from the products or services of another undertaking and can be represented
in the Trademark Registry in a manner that enables competent authorities and the public
to clearly and precisely identify the type of protection afforded to its proprietor.

The right to a trademark is acquired by registration following an application filed with the
Trademark Registry, which is part of the Ministry of Development and Investments, and the
payment of filing fees of €100 for one class applied for in the electronic application["] and
€20 for each additional class.

The examination and approval of a trademark application normally takes between two and
four months, following which a period of three months is allowed by law for the filing of
opposition by third parties.
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Provided that no oppositions are filed, the trademark is registered with the Trademark
Registry, following which its proprietor has the right to use it; to affix it to the respective
goods, their packaging and other material relevant to their sale and promotion; to
characterise the provided services; and to use it in electronic, audiovisual and social
media. Greece follows the Nice Agreement (as amended and in force) on classification for
goods and services, which groups products into 45 classes (Classes 1-34 include goods
and Classes 35-45 include services).hz] Collective and certification marks are explicitly
protected under the Trademark Law.

An important change implemented by the recently enacted Trademark Law, which aims
at simplifying and expediting the trademark filing process, is that the Trademark Registry
is no longer entitled to reject trademark applications in cases of the prior existence of
resembling trademarks. Instead, the trademark examiner notifies the owners of prior,
potentially affected trademarks about the application under examination so that they may
file an opposition. The trademark examiner may, however, reject a trademark application
on absolute grounds, such as for lack of distinctive character, descriptiveness, public order
and other grounds relating to fundamental rules set out in the Trademark Law.

Patents

Inventions are protected by Greek Law 1733/1987 on technology transfer, inventions and
technological innovation (Patent Law). A patent is granted by means of an administrative
procedure that is carried out before the OBI. The OBI grants an absolute and exclusive
right for holding and exploiting a certain patent to the inventor.

The legal prerequisites for granting patent protection are novelty, an inventive step and
susceptibility to industrial application.

An invention can relate to a product or a production method in the sense that it must provide
a solution to a technical problem. This solution must relate to either the production or the
improvement of a product or to the procedure for its production. An invention may also
relate to an industrial application.

Surgical and therapeutic methods for the human or animal body, plant varieties, animal
species and their biological production methods (except for microbiological methods and
products derived by use of these methods) are not patentable in Greece.

The process for filing a patent starts with the filing of an application with the OBI including:
1. the name (or trade name if a legal entity), nationality, residence or seat, and address
of the applicant;

2. a description of the invention and identification of one or more matters for which
patent protection is sought (claims); and

3. arequest for the granting of a patent.

Following the filing of a patent application, the OBI conducts an assessment of the fulfilment
of formalities and examines only if any substantial omissions exist, without conducting a
prior art search, meaning a search of the existing body of knowledge in the respective
technical field.
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The applicant must submit any missing drawings or other supporting documentation and
must correct any errors in the documents within four months of the filing date. Normally,
unless the application is rejected, the OBI grants a patent certificate in 12 to 15 months
from a filing.

The duration of a patent is 20 years following the date of the filing of the respective
application. Third parties with a legal interest are entitled to challenge the validity of a patent
before the court.

Patent applications consist of a filing fee of €50, a patent granting fee of €150 and an annual
fee of €20 payable after the third year onwards. The annual fee increases to €600 per year
for the 15th year of protection onwards and to €1,100 for the 20th year, which is the year
of expiry of the patent.

Applicants eligible for a patent can be the inventor or the legal beneficiary of the invention,
such as the employer in cases of inventions devised by employees.

The Patent Law distinguishes between service inventions and dependent inventions
created by employees. A service invention normally derives from the execution and in
the context of a contract for development of inventive activity entered into between the
employer and employee. A dependent invention is a non-service invention that is created
by an employee during their employment by using the employer's equipment, technical or
other means, or information.

As a general rule, an employee's invention becomes the property of the employee, unless it
qualifies as a service invention and becomes the property of the employer, or a dependent
invention, in which case it becomes the joint property of the employee by 60 per cent
and of the employer by 40 per cent. In the case of service inventions, an employee is
entitled to claim equitable remuneration (in addition to the salary earned) if the invention
is significantly beneficial for the employer.

Utility model certificates

A utility certificate is granted by the OBI with a view to protecting a utility model. This
particular certificate awards an intermediate stage of protection between a patent and a
design. A utility certificate is issued for any three-dimensional object with a defined shape
and form, such as a tool, an instrument, a device, a utensil or an accessory, that qualifies
as new, industrially applicable and capable of providing a solution to a technical problem.

According to settled case law, utility models should be new creations (i.e., beyond state
of the art) of the human mind, included in a tangible movable object, capable of giving a
solution to a technical problem, and proposed as novel and industrially applicable, in the
same manner as inventions. In a utility model, the inventive step is not required to be of
the same level as in the case of an invention, for which a patent is granted. In this respect,
inventions with a minimum or no inventive step that do not qualify as patents may qualify
for a utility certificate.

The validity period of a utility certificate is seven years from filing. If the application for a
utility model meets minimum requirements, the OBI issues a utility certificate within six
months of the date of the application. The OBI does not examine the fulfiiment of the legal
requirements of novelty and industrial implementation, which are the responsibility of the
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applicant. The application fee is €50, and a fee of €100 is payable for the award of the
certificate.

Industrial designs

Presidential Decree No. 259/1997!" applies to design applications, whether national or
international, claiming protection in Greece (Industrial Design Law).

The legal prerequisites for national protection of industrial designs are that a design should
be new and must have an individual character. In this respect, a design qualifies as new
if, by the time of the filing, no identical design has been made available to the public.
Identical designs are considered those that, if compared, have only insignificant diverse
characteristics. A design qualifies as having an individual character if the global impression
it gives to an informed user differs from the impression given to the user by another design
made available to the public before the date of the filing.

Protection of industrial designs relates to the outer appearance of a product. Features of the
appearance of a product that relate solely to its technical function are not design-protected.

The filing for an industrial design is made before the OBI. The application must contain
full contact details of the applicant (as in a patent), a description of the object or
objects to which the design is intended to be incorporated, a graphic or photographic
representation of the design, and an appointment of a service process agent accompanied
by a declaration of submission to the jurisdiction of the Greek courts if the applicant does
not reside in Greece. This is also necessary for patents and utility models.

A registered design is valid for five years from filing, renewable for consecutive five-year
terms, up to a maximum of 25 years. According to the Greek Design Law, a registered
design can additionally qualify for protection under the Copyright Law if the legal
prerequisites of this Law are also fulfilled.

Within four to six months of the application, the OBI issues a design registration certificate
without examining the substantial elements of the application. The applicant is entitled to
file for the registration of up to 50 designs of the same category. The application fee is €130
for the first design, increasing by €20 for each additional design applied for.

EU designs qualify for protection in Greece as either unregistered or registered designs,
provided that they are made available to the public under the respective conditions set out
in Regulation (EC) No. 6/2002.

All industrial property applications can be submitted to the OBI by electronic means.
Other registered rights

U 5]

Under Greek law, plant varieties I and semiconductor topographies[1 can also be
registered, although protection of these items is rarely sought in the Greek market.

Enforcement of rights
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The holder of an intellectual property right is entitled to launch civil, criminal or
administrative measures against an infringer. This section focuses on protection sought
in the context of civil proceedings, which are more widely used in practice. Directive
2004/48/EC[16] on the enforcement of intellectual property rights has been implemented
in Greece through various legislative acts.

The holder of an intellectual property right is entitled to launch civil, criminal or
administrative measures against an infringer. This section focuses on protection sought
in the context of civil proceedings, which are more widely used in practice. Directive
2004/48/EC[16] on the enforcement of intellectual property rights has been implemented
in Greece through various legislative acts.

i Copyright

The Copyright Law sets out various provisional and ordinary enforcement measures and
sanctions available in cases of copyright and related rights infringement. Any disputes
concerning the transparency obligation as well as any claims for additional remuneration
may be submitted to mediation, if the parties agree, while any contractual provision that
excludes mediation is invalid, the invalidity of which can only be invoked by the author.[m

Injunctive relief

Injunctive measures are available in cases of urgency or to prevent an imminent risk.[".
'Where there is a probable infringement, a rights holder is entitled to file a petition for
injunctive measures before the competent single member first instance court, requesting
a cease-and-desist order against the infringing actions.

Part of this process would normally be a provisional court order for cessation of the
infringement and abstention in the future, a seizure of the allegedly infringing goods and,
under certain circumstances, a seizure of the assets of the infringer. An important aspect of
these proceedings is that injunctive measures can be taken in the absence of the infringing
party (ex parte proceedings) if the plaintiff can invoke and substantiate irreparable harm.

Interim measures proceedings do not result in a ruling on the merits of the dispute, and
a deadline not exceeding 60 dayshg] is set for the plaintiff to file a lawsuit in the context
of ordinary proceedings. If this is not filed, any provisional measures granted will cease to

apply.

Ordinary proceedings: process

A beneficiary may seek judicial protection by means of ordinary civil proceedings. Following
the filing of a lawsuit, the parties must submit their pleadings and counterarguments
(rebuttals) within approximately three to four months (specific deadlines apply) and a
hearing is scheduled after 45 days, which can be extended owing to court workload.
Normally, litigants or their attorneys are not obliged to physically attend the hearing
because all arguments are submitted to the court in writing. A first instance judgment is
normally expected to be issued within eight to 12 months of the hearing.

Ordinary proceedings: claims
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By a lawsuit filed in the context of ordinary proceedings, the plaintiff normally requests the
recognition of his other rights, the cessation of the infringement and abstention in the future.
A claim would normally include the removal of the infringing goods from the market or their
destruction. The plaintiff is entitled to indemnification for monetary and moral damages, the
award of which generally requires the occurrence of an unlawful act, culpable behaviour
by the infringer, damage, and a causal link between the damage and the infringing act.

For an act to qualify as unlawful it must have interfered with the inherent moral or economic
powers of the author or rights holder and must have taken place without the author's
permission. A violation of the Copyright Law qualifies as an unlawful act. Culpability is
. . . . ) . [20]
required only if the aggrieved party intends to file and support a claim for damages.

In view of the difficulty in quantifying the damages associated with these disputes, the
Copyright Law provides that the indemnification amount cannot be less than twice the
remuneration normally or lawfully payable in the context of the commercial exploitation of
the infringed right.

Alternatively to the above indemnification, the plaintiff may claim the amount by which the
defendant became richer, or the profit made by the defendant, as a result of their infringing
behaviour.

Infringements of copyright and related rights might also entail criminal charges or the
imposition of administrative sanctions and fines.

ii Trademarks

The enforcement of rights in cases of trademark infringement are similar to copyright
enforcement as both are governed by the respective provisions of Directive 2004/48/EC
(transposed in Greek law by the Trademark Law).

Injunctive relief

A trademark owner is entitled to request the cease and desist of the infringing action by
means of a provisional court order. The court may order the provisional (precautionary)
seizure of the infringing goods and, where appropriate, of the materials used for the
production or distribution of the goods.

Injunctive measures can be taken in the absence of the infringing party if the plaintiff can
invoke and substantiate irreparable harm. In this case, however, the defendant must be
notified of the injunctive order within three working days of its execution; otherwise, any
enforcement of the respective court order will be null and void.

Ordinary proceedings

A trademark owner may also request a court order for cease and desist of the infringing
behaviour without having to demonstrate damage or the culpability of the defendant. If the
infringing behaviour is culpable (negligence or wilful misconduct), the plaintiff may also
claim compensation for pecuniary and moral damages.
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Disputes for trademark infringement are heard before the single member court of first
instance regardless of the amount subject to dispute, unless concurrent with other claims,
such as unfair competition practice, in which case a multi-member court is competent to
hear the dispute.

Proceedings may be suspended if an application for revocation or invalidity of the allegedly
infringed trademark has been filed with the National Trademark Office, provided that the
application precedes the service of the lawsuit.

The recently enacted Law No. 4679/2020 has introduced innovative defences that can be
raised by a defendant in the case of a trademark infringement, such as an objection on
non-usage of the trademark by the plaintiff if the infringed trademark remained unused for
five years before the filing of the lawsuit and a counterclaim by the defendant seeking the
revocation or invalidity of the allegedly infringed trademark.

iii Patents and designs

A patent holder enjoys similar protection to the owner of intellectual property rights
(i.e., the entitlement to injunctive measures and ordinary proceedings requesting a
cease-and-desist order, restitution of the damage suffered by the plaintiff or restitution of
the benefits unlawfully obtained by the patent infringer). The same rights are awarded to
any exclusive licensee of the patent, as well as a patent applicant where the patent is still
pending. In the latter case, the court may suspend the hearing until the patent is granted.

Instead of the destruction of the infringing goods, a court may, following a request by the
plaintiff, order that the goods are handed over to the plaintiff for compensatory purposes.

The same rights and defences are awarded for the enforcement of design rights.m] A

defendant in a design infringement dispute may counterclaim invalidity of the design owing
to lack of novelty or lack of individual character if an existing design that is identical or does
not cause a different overall impression to the one allegedly infringed has been previously
disclosed to the public.

iv Competent courts' specialisation and appeals

Intellectual property disputes (ordinary proceedings) are heard before specialised sections
of the first instance courts of Athens, Piraeus and Thessaloniki.

Judgments on intellectual property disputes are subject to an appeal, which must be filed
within 30 days of the date of service to the litigants of the firstinstance court judgment. This
does not apply for litigants residing outside Greece, for which the deadline is extended to
60 days.

Outlook and conclusions

In the field of copyright protection, new provisions have been introduced recently (in
November 2022) with the enactment of Law 4996/2022, but these changes have not yet
been tested in legal practice and, more importantly, before courts. The effectiveness of
these provisions and whether they will indeed improve protection of the related rights and
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their holders, as well as their impact on the stakeholders of the concerned industries,
remains to be seen.

On trademark protection, Greek courts now implement the provisions of the recently
enacted Law No. 4679/2020. It remains to be seen how trademark protection will evolve in
the local market and whether trademark disputes will be resolved in a more efficient and
expedient manner.

In the field of copyright protection, new provisions have been introduced recently (in
November 2022) with the enactment of Law 4996/2022, but these changes have not yet
been tested in legal practice and, more importantly, before courts. The effectiveness of
these provisions and whether they will indeed improve protection of the related rights and
their holders, as well as their impact on the stakeholders of the concerned industries,
remains to be seen.

On trademark protection, Greek courts now implement the provisions of the recently
enacted Law No. 4679/2020. It remains to be seen how trademark protection will evolve in
the local market and whether trademark disputes will be resolved in a more efficient and
expedient manner.
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Introduction

India has substantive legislation covering all major forms of intellectual property (IP),
including patents, copyright, designs, trademarks, plant varieties, geographical indications
and semiconductors. As a World Trade Organization member since 1995,[2] these
legislations, by and large, comply with the commitments under the Agreement on
Trade-Related Aspects of Intellectual Property Rights (TRIPS), with India being a
contracting party to TRIPS.

An overview of the legal framework for protection of some major forms of intellectual
properties in India is as follows:

India has substantive legislation covering all major forms of intellectual property (IP),
including patents, copyright, designs, trademarks, plant varieties, geographical indications
and semiconductors. As a World Trade Organization member since 1995,[2] these
legislations, by and large, comply with the commitments under the Agreement on
Trade-Related Aspects of Intellectual Property Rights (TRIPS), with India being a
contracting party to TRIPS.

An overview of the legal framework for protection of some major forms of intellectual
properties in India is as follows:

i Patents

Registration and protection of patents is governed by the Patents Act, 1970,[3] and the
accompanying rules. The law conforms to the universally applicable triple test for grant
of patents. That is, that (1) a new product or process, (2) that involves an inventive step,
and (3) is capable of industrial application, is entitled to be protected as a patent.ls] The
patent term is 20 years from the date of filing, and cannot be further renewed.

ii Trademarks

Registration and protection of trademarks in India is governed by the Trade Marks Act 1999
(TMA), which defines a trademark as a mark that can be represented graphically and is
‘capable of distinguishing the goods and services of one person from those of others'.-
LN mark, under the TMA, is defined as including a device, brand, label, ticket, name,
signature, word, letter, numeral, shape of goods, packaging, combination of colours or
any combination thereof.®”! As per the TMA, a registered owner or proprietor is entitled
to the exclusive right to use the mark in connection with goods and services in respect
of which it is registered.lg] The TMA also recognises trademarks that owe their existence
not to statutory recognition but to common law, by virtue of use, and provides protection
to unregistered trademarks against the common law tort of passing off 1" Registration of
a trademark is valid for 10 years and may be indefinitely renewed upon payment of the
requisite fee

iii Copyright
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Registration and protection of copyright in India is governed under the Copyright Act, 1957.
Under the Copyright Act, a copyright subsists in original literary, dramatic, musical and
artistic works, cinematograph films and sound recordings.[m It confers an exclusive right
upon the owner of the copyright to, inter alia, reproduce a work in any material form and
communicate such work to the public.m] The author of the work shall be the first owner of
the copyright, subject to certain conditions. The Copyright Act also recognises and protects
performers' rights,m] authors' special rights"sl and broadcast reproduction rights.ml

Copyright registration is not mandatory in India and a copyright holder can even bring an
infringement action without securing a registration. However, a registration serves as prima
facie evidence of validity of the title of the copyright owner.!"”!

Apart from civil remedies, the Copyright Act also provides for criminal remedies."®

iv Industrial designs

Registration and protection of industrial designs in India is governed by the Designs Act,
2000 and the accompanying rules. The Designs Act only protects the features of shape,
configuration, pattern, ornament, composition of lines or colours, which are applied to any
article, whether in 2D or 3D or both forms, by any industrial process, and which are capable
of being judged solely by the eye.“g] Additionally, an article that is sought to be protected
under the Designs Act must be new or original and should also not be disclosed to the
L - C o 20]
public prior to the date of filing the application.

The duration of a design registration is 10 years, extendible by a further five years if a
. . . . [21]
request is made prior to the expiry of the first 10-year term.

v Geographical indications

The Geographical Indication of Goods (Registration and Protection) Act, 1999 (GI Act)
governs the registration and protection of geographical indications in India.

A geographical indication (GI) registration is valid for a period of 10 years and may be
renewed from time to time.lzz] The registration of an authorised user of a Gl (a person
registered to use the Gl in relation to the goods in respect of which it has been registered,
pursuant to qualification of strict criteria) may also be renewed from time to time.[23]

vi Plant varieties and farmers' rights

Among the various substantive enactments promulgated in the wake of India's
commitments to TRIPS is the Protection of Plant Varieties and Farmers' Rights Act, 2001
(PV Act).

By virtue of the PV Act, India adopted a sui generis system for protection of plant varieties.

The PV Act seeks to protect rights of farmers and plant breeders over any new variety of a

plant that has been cultivated by such farmer or breeder,[24] and grants protection to novel
- N . [25

varieties of plants that are distinctive, uniform and stable.

The total term of protection available for a plant variety is 18 years in the case of a variety
of trees and vines and 15 years in the case of extant and other varieties.lze]
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vii Semiconductor integrated circuit layouts

The registration and protection of the layout designs of semiconductor integrated circuits
in India is governed by the Semiconductor Integrated Circuits Layout-Design Act, 2000 (IC
Act). The IC Act provides for registration of layout-designs, and defines a layout-design as
a layout of transistors and other circuitry elements, including lead wires connecting such
elements and expressed in any manner in a semiconductor integrated circuit.” The IC
Act prohibits registration of layout-designs that are not original, inherently distinctive and
inherently capable of being distinguished from any other registered layout-design, and that
have been commercially exploited in India or in any other convention country.lzs]

The registration of a layout-design is valid only for a period of 10 years from the date of
filing of the application or the date of first commercial exploitation anywhere in the country,
whichever is earlier.lzg] Registrations of layout designs cannot be renewed.

viii Trade secrets

India does not have a codified law for protection of trade secrets. That said, trade secrets
can be sought to be protected in India through contract law, copyright law, principles of
equity, and — at times — through common law remedies such as breach of confidence
or trust. India's Information Technology Act, 2000 also provides certain limited protection
in this regard, albeit limited only to electronic records.ml Although a person can be
contractually bound to not disclose information that is revealed to them in confidence,
there are a few possible recourses available to trade secret owners in cases where such
information is revealed, such as:

1. aninjunction preventing a licensee, employee, vendor or other party from disclosing
a trade secret;
2. the return of all confidential and proprietary information; and

3. compensation for any losses suffered due to the disclosure of trade secrets.

Year in review

i Legislative develoments

Jan Vishwas Amendments to IP laws

The central government ushered in amendments to various central legislations through the
Jan Vishwas (Amendment of Provisions) Act, 2023 (the Amendment Act), which included
the copyright patents, trademarks and Gl statutes. These amendments were brought in as
part of the initiative to decriminalise and rationalise offences under several statutes with a
view to boost ease of living and ease of doing business. The Amendment Act removes from
the Copyright Act, the provision which penalised persons, with imprisonment, for making
false statements to deceive or influence any authority or officer. The Amendment Act also
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touches upon the Patents Act by, most notably, diluting a patentee's obligation of providing
a statement as to the extent to which the patent has been commercially exploited or worked
in India, by reducing the penalty for non-filing or refusal to file such a 'working statement'
in respect of the patent from 1 million to 100,000 rupees. Further, the Amendment Act
also reduces the penalty, existing under the TMA, for falsely representing a trademark
as registered by replacing the provision of imprisonment and discretionary fine for such
false representation with either a statutory fine of 500,000 rupees or 0.5 per cent of the
defaulting person's business, whichever is lesser. These amendments have, at present,
been only passed in both the Houses of the Parliament and are yet to be notified by the
central government in the Official Gazette.

Amendments to the Cinematograph Act, 1952

Amendments were brought in to the Cinematograph Act, 1952, in 2023, for the first
time in over 40 years of its history. Hitherto, the Cinematograph Act only pertained to
certification and censorship of films by providing for constitution of a Central Board of Film
Certification (CBFC) and regulating its functioning. The amendments expand its scope
by introducing stringent anti-piracy provisions. The Act now imposes strict penalties on
individuals involved in unauthorised recording or exhibition of a film by making both the
acts punishable with imprisonment of up to three years and a fine of up to 5 per cent of the
audited production cost of the subject film. Other notable changes include the introduction
of a new age-based sub-categorisation under the 'UA' category of film certification, allowing
CBFC to now classify films as 'UA 7+, 'UA 13+ and 'UA 16+

ii Case law developments

Intex Technologies v. Telefonaktiebolaget LM Ericsson[31] and Nokia Technologies OY v.

Guangdong Oppo Mobile Telecommunications Corp Ltd & Ors 32

The year 2023 witnessed the Delhi High Court coming down heavily on unwilling
implementers seeking to avoid paying royalties to patent holders for implementing and
utilising standard essential patents (SEPs) through two crucial judgments, both rendered
by two-judge benches of the court. The courts, in both the decisions, categorically
observed that fair, reasonable and non-discriminatory (FRAND) requirements impose
mutual reciprocal obligations on both SEP holders as well as implementers, and that
where the licensing offer made by the SEP holder was FRAND-compliant, the implementer
is mandatorily required to either accept the offer made by the SEP holder, or make
a counteroffer with security payment, pending resolution of the dispute, to protect the
interests of the SEP holder. The implementer cannot, in such a scenario, stay silent or
chose to not take any action and it cannot continue selling its devices using the SEPs.
Notably, in both the decisions, the courts held that even at an interim stage, in case
infringement is prima facie made out, the SEP owner would be entitled to either an
injunction against the unwilling implementer or an ad hoc royalty from the implementer.
The courts observed that, keeping in mind the realities of the Indian juridical system, where
the timelines for the conclusion of a fully fledged trial are unpredictable, courts cannot be
precluded from granting injunctive reliefs at the interim stage if the infringer's conduct is
deemed by a court to be of an 'unwilling licensee'. The significance of these judgments
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is underscored by the increasing importance and magnitude of the Indian smartphone
and electronics market, owing to which, the potential royalties attributable to the Indian
market constitute a sizeable portion of a given smartphone company's global revenue and
business.

DRS Logistics v. Google India Pvt Ltd & ors'®

In another significant judgment rendered by a two-judge bench of the Delhi High Court
in 2023, it was held that use of registered trademarks as key words or ‘ad-words' for the
purpose of triggering or displaying advertisements on the results page of a search engine
would constitute ‘use' as a trademark. The court also ruled that such 'use’ would constitute
infringement if it could be shown that the use was likely to cause confusion or deception
among the public. Pertinently, the court observed, in the facts of the case, that because
Google's role in promoting and suggesting use of trademarks as keywords through its
AdWords Program is anything but passive, such use would entail liability, not only of the
advertiser who uses the registered trademark of another, but also of Google for actively
facilitating and enabling such infringement. Notably, however, the bench also held that,
unless it is established by the registered trademark owner that unauthorised use of its
trademarks as keywords has resulted in confusion, no liability for infringement would arise.

Centre Consortium LLC v. Krunal Harjibhai sardhara®”

In a landmark judgment upholding the maintainability of a cancellation petition as regards
jurisdiction, the Delhi High Court has held that the original petitions for cancellation of
registered trademarks can be entertained before any High Court, notwithstanding if it has
jurisdiction over the office of the Trade Marks Registry where the concerned application
for registration was filed. The court ruled that the only requirement to be satisfied to justify
the maintainability of such a petition would be to show that the ‘dynamic' or exclusionary
effect of the registrations is felt within the jurisdiction of the forum High Court. The judgment
holds significant value because it provides clarity on the issues concerning the situs of
these petitions, which had become uncertain owing to 2021 legislative overhaul which
discontinued the tribunal previously endowed with the jurisdiction to hear such matters,
and transferring the jurisdiction back to High Courts. Recently, however, due to a contrary
decision having been rendered by a coordinate bench of the Delhi High Court in a similar
matter, this issue has been referred for adjudication to a larger bench of the Delhi High
Court.

Microsoft Technologies v. The Assistant Controller of Patents and Designs[35]

The Delhi High Court ruled, in this case, that the statutory bar under the Indian Patents Act
deeming 'mathematical or business method or a computer program per se or algorithms' to
be ineligible for patent protection could not preclude all computer-related inventions from
being granted patents, if it could be shown that the invention provides a significant technical
contribution or effect or has some other technical benefit in the relevant technological
domain. The Court held, in the facts of the case, that Microsoft's subject invention of using
two cookies for carrying out user authentication instead of one had sufficient technical
effect and satisfied the patentability requirement, thereby reversing the Patent Office's

Intellectual Property | India Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/india?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

order refusing the grant of patent. At the same time, the Court also observed that the
meaning and scope of the terms 'technical effect' and ‘contribution’, as appearing in the
guidelines issued by the Patent Office, was unclear. The Court called upon the Patent Office
to consider including illustrations and examples to offer better clarity to both courts as well
as patent examiners.

Indigrs\] Performing Rights Society Ltd v. Rajasthan Patrika and IPRS v. Music Broadcast
Ltd

In a watershed development towards safeguarding the rights of authors of original
underlying works, the Bombay High Court has held that the authors of underlying literary
and musical works are entitled to claim royalties in respect of their works where sound
recordings incorporating their underlying works are communicated to the public through
radio broadcast. The judgment marked a significant development because it accounts for
the first time that a court has diverted from a previous judgment rendered by the Supreme
Court back in 1997, where it was held that authors of underlying works forfeit all rights once
their works become a part of a cinematograph film, owing to Sections 17(b) and 17(c) of
the Copyright Act. While some legislative changes were brought about to the Copyright
Act back in 2012 to diffuse the damage done by the Supreme Court judgment and to
do right by the authors of underlying works, the radio broadcasters and other utilisers
of sound recordings resisted these changes by contending that because no amendment
was brought about in the substantive provision conferring rights on authors of the works,
no additional right could be sought to be claimed under the Copyright Act. The Bombay
High Court has, however, cleared the waters by conclusively holding that authors have
independent right to receive royalties for every utilisation of their works through broadcast
of the derivative work.

Scotch Whisky Association v. JK Enterprisesml

The Madhya Pradesh High Court (MPHC) rendered an important judgment in an appeal
against an order passed by the Indore District Court, holding that a registered proprietor
(RP) of a Gl could not maintain a Gl infringement suit in its own name till such time that an
authorised user (AU) (person authorised to append Gls to its products by the registered
owner of the GI, upon complying with statutory requirements under the GI Act) of such
Gl was also made a plaintiff. The suit was filed by Scotch Whisky Association (SWA), an
association comprising producers, distillers, blenders, exporters, etc., of scotch whisky,
native to Scotland, United Kingdom, for the global protection and promotion of the trade of
scotch whisky, before a district court in Indore. The SWA sought an injunction against an
entity which was manufacturing, marketing, and selling its whisky under the brand name
'‘London Pride'. The District Court ruled that the suit would be maintainable only if SWA
were to implead an AU of the Gl as well, based on the District Court's reading of Section
21 of the GI Act. The MPHC allowed SWA's appeal, carrying out a thorough examination
of the relevant provisions pertaining to Gls under TRIPS as well as under the Gl Act and
the Rules framed thereunder, and found the District Court's interpretation to be erroneous.
It held that, viewed from the perspective of the larger scheme of the Gl Act, an RP could
very well be considered an entity independent of an AU and that both the RP and AU had
equal rights to sue for infringement of a registered Gl.
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Obtaining protection

i Patents

[38 ]

The Patents Act follows the globally accepted triple test 1 of patentability: novelty,[39
. . [40] . . L [41] . . .
inventive step” " and industrial application™ . It also enumerates certain types of inventions
that shall not be considered patentable, including inventions that are, inter alia, frivolous,
contrary to public order or morality; that can cause serious prejudice to human, animal or
plant life; and that are mere discovery of a scientific principle, or mere discovery of new
[42]
form of known substance, process of treatment, etc., as not patentable.

Novelty is said to subsist in an invention if it has not been anticipated by publication
in any document or used in the country or elsewhere in the world before the date of
filing of a patent application. The inventive step requirement is fulfilled when either the
invention involves technical advances from the existing body of knowledge in the field, or
has economic significance, such that the invention is not obvious to a person skilled in the
art. Further, the invention must also be capable of being made or used in an industry.

ii Trademarks

As described in Section I, as per the TMA, a mark shall be capable of being represented
graphically, and capable of distinguishing the goods or services of one person from those
of others, to be eligible to claim protection as a trademark.

India follows the *first-to-use' principle for trademark registration rather than the ‘first-to-file’'
principle. Registration of a trademark is not necessary before use commences. However,
registration is essential to bring a claim for infringement. Use trumps registration, and a
user of a mark can amass rights in a mark by virtue of substantial and continuous use in
the country.

The term 'use’ for the purpose of instituting infringement claims does not mean that the
goods must actually be sold in the Indian market. Rather, use of a mark in business papers
or in advertising material,ml use by way of print and electronic media, and widespread
visibiIit;lg“c])f the mark through social media proliferation have been recognised as use by
courts.

An unregistered trademark can be protected through the common law remedy of passing
[45]
off.

In addition to trademarks simpliciter, the TMA also has special provisions governing
the registration process and possible actions for infringement of collective marks and
certification marks.[46]

iii Designs

As discussed in Section I, only the aesthetic features of an article are protectable under the
Designs Act, provided that the features are original and have not been previously disclosed
to the public anywhere in India or any other country by publication.[47] ‘Article’ has been
defined under the Designs Act to mean any article of manufacture and any substance,
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artificial or partly artificial or partly natural, and includes any part of an article capable of
. [48] . . . .

being made and sold separately. " A mere mechanical device or a functional design are

not protectable.

The Designs Act also categorically excludes trademarks that qualify for protection under
the TMA from being protected as industrial designs.[49]

iv Copyright

Copyright subsists in all original literary, dramatic, musical, artistic works, cinematograph
films and sound recordings, upon their creation or publication, and extends only to manner
of expression of the work and not to the underlying idea. As described earlier in Section I,
obtaining copyright registration is not a prerequisite for an infringement action as copyright
is, inherently, an incorporeal property. The Copyright Act also provides that no copyright
shall subsist in a work or article that is otherwise a subject matter of the Designs Act beyond
. . . [50]
50 copies of the said work being reproduced.

v Plant varieties

The PV Act provides for registration of new and extant varieties that conform to
distinctiveness, uniformity and stability criteria, as specified under the regulations under
the PV Act.

The PV Act provides specific criteria that must be met by a new plant variety, such as

novelty,lsﬂ distinctiveness,lsz] uniformity[53] and stability.[54] Broadly speaking, a new variety

shall be considered novel if, at the date of filing of the application, the variety has not been

in the public domain in India for more than one yeatr, or outside India, in the case of trees

or vines, earlier than six years, or in any other case, earlier than four years. The definition
. . . . [55]

of variety under the PV Act specifically excludes microorganisms.

vi Geographical indications

The GI Act marked the first legislation in India that extended statutory protection to Gls by
providing a mechanism for registration and protection of Gls.

Any association of persons or producers or any organisation or authority established by, or
under any law in force at that time, representing the interest of the producers of the goods
concerned who wish to register a Gl for those goods can apply for such a registration.

The GI Act classifies agricultural goods, natural goods and manufactured goods as
protectable. Further, only such indications that identify the goods as originating from, or
being manufactured in, the territory of the country or a region or locality in that territory,
where a given quality, reputation or other characteristic of such goods is essentially
attributable to its geographical origin, are protectable.lsa] The GI Act also mandates that
in the case of manufactured goods, one of the activities of the production or processing or
preparation of the goods concerned takes place in such territory, region or locality, as the

57
case may be.[ ]

Enforcement of rights
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i Possible venues for enforcement or revocation

The two venues for enforcement of IP rights in India are the registries and courts of law.
Filing and prosecuting applications, opposition actions, and cancellation and revocation
petitions are typically handled at the registries. Courts, on the other hand, deal with civil
suits seeking equitable reliefs against infringement by a known or unknown third party,
or suits relating to passing off of trademarks, along with appeals from decisions of the
registries. Cancellation actions under the relevant IP laws are also, pursuant to the abolition
of the Intellectual Property Appellate Board (IPAB), listed before the relevant high courts.

After the IPAB was abolished, existing matters filed at the IPAB have been transferred
to the country's high courts, which now makes them the appellate authority for orders
passed by various examiners and hearing officers at the registries. High courts also have
the jurisdiction to decide revocation and cancellation actions under, inter alia, the TMA, the
Patents Act, and the Gl Act.

The Delhi High Court led the way, in the wake of IPAB's abolition, to swiftly fill the void left
by IPAB by establishing a dedicated Intellectual Property Division (IPD), having its own set
of rules for administration of original as well as appellate IP matters, within a few months
of the disbandment of the IPAB. Till last year, the Delhi High Court remained the only high
court with an IPD. The Madras High Court, thereafter, initiated its IPD early last year, since
when, it has been functioning seamlessly, rendering various significant judgments in the
period with appreciable efficiency. The Calcutta High Court has also recently published its
draft IPD rules for stakeholder consultation, and it is expected that it will have a functional
IPD within this year.

ii Requirements for jurisdiction and venue

India follows a three-tier judiciary system, starting with district courts at the bottom, the
high courts at the appellate-intermediate level, and culminating with the Supreme Court at
the apex as the final appeals court. The pecuniary jurisdiction of district courts and high
courts varies from state to state. The district courts in Delhi are vested with a pecuniary
jurisdiction from 2 million rupees to 20 million rupees. The Delhi High Court, which is one of
the five high courts India that have original jurisdiction (the others being Bombay, Madras,
Calcutta and Himachal Pradesh), has jurisdiction to adjudicate matters that are valued over
20 million rupees.

While the general civil law requires suits to be filed at the place where the defendant resides
or carries on their business or personally works for gain, or at the place where the cause
of action in a suit has arisen,[‘r’s] the TMA and the Copyright Act provide an additional basis
that an infringement action can also be filed where the plaintiff actually and voluntarily
resides or carries on business or personally works for gain.lsg] The aspect of appropriate
forum for filing cancellation actions against trademark, design and patent registrations has
already been discussed in Section IV.ii.

iii Obtaining relevant evidence of infringement and discovery
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Appointment of local commissioners for seizure of infringing goods that are anticipated to
be in the possession of the defendant can be obtained by filing a motion for an Anton
Pillar order. Such orders are a particularly common feature of trademark and copyright
infringement matters where the plaintiff, while filing an application for grant of ex parte ad
interim injunctions, also files an application for appointment of a court commissioner. The
court commissioner so appointed then visits the defendant's premises, seizes the stock of
infringing products found at the premises and seals the same, thus forming a conclusive
piece of evidence of the defendant's infringing activities.

Parties can also, with the leave of the court, file a motion for discovery by way of
interrogatories in writing, calling upon the opposite side to disclose such documents and
information as the enquiring party deems fit. " parties can also seek production by the
other party or person of such documents in the possession of such party relating to any
. L . . . . [61]
matter in question in such suit, subject to conditions as are prescribed under the law.

iv Preliminary injunctions

Temporary and preliminary injunctions are a sine qua non of litigations involving IP. Courts
are, generally not averse to granting ad interim or ex parte ad interim injunctions on the
date of the first hearing itself, provided the plaintiff is able to satisfy the court that it has
a prima facie case, that the balance of convenience lies in its favour and that irreparable
harm would be caused to the plaintiff if the injunction is not granted. If the court is not
satisfied that these requirements are fulfilled, the court may issue notice to the defendant
and decide on granting preliminary injunction until the pendency of the suit after hearing
rival submissions from both parties.

v Trial decision-maker

The concept of juries is absent from Indian law, and all decisions, both procedural
and judicial, are taken by qualified judges who preside over the courts of law. If a suit
is pending before the district court and the matter proceeds to trial, the examination
and cross-examination of witnesses is carried out by the concerned judge. High courts,
however, have judicial officers, namely joint registrars, who conduct and preside over
the cross-examination of witnesses. Parties before Indian courts can also ask the court
to appoint a court commissioner before whom the parties can appear and record their
statements.

vi Infringement

Trademarks

As per Indian law, a trademark is infringed by a person who, not being a registered
proprietor, uses in the course of trade a mark that is identical or deceptively similar to the
registered mark in the scenarios as set out below:

1. inrelation to the same goods or services covered by the registered mark, where use
of the mark is likely to be taken as being used as a registered trademark;m]
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2. in relation to goods or services which are identical or similar to the goods covered
by the registered mark, and because of such similarity between the marks and
the goods or services, the use of the purportedly infringing mark is likely to cause
confusion on the part of the public or is likely to be associated with the registered
trademark;[63]

3. in relation to different goods or services, provided the registered mark has a
reputation in India;[64] and

4. in cases where the defendant uses an infringing mark as their trade name or part
of their trade name.[65]

Copyright

Copyrightin a work is infringed when any person does anything, the exclusive right of which
is conferred on the owner of copyright (i.e., reproduction of the work, adaption of a literary
work), or permits for profit any place to be used for communication of such Work.[“]

Designs

Design piracy occurs when any person applies, or causes to apply, or imports for the

purposes of sale, a design that is fraudulent or an obvious imitation of the registered
. 67

design.

Patents

While the Patents Act does not expressly state what constitutes infringement of a patent,
it provides for various rights conferred on a patent holder,[68] and violation of those rights
constitutes infringement.

vii Defences

Trademarks

The TMA saves, inter alia, the following manners of use of a mark from being construed
as infringement of a registered trademark:

1. use of a registered mark by another person for the purposes of identifying goods or
services as those of the proprietor provided such use is in accordance with honest
practices and does not take unfair advantage or is detrimental to the distinctive

l69]
character or repute of the trademark;

2. use of a registered mark by another person in a descriptive manner to indicate the
kind, quality, quantity, purpose, etc., characteristics of goods or services;ml

3. sale or dealing in goods bearing a registered trademark which have been lawfully
acquired, including parallel imports;m]
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use of a mark that is identical or nearly identical to the registered mark by another
; ; I72]
person who is the prior user of that mark;”~ and

5. bona fide use by a person of their own name or place of business.””®

Copyright Act

Certain acts do not constitute infringement, including:

1. fair dealing;

2. the reproduction of work for the purpose of judicial proceedings or for the purpose
of educational purposes;

3. reading or recitation in public of reasonable extracts from a published literary or
dramatic work;

4. communication to the public of sound recordings in the course of a bona fide
religious ceremony; and

5. reproduction for the purpose of research or private study.ml

Designs Act

In the case of designs, defences such as invalidity of designs on grounds of prior art or
lack of novelty are available.[75]

Patents

In a patent infringement suit, defences such as lack of novelty, obviousness or the patent
not being capable of industrial application are valid defences. India also specifically bars
the patentability of a new form of a known substance.

The courts have usually clamped down on a litigator in cases where they have suppressed
material facts. Common law defences such as laches and estoppel are also available.

viii Time to first-level decision

Specifying the time frame within which a first level decision might be rendered is difficult
because it depends on a number of variables, including strength of the rights asserted,
the nature of wrongdoing of the defendant, the conduct of the parties, and so on.
However, assuming the other side wishes to contest the matter and not suffer a decree
in the initial stages, and owing to the strict deadlines being imposed under the statute
governing commercial matters, the timeline for getting a first-level decision could range
from approximately 18 to 24 months.

iXx Remedies
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In India, IP holders may seek relief in the form of ex parte ad interim inunctions, interim
injunctions, permanent injunctions, damages and costs. In addition, courts are also vested
with the power to order preservation of infringing goods by ordering seizing of the infringing
goods or material.

x Damages and compensation

IP right holders, in cases of trademark, copyright and patent infringement suits, are entitled
to seek damages or an account of profits.m] Courts are also not averse to granting punitive
damages if it is apparent from the record that the conduct of the defendant has been
dishonest or in bad faith. Further, courts in India have increasingly granted full costs of
the suit in favour of the prevailing party, depending on factors such as the conduct of the
opposite side both before and during the proceedings, the potential damage caused to the
claimant by way of the alleged unauthorised activity, the mischief sought to be remedied
by way of the proceedings, and so on." That said, the element of discretion of the judge
while awarding costs or damages always remains a crucial factor.

xi Delivery up of infringing material

Infringing goods, particularly those that have been seized under an Anton Piller order, are
usually treated as evidence and, depending upon the decision of the suit, are liable to be
forfeited or destroyed. Plaintiffs usually ask for delivery of infringing goods and, in matters
in which disputes are settled outside court, it is usual for the plaintiff to seek the destruction
of the infringing goods as part of the standard settlement terms.

xii Appellate review

Hierarchy of courts

In India, a suit for infringement cannot be filed in a court lower than a district court. In states
having High Courts vested with original jurisdiction, litigants have the option of directly
approaching the High Court. Appeals from orders of the district court or High Court are now
adjudicated by the Division Bench of the High Court, comprising two judges. The decisions
in such appeals can be challenged up to the Supreme Court of India subject to grant of
special leave by the apex court.m]

Standards for appeal

Appellate courts of first instance can reappraise the evidence. However, an appellate court
cannot seek to reach a different conclusion if the conclusion reached by the lower court is
found to be reasonable, on the material facts. The appellate court would normally not be
justified in interfering with the exercise of discretion under appeal solely on the ground that
if it had considered the matter at the trial stage it would have come to a different conclusion.

Introduction of new evidence
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The Code of Civil Procedure, 1908 permits a party to file additional evidence at an appellate
stage in certain circumstances and subject to obtaining leave from the appellate court.

xiii Alternatives to litigation

Section 89 of the Code of Civil Procedure, 1908 stipulates that where there exist elements
of settlement between parties, the court shall formulate and even reformulate the terms of
settlement (where necessary) after receiving the observations of the parties and refer the
matter to arbitration, conciliation or mediation.

Mediation is the most common form of alternative dispute resolution mechanism resorted

to by the courts. The law has also now made it mandatory for the plaintiff to first explore

mediation before approaching courts by way of a suit, failing which the suit shall not be
- [79] .. - . . .

maintainable.” ™ This provision, however, is not applicable to suits that contemplate urgent
. .[80]

relief.

Outlook and conclusions

The year 2023 witnessed a lot of developments with regard to IP in India, at both the
legislative and jurisprudential levels. Various amendments were introduced to a number
of IP statutes in one go through the Jan Vishwas (Amendment) Act. Amendments, such
as the reduction of penalty for failure or refusal to file working statements of a patent,
have far-reaching ramifications. The reluctance of bigger companies to avoid filing working
statements to avoid triggering compulsory licensee provisions is well documented. Now
with such significantly reduced penalties, the companies have even less reason to comply
with the statutory provisions.

On a related note, the year also saw the second IP Division in India being established
and working at full steam at the Madras High Court. Further, with the Calcutta High Court
already having invited comments on its draft IPD rules, one can hope that soon the IPD
will be functional at Calcutta as well.

At a jurisprudential level, the SEP-related decisions rendered by the two-judge benches
of the Delhi High Court marked a significant step in establishing India as an SEP
enforcement-friendly jurisdiction. In fact, it is only after losing out to Nokia in India that Oppo
and Nokia have recently concluded a cross-licensing agreement, with Vivo also following
suit shortly thereafter. Thus, Indian courts seem to have assumed great significance in
the agendas of technology companies for charting future course of action in global patent
disputes. Additionally, the abolition of the IPAB, which led high courts to assume its powers,
has resulted in increased oversight over the functioning of registries and patent and
trademark examiners, whose orders are now being directly scrutinised by high court judges.
On more than one occasion, the judges of the Delhi High Court have come down heavily on
the Patent Office and the Trade Marks Registry for passing unreasoned or cryptic orders.
Hopefully, these orders will have a positive impact and will lead to better-reasoned orders
from the Patents Office and the Trade Marks Registry in the future.

The year 2023 witnessed a lot of developments with regard to IP in India, at both the
legislative and jurisprudential levels. Various amendments were introduced to a number
of IP statutes in one go through the Jan Vishwas (Amendment) Act. Amendments, such
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as the reduction of penalty for failure or refusal to file working statements of a patent,
have far-reaching ramifications. The reluctance of bigger companies to avoid filing working
statements to avoid triggering compulsory licensee provisions is well documented. Now
with such significantly reduced penalties, the companies have even less reason to comply
with the statutory provisions.

On a related note, the year also saw the second IP Division in India being established
and working at full steam at the Madras High Court. Further, with the Calcutta High Court
already having invited comments on its draft IPD rules, one can hope that soon the IPD
will be functional at Calcutta as well.

At a jurisprudential level, the SEP-related decisions rendered by the two-judge benches
of the Delhi High Court marked a significant step in establishing India as an SEP
enforcement-friendly jurisdiction. In fact, it is only after losing out to Nokia in India that Oppo
and Nokia have recently concluded a cross-licensing agreement, with Vivo also following
suit shortly thereafter. Thus, Indian courts seem to have assumed great significance in
the agendas of technology companies for charting future course of action in global patent
disputes. Additionally, the abolition of the IPAB, which led high courts to assume its powers,
has resulted in increased oversight over the functioning of registries and patent and
trademark examiners, whose orders are now being directly scrutinised by high court judges.
On more than one occasion, the judges of the Delhi High Court have come down heavily on
the Patent Office and the Trade Marks Registry for passing unreasoned or cryptic orders.
Hopefully, these orders will have a positive impact and will lead to better-reasoned orders
from the Patents Office and the Trade Marks Registry in the future.
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Introduction

Intellectual property protection and enforcement in Indonesia have existed since the era of
the Dutch colonial government, which enacted Auteurswet Stb No. 600 of 1912 (Copyright),
Ooctroi Wet No. 313 of 1910 (Patent), and Reglement Industriele Eigendom No. 545 of
1912 (Trademark). Even after the independence of Indonesia in 1945, these laws were
still relevant and remained in force until 1961, when the government of the Republic of
Indonesia enacted Law No. 21 of 1961 on Marks, Law No. 6 of 1982 on Copyrights and Law
No. 6 of 1989 on Patents. As time went by, Indonesia further ratified various international
agreements concerning intellectual property rights.

Currently, Indonesia is a party to the Agreement on Trade-Related Aspects of Intellectual
Property Rights, the Madrid Protocol, the Beijing Treaty on Audiovisual Performances, the
Berne Convention, the Paris Convention, the Patent Cooperation Treaty and the WIPO
Copyright Treaty. Furthermore, Indonesia is also a party to several bilateral or regional
agreements and treaties, such as the ASEAN Patent Examination Cooperation and the
Japan—Indonesia Patent Prosecution Highway.

Currently, the grouping of intellectual property rights in Indonesia is as follows.

Intellectual property protection grouping in Indonesia

Copyrights Industrial rights
Copyrights Trademarks and geographical indications
Related rights Industrial designs

Patents: conventional patents, and utility
models and simple patents

Plant varieties

Trade secrets

Integrated circuit layout - designs

The legal bases of the above-noted protections are as follows:

. Law No. 29 of 2000 on Plant Varieties;
. Law No. 30 of 2000 on Trade Secrets;

. Law No. 31 of 2000 on Industrial Designs;

1
2
3
4. Law No. 32 of 2000 on Integrated Circuit Layout-Designs;
5. Law No. 28 of 2014 on Copyrights (Copyright Law);

6. Law No. 13 of 2016 on Patents (Patent Law);

7

. Law No. 20 of 2016 on Trademarks and Geographical Indications (Trademark Law);
and

8. Law No. 11 of 2020 on Job Creation (Omnibus Law).
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Intellectual property protection and enforcement in Indonesia have existed since the era of
the Dutch colonial government, which enacted Auteurswet Stb No. 600 of 1912 (Copyright),
Ooctroi Wet No. 313 of 1910 (Patent), and Reglement Industriele Eigendom No. 545 of
1912 (Trademark). Even after the independence of Indonesia in 1945, these laws were
still relevant and remained in force until 1961, when the government of the Republic of
Indonesia enacted Law No. 21 of 1961 on Marks, Law No. 6 of 1982 on Copyrights and Law
No. 6 of 1989 on Patents. As time went by, Indonesia further ratified various international
agreements concerning intellectual property rights.

Currently, Indonesia is a party to the Agreement on Trade-Related Aspects of Intellectual
Property Rights, the Madrid Protocol, the Beijing Treaty on Audiovisual Performances, the
Berne Convention, the Paris Convention, the Patent Cooperation Treaty and the WIPO
Copyright Treaty. Furthermore, Indonesia is also a party to several bilateral or regional
agreements and treaties, such as the ASEAN Patent Examination Cooperation and the
Japan-Indonesia Patent Prosecution Highway.

Currently, the grouping of intellectual property rights in Indonesia is as follows.

Intellectual property protection grouping in Indonesia

Copyrights Industrial rights
Copyrights Trademarks and geographical indications
Related rights Industrial designs

Patents: conventional patents, and utility
models and simple patents

Plant varieties

Trade secrets

Integrated circuit layout - designs

The legal bases of the above-noted protections are as follows:

. Law No. 29 of 2000 on Plant Varieties;

. Law No. 30 of 2000 on Trade Secrets;

. Law No. 31 of 2000 on Industrial Designs;

. Law No. 32 of 2000 on Integrated Circuit Layout-Designs;
. Law No. 28 of 2014 on Copyrights (Copyright Law);

. Law No. 13 of 2016 on Patents (Patent Law);

N o o0 A N R

Law No. 20 of 2016 on Trademarks and Geographical Indications (Trademark Law);
and

8. Law No. 11 of 2020 on Job Creation (Omnibus Law).

i Simple patents and utility models

Intellectual Property | Indonesia Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/indonesia?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

Simple patents and utility models are governed by the Patent Law and the Omnibus Law.
Subject to registration, simple patents provide for the grant of exclusive rights if the patent
can fulfil the following criteria:

1. novelty;
2. development of known products or processes;

3. possession of practical uses; and

. . . 2
4. commercial appllcatlon.[ ]

This covers simple products, simple processes and simple methods. Once registered,
simple patents and utility models are valid for 10 years from the filing date.

ii Patents

Subject to registration, conventional patents provide for the grant of exclusive rights if the
patent can fulfil the following criteria:

1. novelty;
2. inventive steps; and

3. commercial application.

In practice, examiners will also conduct further examinations on the number of claims and
review if the official fees paid already cover the excess claims filed at the application stage.
The examiners will review the amendments filed before the examination takes place to
ensure that the application does not fall under the non-patentable and excluded invention
category (Articles 4 and 9 of the Patent Law), as well as ensuring clarity, unity and
patentability.

Conventional patents can cover both product and process patents. Once registered,
conventional patents are valid for 20 years from the registration filing date.

Notably, there are inventions that cannot be registered, such as aesthetic creations,
schemes, business methods, computer programs per se, presentations of information, and
discoveries that are considered to be new uses for known products or new forms of existing
compounds that do not result in a significant increase in efficacy and exhibit differences in
related chemical structures known from the compounds.m

iii Trademarks

Trademarks (as well as geographical indications) are regulated under the Trademark Law.
Reqgistration is carried out on a first-to-file basis, and registered trademarks are valid for 10
years, with effect from the registration filing date. While no prior use requirement is essential
for the purposes of application and registration, it is advisable always to use registered
trademarks to avoid non-use cancellation actions filed by any third parties. Furthermore,
Indonesia adopts a strict classification system on its e-filing platform. Any goods or services
that do not exist in the system may not be filed — hence, prior checking is advised.
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iv Copyrights

Copyrights are governed by the Copyright Law. The Copyright Law protects various
intellectual property assets in the realms of art, science and literature. The protection period
starts from the first date of publication and depends on the nature of the protectable work.
For instance, software and other computer programs are protected for 50 years from their
first publication date, whereas songs and books are protected for up to 70 years after the
death of their creator.[4]

Year in review

There have been several key developments in the Indonesian IP scene in the past few
years. The Directorate General of Intellectual Property (DGIP) has continuously stepped
up its digitalisation efforts to ensure that all business processes are done electronically. The
aim is to ensure the speed of service for the e-filing portal users in Indonesia. As a result,
we have noticed that the DGIP only issues electronic certificates for trademark, industrial
design and copyright. At the time of writing, the DGIP still issues physical certificates.

When it comes to assignment of rights involving one of the parties being an Indonesian
individual or company, the deed of assignment has to be done before a public notary —
usually Indonesian. In most jurisdictions, public notaries will not want to notarise the deed
of assignment if both parties are not present at the same time before them. The party who
does not reside in Indonesia must elect another capable person who can sign the deed of
assignment before the public notary on their behalf.

The DGIP has also began implementing the Patent Prosecution Highway (PPH)with the
Korean Intellectual Property Office (KIPO). This programme aims to ensure that South
Korean applicants can obtain patent examination results quicker, from 40 months to
approximately 18—24 months. Those who wish to utilise PPH to expedite the process should
provide several supporting documents, such as claim correspondence table, copies of
references cited by the KIPO examiners, copies of all claims determined to be patentable
or allowable by KIPO (and the translation thereof), and copies of all office actions issued
by KIPO (and the Translation thereof), if any.

Patent valuation practice in Indonesia is also starting to gain momentum in the past few
years. In 2022, the government enacted the Government Regulation No. 24 Year 2022
on the Implementing Regulation of Law No. 24 Year 2019 on Creative Economy, which
confirms that IP assets can be pledged as collaterals for financing from banks and other
financial institutions. However, in practice, banks and other financial institutions only accept
IP assets as 'secondary pledge' for the time being. The National Research and Innovation
Agency (BRIN) also held several events to popularise the use of IP as collaterals in
Indonesia, with a hope that, in the near future, such practice can be recognised widely
in the country.

When it comes to filing IP-related civil actions before the Central Jakarta Court of
Commerce, the Court in practice has made additional formality requirements to be fulfilled,
such as a notarised copy of the individual who signed the notarised and apostilled Power of
Attorney. If one of the parties is located in Hong Kong, Taiwan or China, then the submitted
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arguments and other corresponding documents shall be served in three languages, namely
Indonesian, English and Chinese.

There have been several key developments in the Indonesian IP scene in the past few
years. The Directorate General of Intellectual Property (DGIP) has continuously stepped
up its digitalisation efforts to ensure that all business processes are done electronically. The
aim is to ensure the speed of service for the e-filing portal users in Indonesia. As a result,
we have noticed that the DGIP only issues electronic certificates for trademark, industrial
design and copyright. At the time of writing, the DGIP still issues physical certificates.

When it comes to assignment of rights involving one of the parties being an Indonesian
individual or company, the deed of assignment has to be done before a public notary —
usually Indonesian. In most jurisdictions, public notaries will not want to notarise the deed
of assignment if both parties are not present at the same time before them. The party who
does not reside in Indonesia must elect another capable person who can sign the deed of
assignment before the public notary on their behalf.

The DGIP has also began implementing the Patent Prosecution Highway (PPH)with the
Korean Intellectual Property Office (KIPO). This programme aims to ensure that South
Korean applicants can obtain patent examination results quicker, from 40 months to
approximately 18—24 months. Those who wish to utilise PPH to expedite the process should
provide several supporting documents, such as claim correspondence table, copies of
references cited by the KIPO examiners, copies of all claims determined to be patentable
or allowable by KIPO (and the translation thereof), and copies of all office actions issued
by KIPO (and the Translation thereof), if any.

Patent valuation practice in Indonesia is also starting to gain momentum in the past few
years. In 2022, the government enacted the Government Regulation No. 24 Year 2022
on the Implementing Regulation of Law No. 24 Year 2019 on Creative Economy, which
confirms that IP assets can be pledged as collaterals for financing from banks and other
financial institutions. However, in practice, banks and other financial institutions only accept
IP assets as 'secondary pledge' for the time being. The National Research and Innovation
Agency (BRIN) also held several events to popularise the use of IP as collaterals in
Indonesia, with a hope that, in the near future, such practice can be recognised widely
in the country.

When it comes to filing IP-related civil actions before the Central Jakarta Court of
Commerce, the Court in practice has made additional formality requirements to be fulfilled,
such as a notarised copy of the individual who signed the notarised and apostilled Power of
Attorney. If one of the parties is located in Hong Kong, Taiwan or China, then the submitted
arguments and other corresponding documents shall be served in three languages, namely
Indonesian, English and Chinese.

Obtaining protection

The Patent Law was enacted in 2016 and the government eventually issued the
much-anticipated patent examination guidelines in 2019. The current Law differs from its
predecessor in that it does not recognise the patentability of various types of subject matter,
such as business methods, computer programs per se, new uses for existing products and
new forms of existing compounds.
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Article 4(c)(3) of the Patent Law excludes the patentability of business methods. Such
patentability can, however, be recognised if the computer-implemented business method
has technical character through technical means, as further explained by Annex 3, Section
2.4 of the technical guidelines.

Article 4(d) of the Patent Law also excludes the patentability of computer programs.
However, computer-implemented inventions are patentable, as described in Annex 3,
Section 2.1 of the technical guidelines. A computer-implemented invention is an invention
that is realised using a medium such as a computer: one or more features of the
invention are fully or partly realised by a computer program. The distinguishing feature
of a computer-implemented invention is a program feature. A computer program is
considered an invention if it involves a technical means such as a computer, server,
phone, censors or devices, and, when run on a computer, it produces a further technical
feature outside normal physical interaction between the computer program (software) and
a computer. Computer-implemented inventions can be categorised as process inventions
(whichinclude methods) and product inventions (which include systems, devices, computer
programs and computer-readable storage media, or a combination of these).

Furthermore, Article 4(f)(1) of the Patent Law excludes the patentability of new uses of
existing products. This also excludes patentability of second or further medical use, which
was previously patentable under the former Patent Law.® The Swiss-type second medical
use format (previously used as an alternative for method-of-treatment claims that were
otherwise not patentable under the previous Patent Law) is no longer patentable under
the current legislation. Several exceptions are discussed in Annex 1, Section 5.2 of the
technical guidelines, such as new uses for existing products being patentable when the
protection of claims is directed to compound X with the feature of disease Y as a limiting
or distinguishing feature. In cases of this kind, the claim protection is intended to allow a
pharmaceutical industry body to produce a drug X that is indicated to treat only disease
Y. The disease feature must be completely novel and inventive, must not involve the same
action mechanism as the prior art and must be supported by clinical trial data, in vivo testing
or in vitro testing in the description. The dosing regimen, administration time or frequency,
patient group and action mechanism of the drug cannot be the distinguishing feature in
product-for-new-use claims. An example of a patentable claim would be ‘compound X for
use in treating allergy', where the prior art indicated compound X for use as pesticide.

Article 4(f)(2) of the Patent Law excludes the patentability of new forms of existing
compounds. Based on Annex 1, Section 5.3 of the technical guidelines, new forms include
chemical chirality such as enantiomers or diastereomers, crystal forms, solvate forms,
hydrate forms, salts, prodrugs and metabolites of existing compounds. Patentability can
be acknowledged for new forms that result in meaningful efficacy improvement, which is
further explained in Annex 1, Section 2 of the technical guidelines. Meaningful efficacy
improvement may include increased bioavailability, improvement in stability, increased
solubility, decreased toxicity, improvement in safety, improvement in potency, broader
activity spectrum, decreased production costs or decreased treatment periods. The
meaningful efficacy improvement should be supported by experimental data.

Article 9 of the Patent Law also further excludes the patentability of methods of
examination, treatment, medication or surgery applied to humans or animals. This is further
explained in Annex 1, Section 6 of the technical guidelines. In vitro, ex vivo and in silico
methods of examination or diagnosis are still patentable under this Law. Non-therapeutic
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methods of treatment, such as cosmetic treatments, diet or other non-health-related
treatments, are still patentable. In vivo methods of examination, therapeutic methods of
treatment, methods of surgery and methods of medication applied to humans or animals
are not patentable.

Also excluded in Article 9 of the Patent Law are living organisms. An exception is made
for microorganisms such as yeast, fungi, bacteria and actinomycetes. An exception also
applies to human cells and plant cells. Embryos, seeds, parts of plants, tissues, organs,
transgenic plants and genetically altered animals are not recognised as patentable. New
strains should be described specifically, and the difference from known strains from
the same species should be described for the novelty to be acknowledged. A novel
microorganism with a different taxonomy is acknowledged as inventive. In relation to
living organisms, patentability for essential biological processes for producing plants
or animals is also excluded. Non-biological processes or microbiological processes
are, however, patentable. Non-essential biological processes are biological processes
that need human intervention, such as plant tissue isolation methods. Microbiological
processes are biological processes that include microorganisms, such as fermentation.
Artificial insemination, cross-pollination and other processes that can occur naturally
without human intervention are not patentable.

Nucleotides such as DNA, cDNA, primers, genes, vectors or transformants are patentable.
Patentable nucleotides are nucleotides in the form of isolated nucleotides. Genes can be
characterised by a polynucleotide sequence, an amino acid sequence or a mutation code.
Vectors can be characterised by DNA sequence, DNA restriction map, molecular weight
and number of base pairs. Transformants can be characterised by one host cell and the
introduced gene (sequence). The novelty of gene sequences is examined through BLAST
searches!® or National Center for Biotechnology Information databases. Gene sequences
are acknowledged as inventive when the sequence activity is different, at least qualitatively.

The Patent Law was enacted in 2016 and the government eventually issued the
much-anticipated patent examination guidelines in 2019. The current Law differs from its
predecessor in that it does not recognise the patentability of various types of subject matter,
such as business methods, computer programs per se, new uses for existing products and
new forms of existing compounds.

Article 4(c)(3) of the Patent Law excludes the patentability of business methods. Such
patentability can, however, be recognised if the computer-implemented business method
has technical character through technical means, as further explained by Annex 3, Section
2.4 of the technical guidelines.

Article 4(d) of the Patent Law also excludes the patentability of computer programs.
However, computer-implemented inventions are patentable, as described in Annex 3,
Section 2.1 of the technical guidelines. A computer-implemented invention is an invention
that is realised using a medium such as a computer: one or more features of the
invention are fully or partly realised by a computer program. The distinguishing feature
of a computer-implemented invention is a program feature. A computer program is
considered an invention if it involves a technical means such as a computer, server,
phone, censors or devices, and, when run on a computer, it produces a further technical
feature outside normal physical interaction between the computer program (software) and
a computer. Computer-implemented inventions can be categorised as process inventions
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(whichinclude methods) and product inventions (which include systems, devices, computer
programs and computer-readable storage media, or a combination of these).

Furthermore, Article 4(f)(1) of the Patent Law excludes the patentability of new uses of
existing products. This also excludes patentability of second or further medical use, which
was previously patentable under the former Patent Law.® The Swiss-type second medical
use format (previously used as an alternative for method-of-treatment claims that were
otherwise not patentable under the previous Patent Law) is no longer patentable under
the current legislation. Several exceptions are discussed in Annex 1, Section 5.2 of the
technical guidelines, such as new uses for existing products being patentable when the
protection of claims is directed to compound X with the feature of disease Y as a limiting
or distinguishing feature. In cases of this kind, the claim protection is intended to allow a
pharmaceutical industry body to produce a drug X that is indicated to treat only disease
Y. The disease feature must be completely novel and inventive, must not involve the same
action mechanism as the prior art and must be supported by clinical trial data, in vivo testing
or in vitro testing in the description. The dosing regimen, administration time or frequency,
patient group and action mechanism of the drug cannot be the distinguishing feature in
product-for-new-use claims. An example of a patentable claim would be ‘compound X for
use in treating allergy', where the prior art indicated compound X for use as pesticide.

Article 4(f)(2) of the Patent Law excludes the patentability of new forms of existing
compounds. Based on Annex 1, Section 5.3 of the technical guidelines, new forms include
chemical chirality such as enantiomers or diastereomers, crystal forms, solvate forms,
hydrate forms, salts, prodrugs and metabolites of existing compounds. Patentability can
be acknowledged for new forms that result in meaningful efficacy improvement, which is
further explained in Annex 1, Section 2 of the technical guidelines. Meaningful efficacy
improvement may include increased bioavailability, improvement in stability, increased
solubility, decreased toxicity, improvement in safety, improvement in potency, broader
activity spectrum, decreased production costs or decreased treatment periods. The
meaningful efficacy improvement should be supported by experimental data.

Article 9 of the Patent Law also further excludes the patentability of methods of
examination, treatment, medication or surgery applied to humans or animals. This is further
explained in Annex 1, Section 6 of the technical guidelines. In vitro, ex vivo and in silico
methods of examination or diagnosis are still patentable under this Law. Non-therapeutic
methods of treatment, such as cosmetic treatments, diet or other non-health-related
treatments, are still patentable. In vivo methods of examination, therapeutic methods of
treatment, methods of surgery and methods of medication applied to humans or animals
are not patentable.

Also excluded in Article 9 of the Patent Law are living organisms. An exception is made
for microorganisms such as yeast, fungi, bacteria and actinomycetes. An exception also
applies to human cells and plant cells. Embryos, seeds, parts of plants, tissues, organs,
transgenic plants and genetically altered animals are not recognised as patentable. New
strains should be described specifically, and the difference from known strains from
the same species should be described for the novelty to be acknowledged. A novel
microorganism with a different taxonomy is acknowledged as inventive. In relation to
living organisms, patentability for essential biological processes for producing plants
or animals is also excluded. Non-biological processes or microbiological processes
are, however, patentable. Non-essential biological processes are biological processes
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that need human intervention, such as plant tissue isolation methods. Microbiological
processes are biological processes that include microorganisms, such as fermentation.
Artificial insemination, cross-pollination and other processes that can occur naturally
without human intervention are not patentable.

Nucleotides such as DNA, cDNA, primers, genes, vectors or transformants are patentable.
Patentable nucleotides are nucleotides in the form of isolated nucleotides. Genes can be
characterised by a polynucleotide sequence, an amino acid sequence or a mutation code.
Vectors can be characterised by DNA sequence, DNA restriction map, molecular weight
and number of base pairs. Transformants can be characterised by one host cell and the
introduced gene (sequence). The novelty of gene sequences is examined through BLAST
searches!® or National Center for Biotechnology Information databases. Gene sequences
are acknowledged as inventive when the sequence activity is different, at least qualitatively.

Enforcement of rights

i Possible venues for enforcement

The venue for civil enforcement of all intellectual property rights is the court of commerce
of the relevant regional district court. If one of the parties is a hon-Indonesian person, the
venue for enforcement will be the Court of Commerce of the Central Jakarta District Court.-
ZIN plaintiff may seek injunctions from the court in respect of an ongoing infringement and
resulting damage. In addition, the court of commerce is also responsible for invalidation
and cancellation actions, provided that the plaintiff has solid evidence. Should any of the
involved parties not be satisfied with the decision issued by the court of commerce, a
cassation procedure can be filed with the Supreme Court of the Republic of Indonesia.

For criminal actions, rights holders can file complaints to the Indonesian National Police or
to the civil investigator at the Directorate General of Intellectual Property under the Ministry
of Law and Human Rights.ls]The latter is given the authority to conduct investigations by the
government. The civil investigator is responsible for issuing the notice of commencement of
investigation, and the notification of investigation results to the police. Once an investigation
has been concluded, the case will be passed on to the state prosecutor to be tried before
the district court.

ii Requirements for jurisdiction and venue

To claim an infringement, the rights holder must present evidence to prove ownership over
a title. This can be shown through an original registration certificate. For patents, the holder
may also need to prove that the validity of the patent registration that forms the basis
of the claim has been maintained through continuous annuity payments. Furthermore, a
registered licensee can also act on behalf of a rights holder to initiate a claim before the
court of commerce.”

iii Obtaining relevant evidence of infringement and discovery
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In Indonesian civil procedure, the burden of proof regarding the facts on which a claim is
based lies with the plaintiff. Article 1865 of the Indonesian Civil Code states that anyone
who claims to have a certain right or who refers to a fact to support such a right, or who
objects to another party's right, must prove the existence of that right or that fact. Evidence
may comprise written evidence, evidence presented by witnesses, or through inference,
confession or oath.[w] In our experience, it is prudent to collect as much diverse evidential
material as possible, such as purchases made by mystery shoppers, marketing materials
found online and offline, and expert withesses that may provide substantive statements
pertaining to the alleged infringement.[“] Furthermore, written evidence must be presented
in the Indonesian language — translated by a sworn translator if necessary.

Note that there is no discovery process in Indonesian legal practice and parties do not have
a right to demand the submission of documents.

However, unlike trademark, copyright and industrial design disputes, there is a possibility
that the burden of proof in a patent dispute may lie with the defendant if the product that
results from the patented process is novel or where the product is suspected to have
resulted from a patented process (and despite there being a sufficiently evidential process
in place), and the patent holder is still unable to determine the process used to produce the
aforementioned product. While the reversed burden of proof is possible under the Patent
Law, the court of commerce will, in practice, still require the plaintiff to produce evidential
material to establish the rights (i.e., through a patent certificate).

iv Trial decision-maker

Unlike in various jurisdictions where there are specialised courts or judges that specialise
in intellectual property matters, Indonesia does not have such a system. Bear in mind that
the court of commerce discussed above also caters for non-IP matters if the dispute is of
a commercial nature. In addition, the judges do not have science backgrounds, hence the
importance of involving expert witnesses during the suit. Note also that Indonesia has not
adopted the jury system, and judges play an important and active role in court hearings.
Furthermore, precedents are considered to be merely advisory in nature and they do not
have binding legal force as in common law systems.

v Structure of the trial

Civil proceedings in Indonesia are conducted in writing and oral arguments. The judges
will listen to the oral arguments of each party one at a time, and they rely heavily on
the documentary evidence. Witnesses of fact can also provide oral evidence before the
court. However, a witness statement or affidavit alone will not be sufficient because it is
considered merely supplementary documentary evidence. In general, the procedure of the
trial is as follows:

1. attendance at the first hearing after the court summons both plaintiff and defendant;

2. attendance at the second hearing, when the defendant files its response to the
plaintiff's cancellation suit;

3. preparation of the plaintiff's reply to the defendant's response to the suit;

4. attendance at the third hearing to file the plaintiff's reply;
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5. attendance at the fourth hearing when the defendant files its response to the
plaintiff's reply;

6. preparation of the plaintiff's evidence to be submitted to the court;

7. attendance at the fifth hearing to submit the plaintiff's evidence and review the
defendant's evidence;

8. preparation and filing of the conclusion of the case based on documents and
evidence filed with the court by both plaintiff and defendant;

9. attendance at the sixth hearing on the filing of the conclusion of the case;
10. attendance at the seventh hearing to hear the judges' decision; and

11. issuance of the court's decision.

For patent disputes, pursuant to Article 145(4) of the Patent Law, the trial can be conducted
in a private manner if both parties make a request to the court of commerce for the trial to
be private. This is to protect the secrecy of processes that would be easily manipulated or
improved by a person knowledgeable in the relevant field.

vi Infringement

To claim an infringement, a claimant must be able to prove that the infringed product or
process is identical to that claimed in the patent registration. The patent holder may pursue
both a criminal and a civil suit — the latter to seek damages for the infringement proven
during the criminal proceedings. A defendant that has been penalised for an infringement
may still be liable to a civil damages claim by the plaintiff.

Under the Patent Law, there are nine types of conduct that constitute patent infringement,
namely manufacturing, using, selling, importing, leasing, transferring, providing for sale,
providing for lease and providing for transfer. It only takes one of these to be proven for the
patent holder to be able to pursue the infringement.

vii Defences

There are several strategies for defending against a patent infringement claim. One of
the most practical methods of defence is to see if the plaintiff has worked its patent in
Indonesia pursuant to Article 20 of the Patent Law, which states that a registered patent
must be worked or used in Indonesia to remain in force. Failure to work or use the patent
in Indonesia may result in any third party filing for invalidation of the patent at the court
of commerce. Alternatively, a defendant may challenge a patent's novelty by providing
prior art as evidence for the patent's invalidation at the court of commerce. Apart from
the novelty issue, one can also challenge the inventive step or industrial applicability of a
patent. Invalidation or nullification is perhaps one of the most practical methods of defence
available in Indonesian practice.

Furthermore, the Patent Law also provides an opportunity for a prior user of a disputed
patent to defend itself if that user can prove that the use of the disputed patent does
not rely on a specification, claims and figures identical to those of the registered patent.
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Nevertheless, the prior use must be recorded at the Patent Office to be officially recognised
2]
as such.

viii Time to first-level decision

Note that by law the court of commerce must issue its decision within 180 days of the

date of filing of the suit in patent matters,[13] and within 90 days of the date of filing of the
. [14] . .

suit for trademark matters.” ~ However, for criminal actions the process may take longer —

sometimes from three to nine months if the documents are complete.

iXx Remedies

All laws pertaining to intellectual property assets allow the infringed to seek damages
through the court of commerce. However, there is no known formula for determining the
damages to be awarded. The compensation shall be given based on a final and binding
decision of a civil or criminal court. Note that attorneys' fees shall be borne by the party
that receives legal services from the entrusted attorney. Hence, it will not be possible to
seek compensation from the other party for the legal fees already incurred by the claimant
or plaintiff.

With regard to injunctions, the Patent Law allows the rights holder to request a provisional
injunction to stop the circulation of infringing articles, as well as to secure or collect them,
and to avoid greater losses.I"™ Provisional injunctions may be useful to perform their
intended purpose to the extent that they can limit the ability to record a patent registration
with the Indonesian Customs. To achieve this, the provisional injunction has to be served
to the Indonesian Customs to stop the influx of suspected infringing articles into the
distribution channels.I"®!

x Appellate review

The Supreme Court facilitates cassation based on the issuance of the lower court (i.e.,
the court of commerce). None of the judges have technical backgrounds and it takes
approximately eight to 10 months for them to issue a decision.

xi Alternatives to litigation

Conflicting parties may settle a dispute via arbitration or other alternative dispute
resolutions. The settlement of a dispute by arbitration may be conducted through the
Institute for Arbitration and Mediation of Intellectual Property Rights.

Outlook and conclusions

Given the ever-changing business and legal landscape, the proposed amendments to
the patent and industrial design laws are planned to be discussed by the House of
Representatives. Several key changes to the Industrial Design law include the creation
of the Industrial Design Board of Appeal, International Registration and Industrial Design
registrations as accepted collaterals. The proposed amendments to the Patent Law will
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include several key changes, such as changing the definition of 'use of patents' as currently
regulated in Article 20 of the Indonesian Patent Law, changing the timeline of documents
processing by the Patent Office and the addition of the substantive re-examination stage,
where applicants can request for this procedure with additional official fees.

Given the ever-changing business and legal landscape, the proposed amendments to
the patent and industrial design laws are planned to be discussed by the House of
Representatives. Several key changes to the Industrial Design law include the creation
of the Industrial Design Board of Appeal, International Registration and Industrial Design
registrations as accepted collaterals. The proposed amendments to the Patent Law will
include several key changes, such as changing the definition of 'use of patents' as currently
regulated in Article 20 of the Indonesian Patent Law, changing the timeline of documents
processing by the Patent Office and the addition of the substantive re-examination stage,
where applicants can request for this procedure with additional official fees.

Endnotes

1 Emirsyah Dinar is the managing partner at AFFA Intellectual Property Rights. ~ Back to
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2 Previously, a simple patent or utility model only needs to be novel and can be applied
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3 Article 4 of Law No. 13 of 2016 on Patents highlights several inventions that are not
protectable in Indonesia. It is important to highlight that these limitations mean second
medical use claims are no longer allowed. ~ Back to section
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Introduction

In Japan, the most common types of intellectual property rights are patent rights, utility
model rights, design rights, trademark rights and copyrights.

Patent is one of the most important forms of protection available. Japan is a signatory to the
Patent Cooperation Treaty (PCT) and the Paris Convention for the Protection of Industrial
Property.

Utility models are different from patents, most notably in that utility model registrations are
granted without any examination by a patent examiner in the substance of the invention,
such as the novelty of the claimed invention. Exclusivity for a utility model is 10 years from
the date of the application. Utility models are substantially less frequently used.

A design right will attach to a registered design. A design right is valid for 25 years from
the date of the application, if it is granted to an application filed on or after 1 April 2020.
For those design rights that arose from an application filed between 1 April 2007 and 31
March 2020, the rights expire 20 years from the date of the application.

The owner of a registered trademark will be granted a trademark right pertaining to the
registered trademark. Unlike in some other jurisdictions, Japan does not recognise a
trademark right that is established solely through use in commerce without registration.
An unregistered trademark is protected only if it is famous or well known under laws of
unfair competition.

A copyright is conferred to the author of a work, which is defined as 'a creatively
produced expression of thoughts or sentiments that falls within the literary, academic,
artistic or musical domain”.? Under Japanese copyright law, a computer program is a
copyrightable work. A database is copyrightable when it 'by reason of the selection or
. . . . . . . .8l .
systematic construction of information contained therein, constitutes a creation'.” There is
no separate intellectual property right protecting databases that do not meet this condition.

Trade secrets are another important form of intellectual property. Misappropriation of a
trade secret is a tortious act, and a party that misappropriates a trade secret is civilly and
criminally liable under the Unfair Competition Act.

Other forms of intellectual property rights, although used less frequently, include
a layout-design exploitation right, which will be granted in respect of a registered
layout-design of a semiconductor integrated circuit, and the breeder's right regarding a
registered plant variety.

Regulatory exclusivity for pharmaceuticals is implemented through a drug re-examination
system. A holder of a marketing approval of a pharmaceutical must undergo a post-market
re-examination before the expiry of the re-examination period. The re-examination period
depends on the type of exclusivity and is generally four to 10 years. During the
re-examination period, a holder of a market approval is granted data exclusivity.

In Japan, the most common types of intellectual property rights are patent rights, utility
model rights, design rights, trademark rights and copyrights.
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Patent is one of the most important forms of protection available. Japan is a signatory to the
Patent Cooperation Treaty (PCT) and the Paris Convention for the Protection of Industrial
Property.

Utility models are different from patents, most notably in that utility model registrations are
granted without any examination by a patent examiner in the substance of the invention,
such as the novelty of the claimed invention. Exclusivity for a utility model is 10 years from
the date of the application. Utility models are substantially less frequently used.

A design right will attach to a registered design. A design right is valid for 25 years from
the date of the application, if it is granted to an application filed on or after 1 April 2020.
For those design rights that arose from an application filed between 1 April 2007 and 31
March 2020, the rights expire 20 years from the date of the application.

The owner of a registered trademark will be granted a trademark right pertaining to the
registered trademark. Unlike in some other jurisdictions, Japan does not recognise a
trademark right that is established solely through use in commerce without registration.
An unregistered trademark is protected only if it is famous or well known under laws of
unfair competition.

A copyright is conferred to the author of a work, which is defined as 'a creatively
produced expression of thoughts or sentiments that falls within the literary, academic,
artistic or musical domain‘.lz] Under Japanese copyright law, a computer program is a
copyrightable work. A database is copyrightable when it 'by reason of the selection or
: ; . . : . - - [3l .
systematic construction of information contained therein, constitutes a creation’.™ There is
no separate intellectual property right protecting databases that do not meet this condition.

Trade secrets are another important form of intellectual property. Misappropriation of a
trade secret is a tortious act, and a party that misappropriates a trade secret is civilly and
criminally liable under the Unfair Competition Act.

Other forms of intellectual property rights, although used less frequently, include
a layout-design exploitation right, which will be granted in respect of a registered
layout-design of a semiconductor integrated circuit, and the breeder's right regarding a
registered plant variety.

Regulatory exclusivity for pharmaceuticals is implemented through a drug re-examination
system. A holder of a marketing approval of a pharmaceutical must undergo a post-market
re-examination before the expiry of the re-examination period. The re-examination period
depends on the type of exclusivity and is generally four to 10 years. During the
re-examination period, a holder of a market approval is granted data exclusivity.

Year in review

National security has been a topic that has attracted much political attention. In the patent
area, a new legislation, the Act on the Promotion of Ensuring National Security through
Integrated Implementation of Economic Measures Effective introduces a new system
effective from May 2024 under which the Prime Minister is authorised to issue a secrecy
order for patent applications which are detrimental to national security. Under the new
system, all of the patent applications will be screened first by the Japan Patent Office. If
the Japan Patent Office determines that an application contains an invention in a certain
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designated technology field (which contains some dual-use technologies), the Office will
send the application to the Cabinet Office for the second-level review. If the Cabinet Office
determines that the application contains an invention the disclosure of which shall be
detrimental to national security, the Prime Minister may issue a secrecy order. Once a
secrecy order is issued, the applicant will be prohibited from practising the invention without
a licence and disclosing the invention to a third party. The applicant will also be obligated
to take appropriate measures to safeguard the secrecy of the invention. The publication of
the application will be withheld, and the final allowance or rejection will also be withheld
until the order is lifted. The term of a secrecy order is one year, and it is renewable for
a successive one-year period or periods. In addition, for any invention made in Japan,
anyone (both Japanese and non-Japanese entities) is prohibited from filing any foreign
patent application (including any PCT application) which contains an invention in any one
of the designated technology areas without first filing the application in Japan and waiting
for 10 months (or the completion of the review, whichever comes earlier).

National security has been a topic that has attracted much political attention. In the patent
area, a new legislation, the Act on the Promotion of Ensuring National Security through
Integrated Implementation of Economic Measures Effective introduces a new system
effective from May 2024 under which the Prime Minister is authorised to issue a secrecy
order for patent applications which are detrimental to national security. Under the new
system, all of the patent applications will be screened first by the Japan Patent Office. If
the Japan Patent Office determines that an application contains an invention in a certain
designated technology field (which contains some dual-use technologies), the Office will
send the application to the Cabinet Office for the second-level review. If the Cabinet Office
determines that the application contains an invention the disclosure of which shall be
detrimental to national security, the Prime Minister may issue a secrecy order. Once a
secrecy order is issued, the applicant will be prohibited from practising the invention without
a licence and disclosing the invention to a third party. The applicant will also be obligated
to take appropriate measures to safeguard the secrecy of the invention. The publication of
the application will be withheld, and the final allowance or rejection will also be withheld
until the order is lifted. The term of a secrecy order is one year, and it is renewable for
a successive one-year period or periods. In addition, for any invention made in Japan,
anyone (both Japanese and non-Japanese entities) is prohibited from filing any foreign
patent application (including any PCT application) which contains an invention in any one
of the designated technology areas without first filing the application in Japan and waiting
for 10 months (or the completion of the review, whichever comes earlier).

Obtaining protection

In Japan, 'an invention' is defined as 'a highly advanced creation of technical ideas utilising
the laws of nature'.

Biological materials, including nucleic acids such as genes, recombinant proteins,
antibodies, fused cells, dedifferentiated cells, transformants, microorganisms, animals and
plants, are eligible for patent protection if other requirements of the patentability have been
met.

Computer software is a patent-eligible subject matter. The 'Examination Handbook for
Patent and Utility Model in Japan' explains that patent eligibility is examined in two steps.
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First, an examiner will examine whether the claimed invention is the ‘creation of a technical
idea utilising a law of nature',ls] without looking further into specific issues that might be
involved in software inventions. Software that controls an apparatus 'based on a structure,
system component, composition, action, function, nature, property, operation, etc.‘[6] to
realise 'operations according to the purpose of an apparatus' T or 'integrated control of a
whole system comprising multiple related apparatuses', satisfies the requirement of the
‘creation of a technical idea utilising a law of nature'.ls] Second, if the examiner cannot
determine whether the first step has been met, they will determine the patent eligibility
based on whether 'information processing by the software is concretely realised by using
hardware resources'.”!

Japanese patent law does not define 'a business method patent'. A business method,
if claimed as software or a system, can be patentable. In the decision of 17 October
2018, Case No. Hei 29 (Gyo-Ee) 10232, the Intellectual Property High Court overruled
the decision of the trial board of the Japan Patent Office, concluding that an invention of a
system for serving steaks to customers is patentable, reasoning that the invention contains
not only the procedures of serving steaks by humans but also apparatus such as cards,
scales and seals, by which it prevents a steak for a customer from being mistakenly served
to another customer and resolves the issue.

Methods for treating patients with drugs or medical procedures are regarded as having no
industrial use and are not patent eligible.

In Japan, 'an invention' is defined as 'a highly advanced creation of technical ideas utilising
the laws of nature'.m

Biological materials, including nucleic acids such as genes, recombinant proteins,
antibodies, fused cells, dedifferentiated cells, transformants, microorganisms, animals and
plants, are eligible for patent protection if other requirements of the patentability have been
met.

Computer software is a patent-eligible subject matter. The 'Examination Handbook for
Patent and Utility Model in Japan' explains that patent eligibility is examined in two steps.
First, an examiner will examine whether the claimed invention is the ‘creation of a technical
idea utilising a law of nature',ls] without looking further into specific issues that might be
involved in software inventions. Software that controls an apparatus 'based on a structure,
system component, composition, action, function, nature, property, operation, etc.® 1o
realise 'operations according to the purpose of an apparatus' T or 'integrated control of a
whole system comprising multiple related apparatuses', satisfies the requirement of the
‘creation of a technical idea utilising a law of nature’.® Second, if the examiner cannot
determine whether the first step has been met, they will determine the patent eligibility
based on whether 'information processing by the software is concretely realised by using

)
hardware resources .[ !

Japanese patent law does not define 'a business method patent'. A business method,
if claimed as software or a system, can be patentable. In the decision of 17 October
2018, Case No. Hei 29 (Gyo-Ee) 10232, the Intellectual Property High Court overruled
the decision of the trial board of the Japan Patent Office, concluding that an invention of a
system for serving steaks to customers is patentable, reasoning that the invention contains
not only the procedures of serving steaks by humans but also apparatus such as cards,
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scales and seals, by which it prevents a steak for a customer from being mistakenly served
to another customer and resolves the issue.

Methods for treating patients with drugs or medical procedures are regarded as having no
industrial use and are not patent eligible.

Enforcement of rights

i Possible venues for enforcement

A patent enforcement action is adjudicated by a court. The Tokyo and Osaka district courts
have exclusive jurisdiction to hear patent infringement cases as courts of first instance.
Depending on the place of business of the defendant or the plaintiff and the place where
the infringement has occurred, the plaintiff must sue the defendant in one of the two courts.

A preliminary injunction will be heard in a separate preliminary proceeding (see Section
IV.x for details).

A border measure is decided in an administrative proceeding before a competent customs
office (see Section IV.xii for further details).

ii Requirements for jurisdiction and venue

See above.

ili Obtaining relevant evidence of infringement and discovery

In Japan, no US-style discovery is available. A document request must identify the
document, the content of the document and the matters to be proved by the document.

There are several special procedural rules under the Patent Act that aim to help patentees
obtain evidence. First, a defendant must plead with specificity to deny the patent owner's
claim that their article or process infringes a patent. It means that a defendant cannot
simply deny the assertion of infringement but must identify what elements of the patent are
not satisfied by the defendant's product, and how. Second, a court may order a defendant
to submit documents that are necessary for the plaintiff to prove the infringement, or to
calculate the cost of the damage caused by the infringement. To determine whether the
defendant has a justifiable reason for not submitting the document sought, the court may
review the document in camera. Third, upon petition of a party, a court can appoint a
neutral inspector to inspect the documents, devices or other materials in possession of the
other party, typically infringing equipment and facilities installed at the defendant's plant,
and to submit the inspection report to the court. An inspection order can be issued only
when certain conditions are met, including sufficient grounds to suspect that the patent is
infringed and that other means are unavailable to the petitioner.

iv Preliminary injunctions
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If a patent owner wishes to seek a preliminary injunction, they should do so by commencing
a separate preliminary proceeding. A preliminary injunction will be granted on condition
that the patent owner obtains bond for the benefit of the defendant. A respondent will be
given an opportunity to be heard, and it will take slightly less time than the full proceeding
but still allow enough time for the court to issue a preliminary injunction.

Statutory standard of proof in a preliminary injunction action is less demanding than
the standards used in an ordinary action. However, in practice, courts typically require
infringement to be demonstrated just like in an ordinary patent infringement action in order
for an injunction to issue. On the other hand, the likelihood of success in a preliminary
injunction action is generally not substantially lower than in a patent case.

A petitioner is required to make prima facie showing of infringement, and substantial loss
or imminent harm to the petitioner without an injunction.

A patent owner sometimes makes a strategic choice to prosecute both a preliminary
injunction action and an ordinary patent infringement action concurrently to enjoin
infringing conducts as early as possible and to seek damages. In that case, typically the
same court will hear both of the cases.

v Trial decision-maker

At a district court, a case is heard by a panel of three judges. Patent cases are always
assigned to a division specialised in adjudicating matters involving intellectual property,
and the judges are familiar with patents and patent law.

A panel can be assisted by a court researcher who is a full-time official of a court and either
a secondee from the Japan Patent Office or a qualified patent attorney. Part-time experts
who have knowledge in highly technical areas such as biotechnology, semiconductors and
information technology, such as professors, research scientists and patent attorneys, may
be assigned on a case-by-case basis to assist the court in the technical aspects of the
case.

All trials are bench trials. No jury trial is available.

vi Structure of the trial

A court will bifurcate the case into the issues of infringement and damages. A court will
first let the parties brief on the issue of infringement, including any invalidity defences. If
the court determines that the patent is infringed, the court will let the parties bring their
arguments and present evidence about damages.

The action will commence with a plaintiff serving a complaint. The defendant will service an
answer. At the first hearing, the complaint and answer will be pleaded. It will then usually be
the defendant's turn to submit a brief detailing the arguments and defences. Typically, an
exchange of the plaintiff's reply and the defendant's surreply will follow before a technical
explanation session is held. A technical explanation session is an opportunity for the parties
to present the case orally to the panel. The parties may use demonstrative evidence during
the session.
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A court, after considering evidence and the parties' argument, discloses its preliminary
impression to the parties to close the infringement issues and, if the parties wish, to help
the parties settle the case based on the impression disclosed by the panel.

The case is largely, if not entirely, proved by documentary evidence, such as prior art
references, diagrams and photos of the infringing products, expert reports, and books and
records. Live testimony of a witness is rarely taken.

vii Infringement

Article 70 of the Patent Act provides that 'the technical scope of a patented invention must
be determined based upon the statements in the claims attached to the written application’
and 'the meanings of terms used in the claims are to be interpreted in consideration of the
statements in the description and drawings attached to the written application'.

A term in the specification must be used consistently and in an ordinary meaning given to
the term, but the applicant can define the meaning of a term in the specification.

Prosecution history will be considered, and prosecution history estoppel may apply.

A patent is literally infringed if an infringing product fulfils all elements of the claim. Under
the doctrine of equivalents, a device or process is equivalent to the claimed invention if all
of the following five requirements are met:

1. the element that does not fall within the literal scope of the element is not an
essential part of the invention;

2. the same objective is achieved and the same effect is obtained even if that element
is replaced with the element of the defendant's product;

3. the replacement was easily conceivable by a person of ordinary skill in the art;

4. the device or process was not identical to, or easily conceivable from, a prior art
invention at the time of the application of the patent; and

5. the device or process was not intentionally excluded from the scope of the claim.

viii Defences

Invalidity defences commonly raised by a defendant are lack of novelty, inventive step (i.e.,
non-obviousness), enablement, support in specifications and clarity.

Aninvention is not novel when it was (1) publicly known, (2) publicly worked or (3) described
in a distributed publication or made available for public use over telecommunications lines,

. . . : . . T [0
each either in Japan or in a foreign country prior to the filing of the patent application.
Also, a patent will not be granted for an invention that is identical to an invention or device
described in the description, patent claims or drawings of another prior patent application,
even if the gazette for the other patent application was made available to the public after
the application of the first patent.

An invention is obvious when a person of ordinary skill in the art of the invention would
have easily been able to make that invention from prior art. Whether a person of ordinary
skill in the art can easily make the patented invention from the referenced invention will be
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determined by the court based on the totality of the circumstances, including the relevance
of the technical fields of the referenced invention and the patented invention, commonality
of the issue, or the functions, effects and suggestions in the prior art article. Selection of
an optimal material from the known materials or optimisation of parameters will not make
the invention non-obvious from the referenced invention. An invention disclosed in a prior
art reference, except for numerical limitations, is not patentable unless:

1. an advantageous effect within that numerical range is not disclosed in the prior art
reference;

2. the effect is different from, or significantly superior to, the effect of the referenced
invention; and

3. the effect was not foreseeable.

Licence defences include contract licence and statutory licence. One of the most important
statutory licences is a prior use right. A person will be granted a non-exclusive right to a
patent if, at the time the application of the patent was filed:

1. the identical invention was already made by the licensee; and

2. the licensee had engaged, or had prepared to engage, in business in Japan that
involves the invention.

The invention of the licensee must be completed for the prior use right to attach. The scope
of the licence is limited to the extent of the invention and the business being engaged or
prepared by the licensee.

A patent right does not extend to the defendant's act conducted for experimental or
1] . . . .

research purposes.” " Trials conducted by a generic manufacturer during the life of a patent

of a brand manufacturer for the purpose of obtaining a market approval of a generic drug

after the expiry of the patent qualify as conduct 'for experimental or research purposes'.

Although not expressly provided in the Patent Act, courts have applied the doctrine of
exhaustion. With regard to international exhaustion, the doctrine applies unless under
exceptional circumstances. The Supreme Court held in its decision of 1 July 1997, Case
No. Hei 7 (0) 1998, that once the patented article has been sold by a patentee or anyone
who is deemed as substantially identical to the patentee in a foreign country, the patentee
cannot enforce their patent right in Japan against a subsequent buyer of the patented
article, unless it is clearly shown on the patented article that Japan is excluded from the
territories in which the goods may be sold or used.

ix Time to first-level decision

The time for a district court to render a final judgment in a patent infringement case is
approximately 12 to 14 months.

x Remedies
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Damages are awarded to the patent owner whose patent right is infringed by the defendant.
Several presumptions are available to the patent owner under Article 102 of the Patent
Act. First, the per unit profit of the patent owner, multiplied by the number of the infringing
products sold, can be awarded to the patent owner as damages. Second, profits that the
infringer received for their infringing act are presumed to be the harm suffered by the patent
owner. Third, a patent owner is entitled to a royalty.

No punitive damages are available in Japan.

A patent infringement is a tortious act for which reasonable attorneys' fees can be awarded
to the patent owner as damages.

Injunctive relief is available. There is no requirement that monetary damages are insufficient
for the court to grant injunctive relief. As long as the patent is infringed and as long as the
court determines that a future infringement is likely, the court will issue injunctive relief if
sought by the patent owner.

xi Appellate review

An appeal to a judgment of a district court will be heard exclusively by the Intellectual
Property High Court. Usually, a panel of three judges will hear the case. In exceptional
cases, however, the court can hear the case with a panel of five judges if it determines that
treatment of this kind is warranted owing to the importance of the matter involved.

The Intellectual Property High Court will decide both factual and substantive legal issues
without deferring to the district court's finding of facts and application of law.

The parties can introduce new evidence and new arguments in the appellate proceeding,
but the court can dismiss any argument or evidence not submitted in time as a result of a
wilful act or gross negligence by the party if the court determines that it would delay the
conclusion of the proceeding.

xii Alternatives to litigation

A defendant can challenge the validity of the patent through a patent invalidation trial, which
is an administrative proceeding before the Japan Patent Office. Administrative judges of the
Japan Patent Office will hear the case. Appeals to a decision will be heard by the Intellectual
Property High Court.

A defendant does not have to commence a patent invalidation trial to challenge the validity
of the patent. Instead, an invalidity defence is available to the defendant in a patent
infringement action before a district court. A patent is not enforceable when it should have
been invalidated through a patent invalidation trial.

Moreover, a defendant of a patent infringement action can raise an invalidity defence in
a court proceeding and concurrently challenge the validity in a patent invalidation trial
proceeding, although a dual-track strategy of this kind is less popular among defendants. In
this case, the validity of the patent will be reviewed by the court and the Japan Patent Office
in parallel. A court can, but does not have to, stay the court proceeding until the resolution
of the invalidation trial. Appeals against the district court judgment and the decision of the
panel of the Japan Patent Office will both be heard by the Intellectual Property High Court,
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where any discrepancy between the decisions of a district court and a panel of the Japan
Patent Office will be resolved.

In addition, anyone can file an objection to the issuance of a patent with the Japan Patent
Office within six months of its issuance. The claims that are challenged by the objection
will be reviewed by the Japan Patent Office based on the grounds and evidence submitted
by the objector, but the panel has the power to examine evidence and review the patents
on grounds that were not proffered by the objector. A patent owner will have an opportunity
to submit the patent owner's statement and request amendments to the claims. An appeal
will be heard by the Intellectual Property High Court.

Another important forum is a border measure at a customs office. A patent owner can
file a petition with a customs office. A petitioner must file with the petition a document
evidencing the infringement, such as an opinion of a counsel, and an explanation of how
to identify infringing products. Once a petition has been filed, an interested party known to
the customs office, such as the importer of the allegedly infringing products, will be notified
and afforded an opportunity to submit a statement. If disputed by an interested party, the
customs office will appoint a panel of experts to which the issue of infringement, including
invalidity and other defences of the interested party, is referred. The parties will have an
opportunity to present their cases in front of the panel, and the panel will issue an expert
opinion, which will be respected by the customs office. This proceeding is designed to be
an express proceeding, and the final determination will be made as soon as approximately
three months after the petition has been filed.

Tokyo and Osaka district courts accommodate a mediation for disputes involving
intellectual property. A panel of one district judge specialised in intellectual property and
two attorneys or patent attorneys will mediate the case.

Outlook and conclusions

The number of patent applications and the number of civil ligations involving intellectual
property remained stable in 2022. The statistics for 2023 are not yet available. We expect
the trend to continue in 2024.

The number of patent applications and the number of civil ligations involving intellectual
property remained stable in 2022. The statistics for 2023 are not yet available. We expect
the trend to continue in 2024.
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Introduction

Romania is a Member State of the European Union, thus all EU legislation is applicable
directly.

The most important forms of intellectual property protection are patents, utility models
— also known also as design patents — trademarks, designs, copyright, and regulatory
exclusivity in some fields, such as pharmaceuticals, known as data exclusivity. They are
dealt with briefly below, with reference to the national laws and international treaties.

Romania is a Member State of the European Union, thus all EU legislation is applicable
directly.

The most important forms of intellectual property protection are patents, utility models
— also known also as design patents — trademarks, designs, copyright, and regulatory
exclusivity in some fields, such as pharmaceuticals, known as data exclusivity. They are
dealt with briefly below, with reference to the national laws and international treaties.

i Patents

There are two types of patents depending on the way of filing the application: European
patents and national patents.

Romania is a member of the European Patent Convention (EPC) but not yet a member of
the European unitary patent.m European patents must be validated in Romania, and a full
translation is required.

National patents can be filed either directly with the State Office of Patents and Trademarks
(OSIM), or as a national phase of international applications filed with the International
Bureau of the World Intellectual Property Organization under the Patent Cooperation Treaty
(PCT).

Patent Law No. 64/1991, last amended in 2014, is harmonised in most of its aspects with
the EPC.

Patent protection is granted for any inventions, in all fields of technology, provided that they
are new, involve an inventive step and are susceptible to industrial application.[3

Romania is a signatory to the Patent Prosecution Highway agreements.

There is a special law governing employee inventions, namely Law No. 83/2014 regarding
employee inventions, last amended in 2014.

Full information regarding patents is given in Section IIl.
ii Utility models (design patents)

Utility models have a particular type of protection that has some resemblance to the
protection of patents. Specifically, the format of the utility model is identical with the format
of the patent: description, claims and drawings.

The differences are outlined below.
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Two of the three basic conditions to obtain patent protection are applicable for utility models:
novelty and industrial application. The third — inventive step of the patent protection — has
been replaced with the criterion that the invention must exceed the framework of mere
professional skill.

The examination is different. OSIM carries out a patent search with an opinion that is
delivered to the applicant. The applicant can choose to amend the application, but he or
she is not obliged to do so.

The object of protection for utility models is restricted to products, including systems in
the case of computer-implemented inventions. Processes are excluded from protection as
utility models.

The term of protection of utility models is shorter — a maximum of 10 years from the filing
date.

PCT applications can be entered into in a national phase as utility models. However, an
international application entered into in a national phase as a patent application can no
longer be converted into a utility model application.m

Regular patent applications can be converted into utility model applications under certain
conditions:

1. during the examination procedure of the patent application prior to the finalisation of
the technical preparation for publishing a mention of the decision to grant the patent
or of the decision to reject the patent application; or

2. within a time limit of three months from the date on which OSIM publishes the
mention of a final and irrevocable decision to invalidate the patent application as
a consequence of the lack of inventive steps.

A utility model application can be converted into a patent application[6] if the request is
submitted before a decision is taken in respect to the utility model application. However,
the conversion of a utility model application into a patent application shall not be permitted
if the utility model application resulted from the conversion of a patent application.m

Conversion between the two types of protection — patent and, respectively, utility model —
preserves the priority rights and the filing date.

iii Trademarks

The primary legislation governing trademarks in Romania is Law No. 84/1998 on
Trademarks and Geographical Indications, last amended in 2022.

Being an EU Member State, Romania is part of the European trademark system. Romania
is also a member of the Madrid Agreement and Protocol.

Law No. 84/1998 on Trademarks and Geographical Indications is fully harmonised with the
European Trademark Regulation (EU) 2017/1001 of the European Parliament and of the
Council of 14 June 2017 on the European Union trademark, as a result of the transposing
into national law of Directive (EU) 2015/2436 of the European Parliament and of the Council
of 16 December 2015 to approximate the laws of the Member States relating to trademarks.
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iv Designs

The primary legislation governing designs in Romania is Law No. 129/1992 regarding
designs, last amended in 2014.

Being an EU Member State, Romania is part of Council Regulation (EC) No. 6/2002 of
12 December 2001 on Community designs, last amended in 2006, better known as the
Community Design Regulation.

Law No. 129/1992 regarding designs is harmonised with the Community Design
Regulation.

Basically, both laws confer protection to a design to the extent that it is new and has
individual character.

v Copyright

Romania is a signatory to the Berne Convention for the Protection of Literary and Artistic
Works.

There is a national law, namely Law No. 8/1996 regarding copyright and related rights, last
amended in April 2022. Said national Law is harmonised with the Berne Convention.

vi Data exclusivity for pharmaceuticals

Being an EU Member State, all data exclusivity legislation is directly applicable according
to Regulation (EC) No. 726/2004 of the European Parliament and of the Council of 31
March 2004, last amended in December 2006. Said Regulation deals with the time during
which the marketing authorisation holder benefits from the exclusive rights to the results
of preclinical tests and clinical trials on a medicine.ls]

Year in review

The Law No. 84/1998 on Trademarks and Geographical Indications was last amended
in December 2022, the amendments entering in force on 15 January 2023. The main
amendments are outlined below.

The application for renewal is to be submitted within a period of six months prior to the
expiry of the renewal date, as compared with three months under the old Law.

Requests for the exhaustion of the owner from the rights conferred by a trademark and the
requests for trademark cancellations may be heard in administrative proceedings before
OSIM. This procedure is now an alternative option to the judicial procedure before the
Municipal Court of Bucharest. Said requests submitted with OSIM are to be dealt by a
specialised commission whose members shall hear only the exhaustion and, respectively,
cancelation claims, without being involved in any other OSIM trademark proceedings.

In the autumn of 2023, OSIM finished all the preparations for setting up the new specialised
commission. The first requests were submitted and in some cases the decision was
already taken. Time is not yet sufficient to evaluate the efficiency of the newly established
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commission; however, at a first view the procedure in front of it seems much faster than
the one in front of the courts.

The Law No. 84/1998 on Trademarks and Geographical Indications was last amended
in December 2022, the amendments entering in force on 15 January 2023. The main
amendments are outlined below.

The application for renewal is to be submitted within a period of six months prior to the
expiry of the renewal date, as compared with three months under the old Law.

Requests for the exhaustion of the owner from the rights conferred by a trademark and the
requests for trademark cancellations may be heard in administrative proceedings before
OSIM. This procedure is now an alternative option to the judicial procedure before the
Municipal Court of Bucharest. Said requests submitted with OSIM are to be dealt by a
specialised commission whose members shall hear only the exhaustion and, respectively,
cancelation claims, without being involved in any other OSIM trademark proceedings.

In the autumn of 2023, OSIM finished all the preparations for setting up the new specialised
commission. The first requests were submitted and in some cases the decision was
already taken. Time is not yet sufficient to evaluate the efficiency of the newly established
commission; however, at a first view the procedure in front of it seems much faster than
the one in front of the courts.

Obtaining protection

i Types of claims

Patent claims generally fall into two categories: product claims and process claims, the
latter alternatively called method claims.

A patent can have one or more one independent claims, the general rule being one

independent claim in each category.lg]

ii Nature of protection and subject matter that can be protected

The provisions of Patent Law No. 64/1991, last amended in 2014, are identical to the ones
written either in the EPC or in the Implementing Regulations of the EPC.

In the absence of published guidelines for examination of national applications, some
examiners use the European Patent Office (EPO) guidelines.

The exceptions to protection are basically the ones provided in Articles 52 and 53 EPC.

Business methods

Business methods as such are not patentable, as the first hurdle of the technical character
of the invention is not overcome. However, the technical means used for carrying out
business methods may be patentable if they have technical character, and then all the
patentability requirements are fulfilled.
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Computer software

Computer software is not patentable as such if the computer program does not produce a
'further technical effect' when run on a computer, said further technical effect being defined
by the Romanian Patent Office as a technical effect going beyond the 'normal’ physical
inter[?;]:tions between the program (software) and the computer (hardware) on which it is
run.

OSIM accepts the format already accepted by the EPO, namely patent applications
referring to a method, apparatus, and computer software running on the apparatus.

Methods for treating patients, both with drugs and medical procedures

Methods of treating patents are specifically excluded from protection.["]
Swiss-type claims — 'Use of substance or composition S/C for the treatment of disease D
... —are not allowed.

Further medical use claims are accepted, provided that said further medical use is novel
and inventive.

The Romanian Patent Office accepts the guidance of the EPO that the wording 'Product X

for use as a medicament' (X known as, e.g., a herbicide) or, alternatively, 'Product according
: : 12l

to claim 1 for use in the treatment of asthma',” = is acceptable.

Biotechnological inventions

Plant or animal varieties or essentially biological processes for the production of plants or
. 13
animals are not patentable.[ ]

The human body, at the various stages of its formation and development, and the simple

discovery of one of its elements, including the sequence or partial sequence of a gene,
. . . . [14]

cannot constitute patentable inventions, and is not patentable.

. . . . . . 15
However, biotechnological inventions are patentable, under certain COI’IdItIOhS.[ ]

ili Grant procedure

The grant procedure of national applications is very similar to the one of the EPO in terms
of both formal requirements (content of the application, standard publication at 18 months)
and substantive requirements (disclosure, examination procedure, search report, rules
regarding prior art).

The main difference is that, in the case of national applications, OSIM verifies very strictly
the documents showing the relationship of the inventors with the applicant when the
applicant is other than the inventors.

Annuities in national procedure are also payable after grant, with the difference that the first
two annuities are not zero, as the ones for European patent (EP) applications.

Intellectual Property | Romania Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/romania?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

One good point to note is that OSIM does not require translation of any document (prior
art or assignments) if said document is in English, French or German, being the result of
a practice rather than of a legal provision.

iv Implications of patents, trademarks and copyrights on the use of Al

There are no statistics or evaluations on the relationship between the artificial intelligence
and its impact on the patents, trademarks, copyrights. The Patent Office does not use Al
algorithms to make more efficient their work.

As to the patent applications, national law does not prevent including Al-related claims, but
on the other hand, there are no specific regulations for Al-related inventions.

Enforcement of rights

i Possible venues for enforcement or revocation

In Romania, industrial property matters are considered to be part of the civil law, not
commercial. The most important types of legal actions related to intellectual property rights
are nullification (cancellation) claims and infringement claims. Under Romanian patent law,
the term revocation designates a proceeding similar to the opposition under the EPC.
Specifically, within six months from the date of publication of the decision to grant a patent,
any interested party can submit with OSIM a request to revoke said decision to grant.
Revocation is decided as an administrative procedure. The term 'nullification’, alternatively
called cancellation, refers herein to a request to nullify an IP right — patent — including a
supplementary protection certificate, utility model, trademark or design.

Liability for inducing or contributing to patent infringement, if demonstrated by the plaintiff,
is considered to be patent infringement.

Multiple parties can be jointly liable for infringement in theory. In practice, the infringing acts
of each party must be individualised.

Venue for nullification claims

With the exception of trademarks, all nullification claims (patents, including supplementary
protection certificates, utility models, designs) are heard by the Municipal Court of
Bucharest as the court of first instance.

Trademark cancellations can be heard in first instance either by OSIM in administrative
procedures, or by the Municipal Court of Bucharest in judicial procedures, the choice being
made by the plaintiff. At the date of writing, this type of procedure is effectively possible.-
(1l Administrative proceedings may be cheaper than judicial proceedings and may be
recommendable for simple cases. However, in cases where the cancelling of trademarks
leads to judicial effects of contracts concluded based on said trademarks, it is better to
choose cancellation by judicial proceedings, because OSIM has no competence regarding
contractual matters.
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Venue for infringement claims

The choice of court must follow the general rules with respect to competence. The general
rule is that territorial jurisdiction is determined by the defendant's domicile or the place of
infringement.

There is one notable exception: infringement of European trademarks is heard only by the
Municipal Court of Bucharest.

ii Requirements for jurisdiction and venue

Plaintiffs choose whenever possible the Municipal Court of Bucharest for infringement
claims, because this Court has three specialised IP divisions (the third, the fourth and the
fifth) hearing IP cases.

Yet another argument for choosing the Municipal Court of Bucharest as the venue is that,
if the plaintiff submits a cancellation claim of the right based on which the infringement is
lodged, said cancellation claim is mandatorily heard by the Municipal Court of Bucharest.
Managing two different claims in two different courts is cumbersome.

In practice, if the plaintiff submits a cancellation claim in reply to the infringement claim,
said infringement claim is usually stayed until a final decision is reached in the cancellation
claim. There is no obligation to stay the proceedings; however, in most of the cases they
are stayed.

The rule is that any interested party can sue. The interest is defined in the Code of Civil
Procedure as being 'determinate, personal, legitimate, real and actual 'l If the interest
is not real and actual, that is, it refers to a probability that something will happen that can
harm the plaintiff, said plaintiff is allowed to take action to prevent such harm.

iii Obtaining relevant evidence of infringement and discovery

The burden of proof for infringement cases is on the plaintiff. He or she must demonstrate
the infringement using any type of evidence accepted by the judge.

Documents are by far the most common type of evidence customary in patent infringement
proceedings. Testimonies and cross-examination of witnesses are allowed but not very
frequent.

The burden of proof for cancellation cases is on the plaintiff.

The types of evidence customary in patent cancelation proceedings are documents,
testimonies and cross-examinations, in most cases the latter referring either to the inventor
or to the employer, or both. Cross-examination is quite frequent if the inventor and the
employer are Romanian.

The rule in both infringement and cancellation cases is that the parties suggest the types
of evidence and the judge then decides whether to accept each type of evidence.

The US-type format of discovery is not applicable in Romania.

In cases of infringements lodged as a consequence of a customs action, the notifications
and products seized by Customs may be used as evidence in court.
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Details regarding technical expert reportsha]

In some cases, the court orders an expert report on technical matters. This applies to both
infringement and cancellation cases.

Usually for this purpose, the court appoints an official court expert from a list maintained by
the Bureau of Technical Experts. If no such expert exists, the court can appoint a specialist
or a team of specialists from outside, for example, from universities.

The technical expert report is expected to shed light on particular technical aspects that
are difficult to be understood by the judge.

iv Preliminary injunctions

There are two types of patent infringement civil lawsuit: permanent injunction claims and
interim injunction claims. A permanent injunction claim can be lodged as a stand-alone
trial, that is, without an interim injunction claim. An interim injunction claim must always
be accompanied by a permanent injunction claim. Damages can be obtained only in
permanent injunction claims.

An interim injunction is usually requested to prevent the defendant putting on the
market products that are considered to infringe the patent of the plaintiff, including its
supplementary protection certificate (SPC), if the validity of the patent has expired and
the SPC is still valid.

An interim injunction can be obtained if the patent owner demonstrates urgency, the
temporary character of the measures requested, and the appearance of a right, for
example, a patent or SPC.

Urgency means that in the absence of granting an interim injunction, there is a great
probability that the interests of the plaintiff will be harmed.

A temporary character, if granted, means that it is in force until a final decision is taken in
the permanent injunction claim.

An appearance of right is demonstrated with a letter patent, certificate or SPC and with an
excerpt of status from OSIM.

An interim injunction can be granted within two to three months from its submission.
Theoretically, it can be obtained in ex parte proceedings; however, most judges choose
inter partes proceedings. The defendant can appeal the interim injunction and can suspend
the interim injunction order.

An interim injunction still can be granted during a parallel cancellation proceeding against
the patent or SPC on which the injunction is sought if the judge considers that the odds of
success of the cancellation are low.

v Trial decision-maker

All matters are heard by one judge or, in some cases, by a panel of judges. Jury trials do
not exist in Romania.
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In some cases, the court orders an expert report on technical or account matters, or both,
but the court is not bound by the result of the expert report.

vi Structure of the trial

A patent lawsuit — either infringement or cancellation — is submitted by the plaintiff to the
competent court together with the evidence. Once the formal aspects are cleared, the writis
transmitted to the defendant, who has 25 days to submit a counter statement. Said counter
statement is sent to the plaintiff, who can submit a reply.

Electronic court filing is available in some courts, such as the Municipal Court of Bucharest
and the Bucharest Court of Appeal.

Once the exchange of documents is done, the court sets hearings, usually once every
month. The initial hearings usually deal with the types of evidence suggested by the parties.
At the last hearing, the pleadings take place. After the pleadings, in patent infringement
cases the parties submit written conclusions. Usually, in patent infringement cases, judges
deliver the operative part of the judgment within one to four weeks after the deadline of the
written conclusions. Said operative part of the judgment is available online. The motivation
of the decision is written two to four months after the ruling and handed to the parties by
special courier.

If the defendant is a foreign company and has no known address for service in Romania,
the plaintiff must submit a translation of the infringement writ in the language of the country
where the defendant is domiciled. The court clerk sends the writ and the annexes in that
country and waits for the official confirmation that the writ was served. This can take several
months, and maybe even one year if the address provided is not correct.

vii Infringement

Patent infringement can be direct or by equivalence. There is a statutory provision in Patent
Law No. 64/19911" according to which, to determine the scope of protection conferred by
the claims, any equivalent element shall be taken into account.

In practice, it is preferable to demonstrate direct infringement whenever possible.
Infringement by equivalence is still difficult for judges to understand. The Protocol to Article
69 EPC is known to Romanian judges, but the practical way of assessing equivalence is
still little known.

viii Defences

The most frequent defence of an alleged infringer defendant in a patent infringement case
is to lodge a nullification claim against the patent or the SPC of the infringement claim.

Said nullification claim can be filed either as a counterclaim at the same court having the
same deadline as the counter statement, or as a separate claim.m]

Usually, all possible arguments for nullification are invoked. The alleged infringer must
demonstrate that the patent does not satisfy at least one of the legal requirements: novelty,
inventive step, industrial applicability or that the patent has added matter in respect to
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the application as filed. If the infringement concerns an SPC, the alleged infringer must
demonstrate that the requirements to grant an spc® are not met.

Estoppel does not exist under Romanian law.

Laches are rarely invoked.

ix Time to first-level decision

In patent infringement cases and permanent injunction claims, the time to the decision
of the court of first instance is between one year — in the absence of an expert report
and in the absence of a patent cancellation claim by the defendant — and at least three
years, most likely four to five, with an expert report and patent cancellation claim by the
defendant. Remember that patent infringement is usually stayed during the trial in the
patent cancellation claim.

In patent cancellation cases, the time to the decision of the court of firstinstance is between
one yeatr, in the absence of expert report, and between two and three years if a patent
cancellation claim is lodged by the defendant.

x Remedies

There are two types of monetary remedies: court trial costs and damages.

The general rule is that the parties must ask for the monetary remedies and submit
evidence: the remedies are not awarded ex officio.

Court trial costs refer to the costs related to the lawyers, attorneys, experts and translators.
If requested by the parties, they are included in the decision in the sense that the losing
party is obliged to pay the winning party the amounts decided by the judge.

If the amount of court trial costs requested is considered to be reasonable, the judge can
award this in its entirety, otherwise the judge may award less than initially requested.

Damages must refer to infringement acts that have occurred in the past three years from
the date of lodging the court trial.

The value of damages sought must be demonstrated by the plaintiff. Usually, the method of
lost profit is used, but other methods of calculation may be accepted. If the value requested
is consistent and the infringer objects strongly, an expert report may be ordered by the
court to a court expert in accounts matters to determine the value of the damages to be
awarded.

In cases where the damages or trial costs (or both) awarded are not voluntarily paid by the
losing party, a separate lawsuit must be filed to obtain them.

xi Appellate review

All decisions of the first instance courts are subject to appellate review. If the first instance
court is the Municipal Court of Bucharest, the appellate court is the Bucharest Court of
Appeal.
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The appeal stage takes at least another year, in the absence of expert report, whereas
around six months pass between the two phases. In some cases, a second expert report,
drafted by another expert, is ordered by the judge of the appellate court.

A second appeal is possible in a reduced number of situations, and can concern only
matters of law. The second appeal court is the Bucharest High Court of Cassation and
Justice, in a system similar to the French system. In most cases, the High Court of
Cassation and Justice quashes the decision of the appellate court and sends the case
back either to the first instance court or to the appellate court.

xii Alternatives to litigation

Alternative dispute resolution methods are available, but rarely used.

The most frequently used alternative method is the settlement of the parties in the case of
a pending lawsuit. In this case, the settlement must be filed with the court and its content
is copied in the court decision.

Outlook and conclusions

A curious trend is consolidating in respect of expert reports for patent litigation.

As mentioned in Section IV.iii, in some cases, the court orders that an expert report is
carried out on technical matters.

The trend is that the court is more and more inclined to shift to court-appointed experts
matters of law that normally are in the competence of the court exclusively. This tendency is
complementary to the tendency of many court-appointed experts, fuelled by the behaviour
of some parties, to behave as judges.

To understand the tendency and its impact, we shall detail first the old practice before the
arising said trend.

There are rules for drafting a technical expert, such as that the expert must set at least
one meeting with all the parties where the parties must respond to the questions of the
expert. Meeting by videoconference is accepted. Each of the parties (plaintiff, defendant)
can appoint their own expert.

After the expert report is submitted, the parties can file objections to it. If the judge deems
necessary, the expertis invited to amend the expert report, or another expert is appointed.

Under the old practice, all questions were answered during the meeting with all the parties
and the court-appointed expert submitted his or her expert opinion directly to the court.

Under the new practice, either the court-appointed expert asks the parties to submit
points of view after the meeting, or the parties submit them on their own motion. The
result is the same: the court-appointed expert receives large documents from the parties
containing the same kinds of reasons as the usual submissions to the court: in some
cases, the documents from one party are communicated to the other party, who responds.
Practically, the court-appointed expert is transformed in an unofficial judge. The expert
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opinions themselves contain assertions that exceed the competence of the expert, such
as assessing whether the patent is novel or has an inventive step.

After the unhappy party submits objections to the expert report, in some cases, the court
sends the list of objections to the court-appointed expert without having passed them
through a filter and asks the court-appointed expert to respond to them. This puts the
court-appointed expert in a moral dilemma: some of the objections of the parties contain
wrong statements regarding the interpretation of the law. If the expert responds to them
clarifying that the party erred in the interpretation of the law, the expert exceeds his or her
competences. If the expert does not clarify that the party erred in the interpretation of the
law, then maybe the judge will not see the error. Patent matters are extremely complex,
and it is not rare to see judges fail to notice some errors in the interpretation of the law.

The practical consequence of the above is that, in some extreme cases, the
court-appointed expert is the one who actually takes the decision, as the judge relies fully
on his or her opinion and includes the expert's reasoning into the decision. Another negative
consequence is that some of the additional work requested from the expert — such to clarify
erred interpretation of the law contained in the observations of the parties — delays the
litigation procedures and increases the costs with the expertise without being useful for
the conclusions of the expert report.

In our view, this trend is worrying.

First of all, laws and rules have to be respected. Matters of law are and must remain to be
decided by the judge, while the role of the expert must be confined to shedding light on
particular technical matters.

Secondly, it distorts the functioning of the profession. Some patent attorneys are enlisted
with the Bureau of Technical Experts. They can acquire artificial value within the profession,
which is not healthy.

In our view, this tendency could be reversed if judges take a strong stance on limiting
the technical expert report to its original role. This can be done by revising carefully the
guestions suggested by the parties: currently, the questions are not revised at all; they are
simply passed to the expert, with the objections of the parties being revised before being
handed to the court-appointed expert.

A curious trend is consolidating in respect of expert reports for patent litigation.

As mentioned in Section IV.iii, in some cases, the court orders that an expert report is
carried out on technical matters.

The trend is that the court is more and more inclined to shift to court-appointed experts
matters of law that normally are in the competence of the court exclusively. This tendency is
complementary to the tendency of many court-appointed experts, fuelled by the behaviour
of some parties, to behave as judges.

To understand the tendency and its impact, we shall detail first the old practice before the
arising said trend.

There are rules for drafting a technical expert, such as that the expert must set at least
one meeting with all the parties where the parties must respond to the questions of the
expert. Meeting by videoconference is accepted. Each of the parties (plaintiff, defendant)
can appoint their own expert.
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After the expert report is submitted, the parties can file objections to it. If the judge deems
necessary, the expert is invited to amend the expert report, or another expert is appointed.

Under the old practice, all questions were answered during the meeting with all the parties
and the court-appointed expert submitted his or her expert opinion directly to the court.

Under the new practice, either the court-appointed expert asks the parties to submit
points of view after the meeting, or the parties submit them on their own motion. The
result is the same: the court-appointed expert receives large documents from the parties
containing the same kinds of reasons as the usual submissions to the court: in some
cases, the documents from one party are communicated to the other party, who responds.
Practically, the court-appointed expert is transformed in an unofficial judge. The expert
opinions themselves contain assertions that exceed the competence of the expert, such
as assessing whether the patent is novel or has an inventive step.

After the unhappy party submits objections to the expert report, in some cases, the court
sends the list of objections to the court-appointed expert without having passed them
through a filter and asks the court-appointed expert to respond to them. This puts the
court-appointed expert in a moral dilemma: some of the objections of the parties contain
wrong statements regarding the interpretation of the law. If the expert responds to them
clarifying that the party erred in the interpretation of the law, the expert exceeds his or her
competences. If the expert does not clarify that the party erred in the interpretation of the
law, then maybe the judge will not see the error. Patent matters are extremely complex,
and it is not rare to see judges fail to notice some errors in the interpretation of the law.

The practical consequence of the above is that, in some extreme cases, the
court-appointed expert is the one who actually takes the decision, as the judge relies fully
on his or her opinion and includes the expert's reasoning into the decision. Another negative
consequence is that some of the additional work requested from the expert — such to clarify
erred interpretation of the law contained in the observations of the parties — delays the
litigation procedures and increases the costs with the expertise without being useful for
the conclusions of the expert report.

In our view, this trend is worrying.

First of all, laws and rules have to be respected. Matters of law are and must remain to be
decided by the judge, while the role of the expert must be confined to shedding light on
particular technical matters.

Secondly, it distorts the functioning of the profession. Some patent attorneys are enlisted
with the Bureau of Technical Experts. They can acquire artificial value within the profession,
which is not healthy.

In our view, this tendency could be reversed if judges take a strong stance on limiting
the technical expert report to its original role. This can be done by revising carefully the
guestions suggested by the parties: currently, the questions are not revised at all; they are
simply passed to the expert, with the objections of the parties being revised before being
handed to the court-appointed expert.
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Introduction

As a Member State of the European Union, Slovakia's intellectual property (IP) regulation
is influenced by the international treaties and multilateral agreements that have been
implemented into its national IP regulation.

In Slovakia, IP protection is divided into two distinct groups.

The first type of IP protection is established by laws that govern authors' rights, which
protect works (i.e., literary, musical, photographic and architectural works) and various
other subject matter to which related rights are attached (i.e., artistic performance, sound
and audiovisual recording) and computer programs and databases. There is no registration
for authors' rights, as this form of protection naturally comes into existence upon the
creation of an original work of authorship. Therefore, this form of protection is more related
to artistic, cultural and software fields.

The second type of IP protection is governed by industrial property law. An industrial
property right requires registration with the Slovak Intellectual Property Office (IPO) or
other relevant authority (e.g., the European Union Intellectual Property Office (EUIPO)).
Slovak law recognises various types of IP rights, including patents, supplementary
protection certificates (SPCs), utility models, designs, trademarks, topography of
semiconductor products, and designations of origin of products and geographical
indications of products. This form of protection is more related to business and technical
sectors, manufacturing and services.

As a Member State of the European Union, Slovakia's intellectual property (IP) regulation
is influenced by the international treaties and multilateral agreements that have been
implemented into its national IP regulation.

In Slovakia, IP protection is divided into two distinct groups.

The first type of IP protection is established by laws that govern authors' rights, which
protect works (i.e., literary, musical, photographic and architectural works) and various
other subject matter to which related rights are attached (i.e., artistic performance, sound
and audiovisual recording) and computer programs and databases. There is no registration
for authors' rights, as this form of protection naturally comes into existence upon the
creation of an original work of authorship. Therefore, this form of protection is more related
to artistic, cultural and software fields.

The second type of IP protection is governed by industrial property law. An industrial
property right requires registration with the Slovak Intellectual Property Office (IPO) or
other relevant authority (e.g., the European Union Intellectual Property Office (EUIPO)).
Slovak law recognises various types of IP rights, including patents, supplementary
protection certificates (SPCs), utility models, designs, trademarks, topography of
semiconductor products, and designations of origin of products and geographical
indications of products. This form of protection is more related to business and technical
sectors, manufacturing and services.

i Patents
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Patent protection is established by the registration of a patent, granting the owner exclusive
rights to use an invention for a certain time period. The patent application can be filed
by the inventor or multiple co-inventors, their legal representatives or their successors,
and in cases of employee invention, by the employer. After its filing, a patent application
is published in the IPO's gazette for 18 months. The registration process may extend up
to three years. Both Slovak national patents and European patents designating Slovakia
remain effective in the country for 20 years from the application filing date. Registering
and maintaining a patent involves official fees, and failure to make timely payments might
result in the forfeiture of the patent application. The maximum duration of patent protection
is 20 years. A patent cannot be granted, for example, for a discovery, scientific theory,
computer program, plant variety, animal breed, disease diagnosis, treatment procedure,
cloning method or use of the human embryo.

ii SPCs

SPCs protect medicinal products and plant protection products, allowing their launch on
the market solely upon an official authorisation. SPCs can be granted only to an owner of
a basic patentlz] or to a legal successor thereof. The deadline for filing an SPC application
is six months from the date of obtaining a first authorisation to place a medicinal product or
plant protection product on the Slovak market. An official fee for filing an SPC application is
payable within 15 days of receiving the SPC application number assignment information.
The SPC shall be granted by the IPO if the following conditions are met:

1. a medicinal product or plant protection product is protected by a valid patent;
2. there is a valid marketing authorisation; and

3. no SPC has already been granted previously.

An SPC has effect in Slovakia for a period of five years starting on the date of its
effectiveness. This period can be extended by six months only in relation to protection of
paediatric medicinal products. Official fees are applicable for maintaining an SPC.

iii Utility models

A utility model protects a registered utility model providing exclusive rights to its owner
to use a new industrially usable technical solution that is a result of an inventive activity
in a technological field. A utility model application can be filed by an inventor or several
co-inventors, their legal representatives or their successors, or an employer for an
employee utility model. A utility model application is published in the IPO's gazette for six
months after its filing. The registration process can take up to 12 months. A Slovak national
utility model has effect in Slovakia for four years from the date of the application filing. This
period can be extended twice for three years each (i.e., the maximum period of protection
is 10 years). There are official fees for registering and maintaining the utility model. A utility
model cannot be granted for a discovery, scientific theory, mathematical method, aesthetic
creation, plan, rule or computer program.

iv Designs
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Design protection grants exclusive rights to an owner of a registered design to use a new
and distinctive designation of an industrial or craft product or part thereof for a certain
period. A design application can be filed by an originator or an originator's representative,
an originator's legal successor or an employer for employee designs. The IPO registers a
design in its Designs Register and the registration is published in the IPO's gazette. Slovak
national designs remain effective in Slovakia for five years from the date of the application
filing. This period can be extended four times for five years each time (i.e., the maximum
period of protection for registered designs is 25 years). Official fees are applicable for both
the registration of a design and the extension of its protection period. Designs cannot be
granted for technical, constructional, functional or material aspects of the product.

v Trademarks

Trademark protection grants exclusive rights to an owner of a registered trademark to
use: (1) a word; (2) a figurative, spatial or positional mark; (3) a design mark; (4) a mark
consisting of a single colour or a combination of colours without outlines; (5) a sound mark;
(6) movement; (7) multimedia; (8) a holograph; or (9) other mark capable of distinguishing
the goods or services of one party from the goods or services of other parties. A trademark
application can be filed by an individual, a legal entity or an association of individuals or
legal entities or their representatives. Once filed, a trademark application is published in
the IPO's Trademark Register. An opposition can be filed against the registration of the
trademark application within three months of its publication in the trademark register. The
opponent must meet the legal requirements pursuant to Section 7 of the Trademarks Act.
Additionally, any party has the right to file an objection against a trademark application
before an application process is finished. A Slovak national trademark has effect in Slovakia
for 10 years from the date of the application filing. This period can be repeatedly extended
each time for 10 years without any limitations. Official fees are applicable for filing a
trademark application and maintaining the trademark. Trademark rights expire only if a
trademark has lapsed, an owner forfeits the trademark, or a trademark is revoked or
declared invalid by an IPO decision in proceedings initiated by a third party. Trademarks
cannot be granted for certain types of subject matter; for example, those comprising a
Slovak flag or a Slovak coat of arms. It must be noted that a mark not registered within the
IPO can gain certain legal protection if it is used for a sufficiently long time and it is not just
used locally.

vi Topography of semiconductor products

Semiconductor product topography protects a series of fixed or encoded interrelated
representations of a three-dimensional arrangement of which a semiconductor product is
composed, which depicts a surface pattern of the semiconductor product at any stage of
its production and is a result of an inventor's creative intellectual activity. An application
for topography may be filed by an originator, co-originators or an employer for employee
topography and, furthermore, a licensee to topography. An official fee is applicable for
registering a topography. The IPO registers topographies and issues a certificate of
registration to an applicant; the IPO also publishes the registration in its gazette. A
topography has effect in Slovakia from the day of its first commercial use if the application
was filed within two years of this use, or from the day of the filing of the application if the
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topography was not used commercially for a period of 10 years. The 10-year period starts
from the end of the calendar year in which the topography protection was granted.

vii Designations of origin of products and geographical indications of
products

Designations of origin and geographical indications of products protect objects whose
quality or characteristics derive from natural conditions or those that are associated with a
particular geographical area by reputation, tradition or geographical origin (i.e., agricultural
products, foodstuffs, wine, spirits, mineral waters, handcraft products). An application for
designation of origin or geographical indication of product can be filed by: (1) an association
or federation of producers without regard to its legal form; (2) an association or federation
of processors without regard to its legal form; and (3) an individual or a legal entity in
cases where, at the time of filing the application, the individual or legal entity is the only
one producing or processing the product in the defined territory. The protection can be
provided at a national, international and European Union level. Agricultural products and
foodstuffs can be registered only at the European Union level (i.e., there is no option for a
national registration).

Year in review

On 2 February 2023, Act No. 455/2022 amended Act No. 185/2015 Coll. Copyright act.
The aim of this amendment is clarification in cases where rights to exercise collective
administration overlap in case of representation of ‘'unrepresented right holders'.

On 2 February 2023, Act No. 455/2022 amended Act No. 185/2015 Coll. Copyright act.
The aim of this amendment is clarification in cases where rights to exercise collective
administration overlap in case of representation of 'unrepresented right holders'.

Obtaining protection

After certain requirements are met, several IP rights, including unregistered marks,
copyright and trade secrets are protected under Slovak law without the need for
registration.

Legal protection for other IP rights, including patents, SPCs, trademarks and utility models
arises once they are registered with the IPO or another appropriate authority (e.g., EUIPO).

As regards patents, all inventions in all fields of technology with an industrial use are
patentable under Slovak law if they comprise an inventive step and they are innovative,
pursuant to Section 5(1) of the Patents Act.

Slovak law excludes certain categories from being considered as inventions. Section 5(3)
of the Patents Act provides an illustrative list of such categories, including discoveries,
scientific theories, mathematical methods, aesthetic creations, computer programs and
information provision. Additionally, plans, rules and methods of executing intellectual
activities, games and business activities are not considered as inventions. Pursuant to
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Sections 1(1) and 3 of the Authors Act, artistic and scientific works, including computer
programs, are protected by the authors' rights.

In addition, certain subjects are excluded from patentability, especially plant varieties and
animal breeds. Furthermore, basic biological processes for obtaining plants and animals,
methods for treating human and animal diseases as well as methods for diagnosing and
preventing diseases are also excluded, with the exception of products (e.g., substances
and mixtures) that can be used for the above-mentioned treating, diagnostic or prevention
methods.

Pursuant to Section 6(1)(d) of the Patents Act, itis generally not possible to patent parts of a
human body, including genetic sequence discoveries. Exceptions are made for patentable
material, such as genetic sequences and partial gene sequences isolated from the human
body or otherwise technically produced, pursuant to Sections 6(1)(d) and 5(2)(a) of the
Patents Act.

Furthermore, biotechnological products relating to products manufactured from or
consisting of biological materials or to processes for the production, operation or use of
such biological materials may be subject to the patent even if it concerns animals or plants
in case of technological achievement of the patent is not limited to a certain plant variety
or certain animal breed.

Historically, Swiss-style claims were accepted and granted protection in Slovakia. However,
the current trend at the IPO is shifting away from patenting Swiss-style claims, and
applicants are often encouraged to reformulate or rephrase such claims.

Once a patent application is filed, the IPO will conduct a preliminary examination (i.e., the
IPO will focus on priority right, formal conditions, etc.). The examination of the entire patent
application is carried out based on the request of an applicant or a third party. Withdrawal
of the application is not possible. In cases deemed necessary, the IPO may initiate a full
review ex officio, which means that it can proceed at its own discretion without a request
of an applicant or a third party.

After certain requirements are met, several IP rights, including unregistered marks,
copyright and trade secrets are protected under Slovak law without the need for
registration.

Legal protection for other IP rights, including patents, SPCs, trademarks and utility models
arises once they are registered with the IPO or another appropriate authority (e.g., EUIPO).

As regards patents, all inventions in all fields of technology with an industrial use are
patentable under Slovak law if they comprise an inventive step and they are innovative,
pursuant to Section 5(1) of the Patents Act.

Slovak law excludes certain categories from being considered as inventions. Section 5(3)
of the Patents Act provides an illustrative list of such categories, including discoveries,
scientific theories, mathematical methods, aesthetic creations, computer programs and
information provision. Additionally, plans, rules and methods of executing intellectual
activities, games and business activities are not considered as inventions. Pursuant to
Sections 1(1) and 3 of the Authors Act, artistic and scientific works, including computer
programs, are protected by the authors' rights.
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In addition, certain subjects are excluded from patentability, especially plant varieties and
animal breeds. Furthermore, basic biological processes for obtaining plants and animals,
methods for treating human and animal diseases as well as methods for diagnosing and
preventing diseases are also excluded, with the exception of products (e.g., substances
and mixtures) that can be used for the above-mentioned treating, diagnostic or prevention
methods.

Pursuant to Section 6(1)(d) of the Patents Act, it is generally not possible to patent parts of a
human body, including genetic sequence discoveries. Exceptions are made for patentable
material, such as genetic sequences and partial gene sequences isolated from the human
body or otherwise technically produced, pursuant to Sections 6(1)(d) and 5(2)(a) of the
Patents Act.

Furthermore, biotechnological products relating to products manufactured from or
consisting of biological materials or to processes for the production, operation or use of
such biological materials may be subject to the patent even if it concerns animals or plants
in case of technological achievement of the patent is not limited to a certain plant variety
or certain animal breed.

Historically, Swiss-style claims were accepted and granted protection in Slovakia. However,
the current trend at the IPO is shifting away from patenting Swiss-style claims, and
applicants are often encouraged to reformulate or rephrase such claims.

Once a patent application is filed, the IPO will conduct a preliminary examination (i.e., the
IPO will focus on priority right, formal conditions, etc.). The examination of the entire patent
application is carried out based on the request of an applicant or a third party. Withdrawal
of the application is not possible. In cases deemed necessary, the IPO may initiate a full
review ex officio, which means that it can proceed at its own discretion without a request
of an applicant or a third party.

Enforcement of rights

i Possible venues for enforcement or revocation

The validity of a certain registered IP rights can be challenged in administrative
proceedings before the IPO or other relevant authority (e.g., EUIPO), for example by a
revocation action or invalidation action. The administrative proceedings within the IPO can
be divided into a first instance proceeding before the IPO and an appellate proceeding
before the IPO president. An administrative action can be filed with an administrative court
against a decision of the IPO president.

Concerning civil and commercial disputes arising from claims related to the infringement of
IP rights, the District Court in Banska Bystrica is a first-instance court in Slovakia. This also
applies for IP disputes having a nature of unfair competition and copyright law. Its appellate
court is the Regional Court in Banska Bystrica. Decisions of the appellate court can be
challenged by an extraordinary appeal within the Supreme Court with certain exemptions
to this rule. Decisions of the Supreme Court can be further challenged by a constitutional
complaint within the Constitutional Court. While the Constitutional Court decisions can be
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challenged by a complaint filed with the European Court of Human Rights (ECHR), the
ECHR cannot overturn Constitutional Court decisions.

Concerning criminal disputes arising from the infringement of IP rights, a Slovak prosecutor
and police can establish that prerequisites, including malicious intent and sufficient harm
to an injured party can be brought before a criminal court.

ii Litigation process

Requirements for jurisdiction and venue

An IP right claim can be initiated by an owner of the IP right. A non-exclusive licensee is
eligible to file an action for IP right infringement claims only upon obtaining the written
consent of an IP right owner in matters involving registered IP rights such as patents,
SPCs and trademarks. An exclusive licensee is eligible to file such an action only if it has
previously notified an IP right owner in written form about an infringement, and the IP right
owner failed to file an action within a reasonable period. It is also possible for any of the
mentioned parties to join ongoing proceedings as an intervenient.

In IP-related court proceedings, there is a mandatory requirement for a party to be
represented by an attorney-at-law, except for a defendant possessing a college degree
in law. In case the party lacks representation of an attorney-at-law, the court will notify
the party of this deficiency and set a deadline for obtaining representation by an
attorney-at-law. Failure to comply with the court's request would result in disregarding the
party's submissions by the court.

Obtaining relevant evidence of infringement and discovery

A responsibility of proving claims rests with a party initiating the claim, such as a plaintiff
in the case of a claim regarding the infringement of an IP right.

In the civil court proceedings, any party has an option to request the court to compel
individuals possessing relevant evidence to present evidence during the proceedings.

In the context of patent infringement disputes, these court proceedings are heard by legal
judges without technical backgrounds. Consequently, it may be advisable to engage an
expert to prepare an expert opinion on patent infringement before the court proceeding is
initiated. If all prerequisites of such an expert opinion are met, it holds equivalent weight
to an opinion prepared by an expert appointed by the court. This recommendation also
extends to calculations associated with a claim for damages.

Preliminary injunctions

A prerequisite for urgency necessitates that an application for a preliminary injunction must
be filed within a reasonable period after a plaintiff becomes aware of an infringement.
Although such a reasonable period is not explicitly defined, Slovak courts typically accept
the filing of the application a few months after discovering an infringement.
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The court issues its decision on the preliminary injunction application within a deadline
of 30 calendar days. If the preliminary injunction is granted, the plaintiff is ordered to file
an action on the merits within a deadline set by the court, which usually amounts to 30
calendar days. A natification of the court to a defendant about an ongoing first instance
preliminary injunction proceeding shall not apply also for a notification of a decision to a
defendant if the entire preliminary injunction is rejected.

Given the lack of court natification to the defendant in first-instance preliminary injunction
proceedings, it falls upon the defendant to actively monitor proceedings in relevant local
courts and take immediate action upon finding about a pending preliminary injunction
proceeding.

Slovak courts are not obligated to follow the conclusions of foreign judicial or official
authorities in their decisions regarding similar matters, except for final decisions of
authorities whose jurisprudence is explicitly binding in specific matters as per relevant
Slovak law, such as the EPO, EUIPO or CJEU. Additionally, an ongoing invalidation
proceeding at the EPO should not influence preliminary injunction proceedings until a final
decision is issued.

Trial decision-maker

During the first-instance court proceeding, a single legal judge without technical expertise
presides over the proceedings. This judge oversees the proceedings and plays a crucial
role in determining the outcome of the case. For cases that proceed to the Regional Court
in Banska Bystrica, which serves as the appellate court, and further to the Supreme Court
and the Constitutional Court, a panel of three judges or, in special cases, more judges,
presides over the proceedings. The appellate proceeding allows for a comprehensive
review of claims, arguments and evidence presented during the first instance.

Based on the court's work schedule, judges are fairly assigned to certain cases. Should
parties perceive impartiality concerns, they retain the right to object to the judge overseeing
the case. This ensures transparency and upholds the principles of justice.

One distinctive feature of the Slovak legal system is the absence of technical judges or a
jury. Cases are decided by legal professionals who evaluate legal arguments, evidence
and applicable laws to reach a verdict.

Structure of the trial

Typically, all claims and counterclaims are addressed within a single court proceeding.
While there is an option for orally dictating an action or application to the court, this
is exceptionally rare. The usual practice for a plaintiff involves filing a written action or
application with all necessary evidence enclosed and to pay a court fee. Upon receipt, the
first instance court shall examine whether the formal prerequisites of the action have been
met and subsequently forward it with all enclosures to the defendant, who shall have the
opportunity to reply to the action within the deadline given by the court. If the defendant
exercises their right, the court will forward the response to the plaintiff, who may file a
rejoinder. Subsequently, the plaintiff's rejoinder is forwarded to the defendant, who can
respond. Both parties retain the flexibility to make additional submissions throughout the
court proceeding.
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Oral hearings are conducted for evidence presentation, and the court may decline to
consider evidence not submitted in a timely manner, especially if a party intentionally
withholds evidence for later use. Multiple hearings may occur if necessary in first instance
proceedings. During appellate and subsequent proceedings, oral hearings are infrequent
unless additional evidence is deemed necessary.

Infringement

Various types of IP infringements can occur across different categories of IP rights. Lists
enumerating activities deemed as infringements of registered IP rights are outlined in
relevant acts.

Patent infringement may occur in case of manufacturing, exploiting, using, offering or
launching on the market a product protected by a patent without the patent owner's
authorisation. This also applies for storing or importing a patented product for the
above-mentioned purposes.

Trademark infringement may arise from unauthorised use of a registered trademark for
goods or services identical or similar to those for which the trademark is registered as well
as use of a similar or identical mark that may cause confusion with a well-known trademark.

Copyright infringement may arise from unauthorised reproduction, distribution, public
performance or communication to the public of copyrighted works such as literary, musical
and artistic creations. This also applies for unauthorised use of software, databases or
other materials protected by copyright.

Design right infringement may arise from unauthorised use, reproduction or distribution of
a registered design for industrial or craft products.

Utility model infringement may arise from unauthorised use or exploitation of a registered
utility model without the owner's consent.

Semiconductor product topography infringement may arise from unauthorised
reproduction or use of fixed or encoded representations of semiconductor product
topographies.

Trade secret infringement may arise from unauthorised acquisition, use or disclosure of
confidential business information, formulas or processes that constitute trade secrets.

In addition, unfair competition provisions such as false advertising, misleading labelling of
a product, free-riding on reputation, misleading practice or other deceptive trade practices,
among others may apply to certain cases of IP right infringements.

Defences

Legal action can be taken through civil or administrative proceedings to enforce IP rights
depending on the type of IP right involved and the applicable legal provisions.

A future infringer may file a declaratory administrative action to pre-empt infringement
claims with the IPO in the pre-litigation phase. Pursuant to Section 27 of the Patents Act,
a claim for a compulsory licence to patents can be made three years after the patent is
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granted or four years after filing a patent application. The extension of a compulsory licence
is bound by particular statutory limitations.

In circumstances that the evidence presented by the plaintiff does not establish an
infringement or a threat of infringement of IP rights, the defendant is able to oppose such a
preliminary injunction. The defendant may file for dismissal of a preliminary injunction as a
result of new factual circumstances that were not present at the time when the preliminary
injunction decision was issued. Moreover, the defendant may request the court to order the
plaintiff to pay a bond that would cover any potential damages inflicted by the preliminary
injunction, if the plaintiff succeeds in the action on the merits; the bond is refunded in full
amount.

In proceedings concerning an action on the merits, a defendant may seek to demonstrate
the absence of actual infringement or a threat thereof, along with other defences such
as exhaustion of rights, fair use exemptions, toleration of trademark use, and non-use of
trademarks.

The validity of IP rights may be contested through separate administrative proceedings
by the defendant; furthermore, the defendant may request the court to stay infringement
proceedings. In both cases the outcome depends on the presiding judge and the
circumstances of the case.

Equitable defences are not recognised under Slovak law.

Time to first-level decision

As regards first-instance proceedings within the IPO, those can take from one to two years
while first instance of the civil court proceedings can take from one to three years before
the decision is issued. In case of first-instance decisions related to preliminary injunction
matters, a statutory deadline to issue a decision is 30 days.

Remedies

The specific elements and remedies for IP infringement can vary depending on the type of
IP right involved and the applicable legal provisions.

Customs seizure as a pretrial remedy can be conducted to protect IP rights. Action against
allegedly infringing goods may be taken by an IP rights owner, such as a trademark, SPC
or patent owner, who may file an application to the Customs Office. Upon approval of
the filed application, the Customs Office initiates the seizure of goods suspected of IP
rights infringement. The seizure of allegedly infringing goods may also be carried out by
the Customs Office on its own initiative without a decision. Once the seizure of goods
is carried out, the IP right owner is informed thereof by the Customs Office either by a
written or electronic notice. The recipient of the decision is able to oppose the destruction
of goods or to state whether the seized goods infringe the IP rights and whether they
should be destroyed within 10 business days (three days in cases of goods that are highly
perishable). In the circumstance that the recipient fails to do so, it implies consent for the
goods' destruction. The Customs Office will simultaneously inform the holder of goods (the
person who is selling, offering, manufacturing, owning, storing, transporting or retaining the
goods) regarding the seizure, who may appeal the decision of the Customs Office within
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three days. If the holder of goods opposes the decision within the given deadline, the IP
right owner must file an infringement action with a court otherwise the seizure of goods will
be terminated.

As an option for temporary relief or permanent relief in particular cases, an application
for a preliminary injunction may be sought. The defendant may be ordered by the court to
refrain from activities infringing or threatening to infringe IP rights. Instead of being ordered
to refrain from activities infringing or threatening to infringe IP rights and upon the plaintiff's
request, the court may order the defendant to pay a security covering damages. The court
grants a preliminary injunction if the prerequisite of urgency is met and if the applicant
is able to establish that an actual infringement or threat of infringement of IP rights has
occurred. The preliminary injunction must be filed by the applicant within a reasonable
time of the plaintiff becoming aware of infringement or threat of infringement of IP rights.
Although there is no statutory period within which a preliminary injunction is supposed to
be filed, ideally a few months after the plaintiff acquaints itself with the circumstances which
constitute grounds for filing a preliminary injunction will be acceptable. If the court grants
the preliminary application, the plaintiff is subsequently ordered to file an action on the
merits within a 30-day deadline ordered by the court. The plaintiff may be held responsible
for any damages and harm incurred by the defendant and third parties as a result of the
preliminary injunction should the preliminary injunction be lifted for reasons unrelated to
the plaintiff's claims being satisfied or related to an action on the merits being granted.

Various remedies in the action on the merits are available depending on the IP right.
In cases of patent infringement, an infringer may be ordered to refrain from infringing
activities. Claims against unjust enrichment, for financial redress and damages, and to
provide information relating to the infringement, are also available to the plaintiff. In certain
cases, violation of an IP right may also constitute unfair competition conduct.

Appellate review

Appellate court proceedings primarily occur in written form, with oral hearings being the
exception. These proceedings involve a panel of three legal judges who lack a technical
background.

The scope of appellate review, encompassing claims, arguments and evidence is
constrained by the appellate reasons stated in the appeal and the extent to which the
first-instance decision is challenged.

Typically, the introduction of new evidence is not permitted in appellate court proceedings.
However, exceptions exist, such as when a party is unable to present evidence through no
fault of its own, as seen in cases where an intellectual property right has been declared
null and void subsequent to a first-instance decision or when a witness is unable to testify
because of iliness.

The period for an appellate court to issue its decision can range from one to three years.

iii Alternatives to litigation

Parties have an option to engage in alternative dispute resolution proceedings prior to
initiating a court proceeding or even during its course. Slovak courts are supposed to
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actively lead parties toward reaching a settlement. In case parties successfully negotiate a
settlement during an ongoing court proceeding, they can jointly request the court to issue
a decision based on their settlement.

In addition to court proceedings, alternative dispute resolution (ADR) proceeding within the
ADR Centre is possible to resolve, for example, a domain dispute between a domain owner
and a plaintiff whose IP rights, usually trademarks, are infringed. An action on infringement
of an IP right by a domain can be based on trademark rights, good reputation of a trademark
and unfair competition. The ADR proceeding is a one-instance proceeding and the ADR
decision can be challenged within a civil court only for limited reasons. Furthermore, the
court proceeding will start as of the beginning.

In case of new trademark applications, a third party may file opposition within a deadline of
three months of the date the trademark application was published in the trademark register
with an IPO. The applicant may file a response on the opposition within one month. This
deadline can be extended. The opponent may request the IPO to provide the response
of the applicant and file a rejoinder. Once an IPQ's decision on the filed opposition is
issued, the parties may challenge this decision within a deadline of 30 days by an appeal
to the IPO's president (please refer to information on possible venues for enforcement or
revocation in Section IV.i).

Outlook and conclusions

The increasing reliance on technology and innovation is evident in the evolving nature of
IP practice in Slovakia. With a growing emphasis on protecting digital assets, software, and
advancements in various technological fields, practitioners are navigating new challenges
and opportunities. As emerging technologies continue to drive economic growth, the
need for robust IP protection in areas such as artificial intelligence, biotechnology and
cybersecurity is likely to intensify.

Additionally, as counterfeiting and infringement pose ongoing threats, the future may
witness an increased emphasis on effective enforcement strategies and collaboration
between law enforcement and IP right owners.

The increasing reliance on technology and innovation is evident in the evolving nature of
IP practice in Slovakia. With a growing emphasis on protecting digital assets, software, and
advancements in various technological fields, practitioners are navigating new challenges
and opportunities. As emerging technologies continue to drive economic growth, the
need for robust IP protection in areas such as artificial intelligence, biotechnology and
cybersecurity is likely to intensify.

Additionally, as counterfeiting and infringement pose ongoing threats, the future may
witness an increased emphasis on effective enforcement strategies and collaboration
between law enforcement and IP right owners.

Endnotes

1 Dominik Bajger is a junior attorney at ermak a spol. ~ Back to section
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2 A basic patent is a patent that protects a medicinal product or plant protection product
as such, a preparation for plant protection, and the method of production and the
application of a medicinal product or a plant protection product, and designated by its
owner for the purposes of the certification process. ~ Back to section
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Introduction

Turkiye is one of the most important jurisdictions for intellectual property (IP) law, litigation
and enforcement due to its role as a transportation hub between Europe and Asia.
Many textile companies either have manufacturing facilities in Turkiye or outsource the
manufacturing of their products to companies in Turkiye. Therefore, the protection of IP
rights is essential for the regulation of commercial practices related to intellectual property.

In Turkiye, IP cases are handled by specific IP courts (IP civil courts and IP criminal courts),
located in major cities such as Istanbul, Ankara and Izmir. Judges in these courts solely
handle IP cases, which creates a more predictable litigation and enforcement environment
and enables a consistent and accurate implementation of IP rules.

Furthermore, Turkish IP law is closely aligned with EU law and international norms. In
this regard, Turkiye is in a favourable position for the protection of IP rights both in terms
of modern and EU-aligned legislation and IP litigation. That said, there are many local
features, which are explained below.

With regard to the alignment to EU laws, Turkiye has signed and enacted the following key
treaties and conventions that are now part of local IP law:

the Paris Convention;

the Patent Cooperation Treaty;

the European Patent Convention;

the Berne Convention;

the Madrid Protocaol;

the Hague Agreement; and
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the Rome Convention.

Turkiye is also a member of the World Trade Organization and is a signatory to the
Agreement on Trade-Related Aspects of Intellectual Property Rights.

Turkiye is one of the most important jurisdictions for intellectual property (IP) law, litigation
and enforcement due to its role as a transportation hub between Europe and Asia.
Many textile companies either have manufacturing facilities in Turkiye or outsource the
manufacturing of their products to companies in Turkiye. Therefore, the protection of IP
rights is essential for the regulation of commercial practices related to intellectual property.

In Turkiye, IP cases are handled by specific IP courts (IP civil courts and IP criminal courts),
located in major cities such as Istanbul, Ankara and Izmir. Judges in these courts solely
handle IP cases, which creates a more predictable litigation and enforcement environment
and enables a consistent and accurate implementation of IP rules.

Furthermore, Turkish IP law is closely aligned with EU law and international norms. In
this regard, Turkiye is in a favourable position for the protection of IP rights both in terms
of modern and EU-aligned legislation and IP litigation. That said, there are many local
features, which are explained below.
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With regard to the alignment to EU laws, Turkiye has signed and enacted the following key
treaties and conventions that are now part of local IP law:

the Paris Convention;

the Patent Cooperation Treaty;

the European Patent Convention;

the Berne Convention;

the Madrid Protocol;

the Hague Agreement; and
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the Rome Convention.

Turkiye is also a member of the World Trade Organization and is a signatory to the
Agreement on Trade-Related Aspects of Intellectual Property Rights.

i Legislation

In TUrkiye, there are two main laws regulating IP rights: Law No. 6769 of 22 December 2016
on Industrial Property (the Industrial Property Law) and Law No. 5846 of 5 December 1951
on Intellectual and Artistic Works (the Law on Intellectual and Artistic Works).

Patents, utility models, trademarks, industrial designs and geographical indications are
mainly protected by the Industrial Property Law. On the other hand, copyrights are
protected under the Law on Intellectual and Artistic Works. According to Turkish law,
protection is also possible under general provisions such as those on unfair competition.

Brief descriptions of the commonly recognised IP rights in Turkiye are given below. See
Sections Il and IV for information on how to acquire protection for these rights, the limits
of protection and how to enforce these rights.

ii Trademarks

A trademark is a sign that distinguishes a company's products or services from those of its
competitors. Names, designs, logos, letters and numerals can be registered as a trademark
in Turkiye. Trademarks can also include the shape of products or their packaging.

ili Copyrights

Original works that bear the characteristics and originality of the author are protected by
copyrights. These works are classified by the Law on Intellectual and Artistic Works as
follows:
1. science and literature;
2. music;
3. fine art; and
4

. cinema.
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These categories are numerus clausus, but there are also some subcategories such as
computer software, which is listed under 'science and literature'. Note that, in Turkiye, the
author of a work can only be the individual who has created that piece of work.

iv Industrial designs

The appearance of the whole or a part of a product can be registered as a design. This
includes features such as the product's lines, colour, texture and shape.

v Patents and utility models

A new invention can be protected as a patent or utility model. Both patents and utility models
require the invention to be novel and capable of industrial application. The requirements
for acquiring a utility model are less stringent than for patents. The registration process for
utility models is significantly simpler and faster than for patents. The length of protection is
also different for patents and utility models.

vi Geographical indications

Signs indicating the origin of a product can be registered as geographical indications.
Products that have a specific quality, reputation or characteristic attributable to a particular
place, area, region or country can have a geographical indication.

Year in review

As of 10 January 2024, a novel procedure regarding the revocation of trademarks,
regulated under the Industrial Property Law, has entered into force. Accordingly, this novel
revocation procedure allows the interested persons to directly request revocation of a
registered trademark from the Turkish Patent and Trademark Office, without the need to
file a lawsuit before the courts. On the other hand, the details of the implementation of this
procedure are yet to be determined.

The provision on the revocation procedure authorises the Turkish Patent and Trademark
Office to revoke trademarks that meets any of the following conditions:
1. non-use of the trademark for five years of its registration date;

2. the trademark becomes a common name for the goods and services for which it is
registered due to the trademark owner's failure to take necessary measures;

3. the trademark is misleading for the public regarding the nature, quality or
geographical origin of the goods or services for which it was registered; and

4. use of the trademark contrary to the technical specification for the guarantee mark
or collective mark.

As of 10 January 2024, a novel procedure regarding the revocation of trademarks,
regulated under the Industrial Property Law, has entered into force. Accordingly, this novel
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revocation procedure allows the interested persons to directly request revocation of a
registered trademark from the Turkish Patent and Trademark Office, without the need to
file a lawsuit before the courts. On the other hand, the details of the implementation of this
procedure are yet to be determined.

The provision on the revocation procedure authorises the Turkish Patent and Trademark
Office to revoke trademarks that meets any of the following conditions:
1. non-use of the trademark for five years of its registration date;

2. the trademark becomes a common name for the goods and services for which it is
registered due to the trademark owner's failure to take necessary measures;

3. the trademark is misleading for the public regarding the nature, quality or
geographical origin of the goods or services for which it was registered; and

4. use of the trademark contrary to the technical specification for the guarantee mark
or collective mark.

Obtaining protection

i Trademarks

All distinctive and graphically representable signs, such as words, names, acronyms,
letters, numbers, devices, holograms, the three-dimensional form of an item or its
packaging and any combination of the above, including sound marks graphically
represented, can be registered as a trademark.

Trademark applications should be filed with the Turkish Patent and Trademark Office.
Alternatively, as Turkiye is a member of the Madrid Protocol, an international application
can be filed through the World Intellectual Property Organization by designating Turkiye.

Additionally, it is possible to claim priority based on an earlier application filed in another
country, provided that the country where the earlier application is made is a member of the
Paris Convention.

The application will first be examined by the Turkish Patent and Trademark Office. The
Patent and Trademark Office can reject the application based on the following absolute
grounds stipulated in Article 5 of the Industrial Property Law:

1. non-compliance with the legal requirements of the Industrial Property Law;

2. existence of an identical or indistinguishably similar earlier trademark or trademark
application, covering the same or same type of goods or services;

3. lack of descriptiveness;
4. if the mark has become customary in current and established trade practices;

5. if the mark consists of a shape resulting from the nature of the goods or necessary
to obtain a technical result or that gives substantial value to the goods;

6. deceptiveness;
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7. no authorisation from the relevant authorities for the use of the mark;

8. the mark involves armorial bearings, emblems or hallmarks with historical and
cultural value that are of concern to the public and the registration of which is not
authorised by the relevant authorities;

9. the mark involves religious values or symboals;
10. the mark is contrary to public policy and public morals; and

11. the mark is composed of or contains a registered geographical indication.

If the Turkish Patent and Trademark Office does not reject the application on absolute
grounds, it will authorise the publication of the trademark in the Official Bulletin.

Third parties can oppose the application based on absolute or relative grounds as
stipulated in Article 6 of the Industrial Property Law. The time limit for filing an opposition
is two months from the publication date in the Official Bulletin.

The relative grounds for refusal are that:

1. the application is identical or similar to an earlier trademark registration or
application and covers identical or similar goods or services, and there is a likelihood
of confusion between them;

2. it is an application for an identical or indistinguishably similar trademark by the
trademark owner's agent or representative, to be registered under the agent's or
representative's own name, without any valid justification or authorisation from the
trademark owner;

. there is prior and genuine ownership by a third party of the mark applied for;

3

4. there is a well-known mark under Article 6 bis of the Paris Convention;

5. there is an earlier trademark registration or application well known in Turkiye;
6

. the application contains the name, trade name, photograph, copyright or industrial
property right of a third party;

7. the application is identical or similar to a trademark registration, the protection period
for which has ended because of non-renewal, covers identical or similar goods or
services, the application is filed within two years of the end of the protection period
of the earlier registration, and the earlier registration is put to use within this two-year
period; and

8. the application is filed in bad faith.

If the application is ex officio rejected or rejected based on a third-party opposition, the
applicant will be entitled to object to the rejection within two months of receiving the
relevant notification. In this case, the Re-examination and Evaluation Board will examine
the objection. The decision of the Re-examination and Evaluation Board is the final decision
of the Turkish Patent and Trademark Office. To object to this decision, a court action can
be initiated within two months of the notification of the final decision.

If no rejection or opposition occurs, the trademark will be registered after the payment of
registration fees. The trademark registration process typically takes approximately seven to
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eight months, provided there are no objections or opposition. Having said that, protection
of a trademark starts as of the first application date and, therefore, during the registration
process the trademark is entitled to protection.

The term of protection of a registered trademark is 10 years from the date of filing of the
application. Registration is renewable for further periods of 10 years perpetually.

ii Industrial designs

The applications for the registration of industrial designs are filed with the Turkish Patent
and Trademark Office. The industrial design can be registered if it is novel and has an
individual character.

A design is deemed novel if it has not been made publicly available anywhere else in the
world prior to the application date or the priority date. However, the application can be
filed in Turkiye up to 12 months after the first disclosure of the design worldwide. If the
Turkish Patent and Trademark Office finds that the application is appropriate for registration,
the industrial design is registered without any further administrative steps. However, third
parties may file an opposition to a registration at the Turkish Patent and Trademark Office
within three months of the publication date of registration.

Registered design protection starts from the filing date and lasts for five years. It can be
renewed for four consecutive periods of five years, for up to 25 years in total.

Some designs may also meet the requirements of copyright protection. In this case, the
design in question benefits from protection both as a design and as a work according to
copyright legislation (the multi-cumulative protection principle). The ability of design owners
to preserve their designs as a work gives them a great advantage. While a design is
protected for a maximum of 25 years according to the design legislation, the same design
is protected as a work within the scope of copyright legislation as long as the designer
is alive, and the protection lasts for 70 years after the designer's death. While there is a
requirement of registration for design protection, registration is not required for works.

In addition to the protection unfair competition and copyright provisions, unregistered
designs are also protected under the Industrial Property Law, provided that the
unregistered design is novel, individual and made available to the public for the first time
in Turkiye.

Unregistered design protection starts from the moment the design is made available to the

public in Turkiye and lasts for three years.

iii Patents

An invention is patentable in Turkiye if it is novel, involves an inventive step and is capable
of industrial application.

The Industrial Property Law stipulates that the following are not considered to be inventions
and therefore cannot be registered as a patent:

1. discoveries, scientific theories, mathematical methods;

2. plans, methods and rules in relation to mental acts, business and game activities;
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3. computer programs;

4. literary and artistic works, scientific works, creations having an aesthetic
characteristic; and

5. delivery of information.

The Industrial Property Law also stipulates that the following are accepted as inventions
but cannot be registered as a patent:

1. inventions violating public order or morality;

2. plant and animal varieties or species or biological processes for producing or
breeding plants and animals, excepting microbiological processes or products of
them;

3. all treatment methods, including diagnostic and surgical methods on humans or
animals;

4. simple discovery of one of the elements of the human body, including a gene
sequence; and

5. human cloning processes, the use of human embryos for industrial or commercial
purposes and certain processes for modifying the human genetic code.

The right to the patent claim belongs to the inventor or the inventor's successor, and transfer
of the right is possible. If the invention has been made by more than one individual, the
patent claim right belongs to all of them unless decided otherwise. However, if the invention
has been made by two or more individuals independently of each other, the right to the
patent claim belongs to the earlier applicant, provided that the earlier dated application
has been published. The first applicant of a patent is the rightful owner of a patent until
proven otherwise.

Patent applications are filed with the Turkish Patent and Trademark Office. Once the Office
publishes the patent in the Official Bulletin, third parties can file an opposition within
six months as of the publication date (post-grant opposition procedure). The grounds of
opposition can be as follows:

1. the patent subject matter does not fulfil the patentability conditions;

2. the invention has not been sufficiently disclosed; or

3. the patent subject matter exceeds the scope of the application.

The Office shall notify the opposition to the patentee. The patentee has three months as of
the date of notification to present their comments or make amendments to the patent. The
Re-examination and Evaluation Board evaluates the opposition, considering the patentee's
comments and the proposed amendments to the patent.

Patent protection starts from the date of the application. The term of protection is 20 years
and is not renewable.

The rights provided by a patent application or a patent should not be asserted against bona
fide third parties unless they are registered in due form.
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iv Copyright

In TUrkiye, copyrights are mainly protected under the Law on Intellectual and Artistic Works.
Registration is not required to establish rights. Cinematographic and musical works and
video games (because video games are accepted as cinematographic works by the State
Council) must be registered with the General Directorate of Copyrights, part of the Ministry
of Culture and Tourism, to exploit these rights and facilitate proof of ownership, but not to
create the rights themselves.

There is no need to file any application to gain the copyright protection as it is obtained
automatically when the work is created. However, a timestamp is helpful to prove the time
of creation. In Turkiye, rights holders generally apply to the Ministry of Culture and Tourism
for registration of the work, which helps to prove the ownership and creation date of the
work. Software, games, books and other intellectual and artistic works can be subject to
this optional registration. Certification by a notary public is also common practice in Turkiye
to prove the creation date of the work.

Copyright protection starts from the creation of the work and lasts for 70 years after the
author's death.

Enforcement of rights

Turkish law provides an effective enforcement procedure for the protection of IP rights.
Usually, the first step for enforcement is determining an IP infringement. Once an
infringement has been determined, it is advisable to send a cease-and-desist letter from a
notary public as this may lead to an easier and faster relief for the IP owner.

If the infringement continues or if an IP owner wishes to proceed with enforcement as a
first step, it is possible to request the determination of evidence from civil courts or request
search warrants from criminal courts to conduct raids and secure evidence.

Turkish law provides an effective enforcement procedure for the protection of IP rights.
Usually, the first step for enforcement is determining an IP infringement. Once an
infringement has been determined, it is advisable to send a cease-and-desist letter from a
notary public as this may lead to an easier and faster relief for the IP owner.

If the infringement continues or if an IP owner wishes to proceed with enforcement as a
first step, it is possible to request the determination of evidence from civil courts or request
search warrants from criminal courts to conduct raids and secure evidence.

i Possible venues for enforcement or revocation

Under Turkish law, it is possible to enforce IP rights before the civil law courts and criminal
law courts.

In terms of civil law protection, IP infringement actions are filed before the specialised civil
courts of industrial and IP rights in Istanbul, Ankara and Izmir. In other cities, one of the
regular civil courts is assigned as the specialised IP court.
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It is also possible to enforce IP rights before specific criminal courts of industrial and IP
rights in Istanbul, Ankara and Izmir for cases where the legislation stipulates imprisonment
or a judicial monetary penalty for infringement of a specific IP right. In other cities, one
of the regular criminal courts (if there are more than two courts, the third criminal court,
otherwise the first criminal court) is assigned as a specialised IP court.

It is possible that any goods or products that infringe IP rights may be confiscated by the
customs authorities during their import, export or transit. The customs authority, without
the necessity of a court or public prosecutor order, may confiscate any goods that infringe
IP rights and notify the IP right holder afterwards to take further steps, such as initiating
civil proceedings or the obtaining of an injunction.

It is also possible that a registered trademark may be declared invalid by a judicial
decision. Any interested party may file a lawsuit before the Turkish IP courts by requesting
invalidation of a registered trademark.

There is a time limit for filing an invalidation action. The owner of the prior trademark
(registered or unregistered) cannot claim invalidity of the later trademark if they are aware
of the use of the later trademark but have remained silent for five years. However, if the
later trademark use is in bad faith, the time limit does not apply. Additionally, interested
persons can directly request revocation of a registered trademark from the Turkish Patent
and Trademark Office, without the need to file a lawsuit before the courts.

Article 9 of the Industrial Property Law defines the use as follows:
1. use 'with different elements which do not alter the distinctive character of the mark’;

2. use 'on goods or on the packaging solely for export purposes'; and

3. use by third parties 'with the consent of the trademark proprietor'.

ii Litigation process

Requirements for jurisdiction and venue

Turkish courts have jurisdiction in IP infringement cases if either the IP right is registered
in Turkiye, the defendant resides in Turkiye or the tortious act was committed in Turkiye.
According to Turkish law, if the place where the tort was committed is not the place where
the damage occurred, the law of the country where the damage has occurred shall govern.

The applicable jurisdiction in Tirkiye may be one of the following:

1. the regular domicile of the IP rights holder;
2. the place where the infringement was committed; or

3. the place where the consequences of the infringement occurred.

Obtaining relevant evidence of infringement and discovery
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Under the Turkish Civil Procedural Law, the burden of proof lies on the claimant. Therefore,
it is very important to collect relevant evidence before initiating a lawsuit.

One of the methods that is widely used is the determination of evidence, where, by order of
a court, an examination can be made by experts or a judge, and evidence can be collected.
This examination usually entails visiting premises to document the situation to be used as
evidence.

Another method, which can be used in cases where IP infringement may result in criminal
sanctions, is obtaining a search warrant and requesting an expert examination. For this
method, the rights holder applies to the public prosecutor, requesting that the prosecutor
ask for a search warrant from the magistrates' court. If the magistrates' court accepts the
public prosecutor's request, the public prosecutor appoints an expert and orders the search
warrant to be executed by the police.

Other than those methods, any legally obtained evidence may be used in courts, including
details of purchases made from the seller of counterfeit goods, relevant payment slips and
opinions obtained from laboratories.

Preliminary injunctions

Preliminary injunctions are available in Turkiye before or during the substantive
proceedings. The claimant must prove that:

1. they are the legitimate right holder;

2. their rights are being infringed or there is a high likelihood of infringement; and

3. they may suffer irreparable harm or damage.

The rights holder may apply for a preliminary injunction for the cessation or prevention of
the infringing activities, as well as for seizure of the infringing goods.

Trial decision-maker

In accordance with Turkiye's provision for specialised IP courts, the judges for IP cases
are specialists. Furthermore, technical expertise is also very important, and in almost
all cases the judge asks for an expert examination from a court-appointed expert or a
court-appointed expert panel. As a result, the expert report is a significant element of the
judicial process. There is no jury trial in Turkiye.

Structure of the trial

Civil procedure in Turkiye is mainly based on written documents. The briefs of the parties
and the expert report are the most significant documents.

Before the trial, the claimant submits the claim petition to the court and the defendant
responds with a response petition. Afterwards, secondary petitions are submitted to the
court by the claimant and defendant, respectively. All evidence, claims and defences of
the parties must be submitted to the court at this stage with their respective petitions. In
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principle, admitting additional evidence or raising new claims and defences is not allowed
under procedural law after this stage has been completed.

During the proceedings, the judge will hear the parties; however, because trials are based
on the written documents submitted to the court, the hearing is generally used as a tool to
point out some of the critical issues for the judge to concentrate on.

IP litigation relies on documentary evidence provided by the parties or the expert report
obtained by the court. While it is possible to take witness statements, this is not standard
practice in IP litigation, and witness statements rarely preclude documentary evidence.

There are certain minimum requirements for a document to be accepted as evidence before
the court. For example, all agreements related to the transfer of copyrights must be in
writing.

Infringement

Patent and trademark protection prevents third parties from offering or making available
goods or products that are the subject matter of the patent or are branded with that
trademark.

Additionally, the processing, reproduction, publication or representation of a work by any
kind of image, sound or signal transmission devices without the authorisation of the author
violates the rights arising from the ownership of the work.

Defences

Trademarks

The most common defence in Turkiye is that the challenged trademark has no distinctive
character or is deceptive or descriptive.

In Turkiye, as a defence, the defendant can also claim to be the prior rights holder or that
the trademark owner has not used the trademark for a period of at least five years. The
defendant can file a separate invalidation or revocation action on the grounds of non-use
or being the prior user.

The principle that a right can be lost by remaining silent can also be used as a defence. The
defendant can claim that the trademark owner is acting in bad faith by filing the infringement
action after a long period of tolerance.

Designs

In a design infringement case, the defendant may argue that the registered design should
be cancelled and that the use of the design was a technical necessity or for personal use,
or for an experimental, educational or repair purposes.

Patents
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In Turkiye, the most common defence against infringement claims is filing an invalidity
action against the patent.

A defence relating to prior user rights can also be raised as patent owners do not have the
right to prevent persons from using the invention if they began to use it in good faith before
the application date.

The defendants can also raise an exhaustion defence, which is essentially an exemption
to patent infringement. The release of a product bearing an IP right anywhere in the world
is sufficient for the exhaustion of the IP right in Turkiye.

Copyright

The Law on Intellectual and Artistic Works stipulates specific situations in which the use
of a copyrighted work without the rights holder's permission does not constitute copyright
infringement. Commonly used exceptions are:

personal use;

use for educational purposes in schools or other educational institutions;

use under the 'freedom of quotation’;

influential use to create an original and independent work;

use for reasons of public order or in the interest of the community; and

o g~ w Do

expiry of copyright.

Time to first-level decision

In most cases, it is possible to obtain a first-level decision in an IP infringement case or
other dispute within 18 to 24 months. This term also includes an expert examination.

Remedies

The remedies available in Turkiye include:

1. the cessation of the infringing acts;

2. the confiscation or destruction of the infringing products and the equipment and
machinery used to produce the products;

3. compensation for material and moral damage; and

4. publication of the court's decision.

There are no criminal remedies for design and patent infringement. However, for trademark
and copyright infringements, criminal remedies, including imprisonment and fines, are
regulated.

Appellate review
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In Turkiye, final decisions of the courts of first instance can be appealed before the district
courts, and the decisions of the district courts can be appealed before the courts of appeal.
An appeal does not automatically stop the execution of the decision, and the suspension
of the execution should be requested together with the appeal. Appeal proceedings last
between 18 months and two years. With respect to preliminary injunctions, district court
decisions are final and cannot be appealed before the court of appeal.

iii Alternatives to litigation

Mediation is mandatory for IP-related disputes regarding receivables and compensation
claims. However, there is no restriction on applying mediation to other disputes as well.

IP-related disputes can also be resolved by arbitration. Under the Turkish Civil Procedure
Law, arbitral awards are enforceable without the need for any judicial approval or decision.

Alternative dispute resolution methods have significant advantages, such as the arbitrators'
expertise, the confidentiality of the proceedings and the flexibility to adapt the proceedings
to different situations.

Outlook and conclusions

In the global IP world, the topic of whether an artificial intelligence (Al) system can create
original works that bear the characteristics and originality of the author is being discussed.
Although there are no decisions or changes in this context in Turkiye, in line with the
National Artificial Intelligence of Turkiye (2021-2025), legislation on intellectual property
in the field of Al will be reviewed within the framework of international norms.

Moreover, the Medium-Term Program of Turkiye (2024-2026) foresees the strengthening
of valuation, access to finance and commercialisation mechanisms for patents, trademarks
and designs to increase the contribution of intellectual property assets to high-tech and
value-added production. Strengthening of legal infrastructure is also another topic under
the Medium-Term Program of Tirkiye (2024-2026) with the intent to increase social
awareness in the intellectual property system. In this regard, the ecosystem supporting
the creation of intellectual property rights will be improved, the commercialisation of these
rights will be accelerated and efforts to effectively protect trade secrets will be completed.

In the global IP world, the topic of whether an artificial intelligence (Al) system can create
original works that bear the characteristics and originality of the author is being discussed.
Although there are no decisions or changes in this context in Turkiye, in line with the
National Artificial Intelligence of Turkiye (2021-2025), legislation on intellectual property
in the field of Al will be reviewed within the framework of international norms.

Moreover, the Medium-Term Program of Turkiye (2024—2026) foresees the strengthening
of valuation, access to finance and commercialisation mechanisms for patents, trademarks
and designs to increase the contribution of intellectual property assets to high-tech and
value-added production. Strengthening of legal infrastructure is also another topic under
the Medium-Term Program of Tirkiye (2024-2026) with the intent to increase social
awareness in the intellectual property system. In this regard, the ecosystem supporting
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the creation of intellectual property rights will be improved, the commercialisation of these
rights will be accelerated and efforts to effectively protect trade secrets will be completed.
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Introduction

i Patents

A patent is a registered property right that protects certain types of inventions.

A patent gives an inventor the right for a limited period to prevent others from making,
using or selling an invention, which can be a product or process, without the inventor's
permission. The patent owner can apply for an injunction to restrain infringing activities
and may be entitled to compensation by way of damages or an account of profits.

In return for disclosing the invention, an inventor is given a monopoly in its use for 20 years,
after which it passes into the public domain. This is the 'patent bargain', which underpins
the patent system, the aim of which is to encourage innovation.

Patents are highly valuable IP rights. They can be enforced by owners to protect business
assets and revenue streams. They can be bought, sold, mortgaged or licensed to others.
Licensing of patents can generate significant revenue streams for businesses. Patents can
also be used to secure investment in a business.

In the UK, a registered patent may either be a GB national patent granted pursuant to the
procedure set out in the Patents Act 1977 by the UK Intellectual Property Office (UKIPO)
or a European Patent which designates the UK (European Patent (UK)), granted by the
European Patent Office (EPO) using the procedure in the European Patent Convention[2
(EPC).

A GB national patent will only have effect in the UK and must be enforced or challenged
through the UK courts. Once granted by the EPO, a European Patent (UK) has the same
effect as though it had been granted by the UKIPO and must be enforced and challenged
nationally.

After a European patent is granted, the proprietor can request unitary effect. Any resulting
‘unitary patent‘la] provides uniform protection in 17* EU Member States and is enforced
and challenged before the Unified Patent Court (UPC). Unitary patents do not cover the
UK because the UK withdrew from the unitary patent and UPC system following Brexit, but
patenting strategies are typically global and therefore businesses should be aware of all
options.

ii Supplementary protection certificates

A supplementary protection certificate (SPC) may extend the protection conferred by an
underlying patent to a particular medicinal or plant protection product by up to five years,
provided that certain conditions are met. SPCs are national rights, and in the UK are
granted and administered by the UKIPO.

The motivation behind the SPC regime is to compensate pharmaceutical companies for
the considerable length of time it may take between filing a patent application and obtaining
a marketing authorisation (MA) for the product to be placed on the market. SPCs are
therefore extremely valuable rights.

Intellectual Property | United Kingdom Explore on Lexology [


https://www.lexology.com/indepth/intellectual-property/united-kingdom?utm_source=TLR&utm_medium=pdf&utm_campaign=Intellectual+Property+-+Edition+13

$28 RETURN TO CONTENTS RETURN TO SUMMARY

ili Confidential information, trade secrets and know-how

There are overlaps between confidential information, trade secrets and know-how,
although each are distinct, non-registrable rights and each can provide valuable protection
to a business.

iv Trademarks

Trademarks are statutory rights protecting aspects of brand identity, such as a trading name
or logo. They are registered rights obtained by application to the UK Intellectual Property
Office provided the mark meets the statutory criteria for registrability.ls] Protection extends
throughout the UK. A registration can last indefinitely but must be renewed every 10 years.
A risk is missing the renewal deadline. If that happens, even inadvertently, the registration
will lapse and protection will be lost. Trademarks are a 'use it or lose it' right. Failure to put
a mark to genuine use in the UK for a period of five years without proper reason will make
the mark vulnerable to cancellation.

A registered trademark provides protection against a third party using in the UK an
identical or confusingly similar sign, or a sign which otherwise takes unfair advantage of
the trademark by riding on its power of attraction, dilutes its ability to indicate trade origin
or tarnishes its reputation.

v Passing off

Passing off is a judicially developed cause of action unique to the UK. Often referred to as an
unregistered trademark, an action in passing off is typically brought in respect of deceptive
get-up on 'lookalike’ products. The action has limitations in that a claimant must show that it
owns goodwill in its product 'get-up' and that consumers would be deceived into buying the
defendant's product instead of its own by virtue of the similar get-up used by the defendant.
Proving deception can be very difficult, particularly as judges have now restricted the use of
survey evidence in order to manage spiralling trial costs. Registered trademark protection
is, therefore, preferable as infringement is usually more straightforward to establish.

vi Copyright

Copyright is an unregistered right that protects an array of creative content including
written, dramatic, musical and artistic works, sound recordings and performances.
Copyright is undervalued, but its breadth means that it can fill the gaps left by the other
IP rights. It is particularly useful in protecting valuable corporate assets from third-party
copying, including websites, customer lists, computer software, marketing materials and
strategic documents. Copyright protection lasts for a long time, usually the life of the author
plus 70 years. It covers the UK, but reciprocal protection is available in the contracting
states to key copyright treaties.!

A work must be original and fall within one of the discrete categories in the UK's copyright
Iegislation.m Some categories require artistic merit and an unresolved issue before the
courts is whether the law should require a work only to be original and nothing more for
copyright to subsist.”
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vii Designs

It is acknowledged that design protection in the UK is complex. Designers have a choice
of rights: a registered design, an unregistered design and a supplementary unregistered
design, the latter introduced following Brexit to fill the gap left by the loss of EU
unregistered design protection. The registered design and supplementary unregistered
design mirror one another, both protecting three-dimensional (3D) and two-dimensional
product appearance that is novel and has individual character. Registered protection lasts
for 25 years but the unregistered right arises automatically on disclosure and lasts for just
three years. Registered protection is cost effective and straightforward to obtain and can be
asserted even against independently created designs that do not create a different overall
impression. The complementary three-year unregistered protection is ideal in industries
where products are fast moving (e.g., fashion) and prevents copying. The quirky UK
unregistered design protects the non-commonplace 3D appearance of functional articles
from copying for a maximum of 15 years.

Year in review

i Patents

The recent focus of the patent world has been on the UPC, which opened on 1 June 2023.
Although the UK is not participating in the UPC, given the global nature of many patent
disputes, it is notable that some litigants have pending, related proceedings before both
courts,lg] reinforcing the role of the UK courts in international disputes.

Outside the UPC, there have been significant developments in UK patent jurisprudence
that have captured international attention.

Al-related patent issues led to some landmark decisions in 2023. The UK Supreme Court-
ol confirmed that Al systems cannot be the owner of, nor be transferred, patent rights in
the UK. The court found that an inventor within the meaning of the Patents Act 1977 must
be a natural person. This was the first supreme level court decision in the world to consider
this issue, and international conversations as to whether patent laws are fit for purpose in
the context of the rapid Al advances are expected to evolve.

Continuing on the Al theme is the High Court's 'watershed' decision" which held that the
UKIPO had erred in finding an aspect of Al, an artificial neural network (ANN) implementing
a recommendation system, was excluded from patentability as a 'program for a computer'.-
12 ps a result, patenting Al inventions in the UK may be easier, although the decision is
under appeal. In the meantime, the UKIPO announced that patent examiners should not
object to inventions involving an ANN under the 'program for a computer' exclusion and
has temporarily suspended its guidance on the assessment of Al inventions.

Another issue considered by the UK courts in 2023 was plausibility. In March 2023, the
EPO's Enlarged Board of Appeal clarified that plausibility is not a distinct condition for
patentability.[13] A few weeks later, the UK Court of AppeaI[”] had to reconcile this with
a UK Supreme Court precedenths] which held that plausibility is a legal concept and
a requirement for grant. The court found that the underlying plausibility principles were
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applicable to all types of patent claim, and it was bound by that precedent, therefore
upholding the High Court's earlier decision where plausibility was the single ground on
which validity was determined. Permission to appeal to the Supreme Court was denied,
and as it stands the UK's approach to plausibility diverges from the EPO and European
national courts.

SPCs came before the UK courts for the first time since Brexit. In a decision that will be of
interest to pharmaceutical companies because it considers the criteria that must be fulfilled
for a SPC to be granted for a combination product, the Court of AppeaI[1 6l approved a strict
interpretation of 'product’' under the SPC Regulation,[m meaning that SPCs are unlikely to
be available for 'add-on' therapies.

Separately, the High Court"™ found that Court of Justice of the European Union (CJEU)
decisions apply ex tunc (from the outset) if not explicitly noted otherwise. The court applied
the CJEU's decision in Santen,hg] which overruled the earlier Neurimm] decision that was
the law when the SPC application was filed, and held that an MA is not the first MAP!
where it covers a new application of an active ingredient and that active ingredient has
been the subject of an earlier MA for a different application. The court therefore upheld
the UKIPO's decision to refuse the SPC application. This decision may impact the grant of
SPCs if the application was made on the basis of earlier case law that has since changed.
Permission to appeal has been granted.

Finally, the High Court handed down only the second and third UK decisions on the
determination of fair, reasonable and non-discriminatory (FRAND) royalty rates. Thesel
22 confirmed that the UK courts have jurisdiction to set a global FRAND licence rate for
multinational standard essential patent (SEP) portfolios,m] and provided some guidance
as to the role of comparable licences in determining a FRAND rate. Both decisions have
been appealed.

ii Soft IP (trademarks, copyright and designs)

Legislation

Al innovation led to a flurry of copyright-related activity. In recognition that developers need
access to data to train their Al tools, the government proposed an extension to a legislative
'text and data mining' copyright exception, freeing up developers' access to copyright works.
Following a backlash from the creative sector, this proposal was dropped in favour of a
voluntary code of practice. This proposal was also abandoned because of an inability to
reach a consensus. Government proposals on next steps to balance the royalty needs of
the creative sector while encouraging Al innovation are awaited.

Jurisprudence

Landmark copyright infringement proceedings were issued by Getty Images against
Stability Al in respect of its use of Getty's images to train its generative Al tool, Stable
Diffusion. 24 Stability sought to strike out the proceedings, including by arguing that the
training of Stable Diffusion outside the jurisdiction in the US could not infringe UK copyright.
The court refused the strike-out application, holding that the legal position on the issues
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was sufficiently unclear that they should be considered substantively at trial. This will take
place in 2024.

The Supreme Court heard arguments in the ongoing Skykick Iitigation.lzs] This has evolved
into a landmark case around the meaning of 'bad faith' in the context of trademarks. The
guestion at the heart of this litigation is whether an EU or UK trademark covering a very
broad range of goods and services can be invalidated (wholly or partially) because the
application was made bad faith in that the trademark owner had no intention of using the
mark in relation to the extended goods and services. The Supreme Court's judgment is
expected later in 2024 and will have a profound impact on trademark protection strategies.

In another landmark decision, the High Court held that a fictional character portrayed
in a drama can be protected by literary copyright.ml The character in this case, from a
well-known television comedy, satisfied the requirements of being an original expression of
the author's own intellectual creation and identifiable with sufficient precision and objectivity
because his fictional backstory was highly developed. This judgment is significant as
giving authors a direct legal right to prevent copying of their characters, which has often
been problematic. It will have consequences for anyone using characters from established
media, including tribute acts.

In a case concerning when the five-year period for the purposes of the statutory
acquiescence defence to trademark infringement begins to run, the Court of Appeal
departed from the leading EU authority on this issue.’?’! Disagreeing with the European
Court of Justice, the court held that the five years begins once the trademark owner is
aware of the infringing use. This was a significant moment. Not only did it change English
law on the calculation of the five years, but it was also the first post-Brexit judicial divergence
between the UK and EU in the trademarks space.

Further, in a significant ruling for brand owners, the Supreme Court confirmed that online
marketplaces and website retailers will have primary liability for infringing UK trade marks
where product listings on their 'foreign’ websites target the UK.

Obtaining protection

i Patents

For an invention to be patentable, it must be new,lzs] involve an inventive step,lzg] be capable

of industrial application[?’o] and not excluded from patentability[31].

For an invention to be new, it must not form part of the 'state of the art'm] — that is to say,

the sum total of human knowledge which has at any time been made available to the public
anywhere in the world.®3 if the invention does not appear to be already part of the state of
the art, or if is not possible to infer that it was implicitly part of the state of the art, it is new.

The invention must involve an inventive step.[34] It must not simply be something which
has not previously existed, but must also owe its existence to the exercise by the human
intellect of a creative thought-process. An invention shall be taken to involve an inventive
step if it is not obvious to a person skilled in the art.
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An invention must be capable of being made or used in some kind of industry.[35] Industry
is meant in the broadest sense as anything distinct form purely intellectual or aesthetic
value.

Certain things are not inventions for the purposes of the Patents Act 1977 P This includes
anything which consists of a discovery, scientific or mathematical method, a literary,
dramatic, musical or artistic work (which may instead be protected by copyright), a method
for doing business, a computer program, the presentation of information or anything that
is contrary to public policy or morality.

ii Confidential information, trade secrets and know-how

Confidential information™” is information that is not publicly available and that has been

communicated in confidence.

. ' . . . 38 . .
Unlike confidential information, a trade secret[ ] must have commercial value because it

is secret and must have been subject to reasonable steps to keep it secret.

Know-how covers identifiable knowledge and skills, often acquired through experience, that
provides an advantage to the party owning or using it. Although not necessary, it is often
confidential because the degree to which it is secret may impact its commercial value.

iii Trademarks

Trademarks cover conventional marks (names and logos) and non-traditional marks,
including 3D shapes, colours, smells, sounds, textures and animation. Recent decisions
applicable to the UK concerning the registration of bottle shapes show that shapes
are rarely found to be inherently distinctive but that adding additional features, such as
elements of colour, can assist.*! Single colour marks can also be difficult to register unless

) 40
the nuances of colour cover a clearly defined area of the product.[ !

iv Copyright

Copyright arises automatically when a work is created (it does not protect ideas but the
expression of them). There is no registration procedure. This avoids administration, cost
and renewal burdens but can make it difficult to prove ownership of copyright.

An unresolved issue is the extent to which copyright protects Al generated works. The UK's
copyright legislation anticipates works created by a computer 'without a human author' and
grants these 'computer-generated works' 50 years of protection. It is unclear whether a
work created in response to human text prompts would satisfy this definition. It is also
unclear how the human-focused test of originality, which is based on an author's own
intellectual creation, can apply to content created by a machine.

v Designs

Collectively, design rights protect the novel appearance of the whole or part of an article
and can be asserted against designs that do not create a different overall impression,
or that otherwise amount to a substantial copy. Brand owners can combine IP rights for
stronger protection for their brand identity. For example, they can obtain a trademark for
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their product shape in addition to, or instead of, a registered design, providing additional
causes of action in the event of infringement and a longer term of protection. Registering a
product label as a trademark is also possible. The law is also developing to enable copyright
to be used to protect functional items, which was once solely the domain of design rights
(e.g., items of clothing or bicycles),[“] provided they satisfy the requirement of originality.

Enforcement of rights

Civil litigation in England and Wales is governed by the Civil Procedure Rules (CPR), which
covers all stages of court proceedings. Proceedings in the Supreme Court are subject to
the Rules of the Supreme Court.

CPR Part 63 supplements and alters the general procedural rules in relation to IP disputes,
and there are IP-specific court guides that include additional procedural and practical
requirements.

The UK has specialist IP judges sitting in dedicated IP courts, with judges assigned to
hear either patent or 'soft IP' (trademark, copyright and design) cases according to their
expertise. Judges exercise active case management control over proceedings to keep
costs down. At regular case management conferences they will give directions on matters
such as the early identification and disposal of issues, the use of witness and expert
evidence, disclosure and the timetable to trial. Failure to comply with these directions will
result in costs consequences.

A notable feature of IP litigation in the UK is disclosure that requires parties to disclose
documents supportive or adverse to their, or the other side's, case. Standard disclosure
required all such documents to be disclosed, but a pilot scheme requiring disclosure of just
an initial tranche of documents with options around further extended disclosure has now
been made permanent.

Trials are adversarial in nature involving opening and closing submissions, legal arguments
and the examination and cross examination of witnesses. There is no jury. The judge alone
makes a decision on the issues. Judgments are publicly available documents.

Typically, a claimant will seek a final (permanent) injunction and a financial remedy, either
damages or an account of profits. A defendant may counterclaim for infringement of their
own IP rights or challenge the validity of the claimant's IP. Courts have discretion to grant
preliminary (interim) injunctions provided certain judicially developed criteria are satisfied.-

In most cases the claimant will give a cross-undertaking in damages to compensate
the defendant if it turns out that the injunction should not have been granted.

There are separate trials on liability and quantum. Costs follow the event so the losing party
will usually be ordered to pay the winner's costs in addition to their own. However, judges
have recently shown a tendency to award costs on an issue-by-issue basis.

Appeal is to the Court of Appeal but permission will only be granted where an issue of law
must be reviewed (not a matter of fact). Final appeal on matters of law of wider importance
is to the Supreme Court.
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In appropriate circumstances, the parties may opt for arbitration as a strategic alternative
to litigation. Measures aimed at avoiding litigation, including mediation and other forms of
alternative dispute resolution, are available but not compulsory.

Civil litigation in England and Wales is governed by the Civil Procedure Rules (CPR), which
covers all stages of court proceedings. Proceedings in the Supreme Court are subject to
the Rules of the Supreme Court.

CPR Part 63 supplements and alters the general procedural rules in relation to IP disputes,
and there are IP-specific court guides that include additional procedural and practical
requirements.

The UK has specialist IP judges sitting in dedicated IP courts, with judges assigned to
hear either patent or 'soft IP' (trademark, copyright and design) cases according to their
expertise. Judges exercise active case management control over proceedings to keep
costs down. At regular case management conferences they will give directions on matters
such as the early identification and disposal of issues, the use of witness and expert
evidence, disclosure and the timetable to trial. Failure to comply with these directions will
result in costs consequences.

A notable feature of IP litigation in the UK is disclosure that requires parties to disclose
documents supportive or adverse to their, or the other side's, case. Standard disclosure
required all such documents to be disclosed, but a pilot scheme requiring disclosure of just
an initial tranche of documents with options around further extended disclosure has now
been made permanent.

Trials are adversarial in nature involving opening and closing submissions, legal arguments
and the examination and cross examination of witnesses. There is no jury. The judge alone
makes a decision on the issues. Judgments are publicly available documents.

Typically, a claimant will seek a final (permanent) injunction and a financial remedy, either
damages or an account of profits. A defendant may counterclaim for infringement of their
own IP rights or challenge the validity of the claimant's IP. Courts have discretion to grant
preliminary (interim) injunctions provided certain judicially developed criteria are satisfied.-

In most cases the claimant will give a cross-undertaking in damages to compensate
the defendant if it turns out that the injunction should not have been granted.

There are separate trials on liability and quantum. Costs follow the event so the losing party
will usually be ordered to pay the winner's costs in addition to their own. However, judges
have recently shown a tendency to award costs on an issue-by-issue basis.

Appeal is to the Court of Appeal but permission will only be granted where an issue of law
must be reviewed (not a matter of fact). Final appeal on matters of law of wider importance
is to the Supreme Court.

In appropriate circumstances, the parties may opt for arbitration as a strategic alternative
to litigation. Measures aimed at avoiding litigation, including mediation and other forms of
alternative dispute resolution, are available but not compulsory.

i Notable features of patent litigation

While some lower value patent disputes proceed in the Intellectual Property Enterprise
Court (IPEC) (see more below), many form part of wider, global litigation in respect of
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complex and highly valuable technologies, and therefore come before specialist patent
judges in the Patents Court. Trials are allocated a technical difficulty rating of 1-5. The most
technically complex cases with a difficulty of 4 or 5 are allocated to the most experienced
patent judges.

Patent disputes in the UK are non-bifurcated, which means that infringement and validity
issues are heard together before the same court.

The aim is for patent matters to reach trial within 12—-18 months of proceedings being
issued, and for decisions to be handed down within three months of a hearing. This
timescale can be impacted by the number and complexity of cases pending before the
court and the availability of judges.

Expert evidence plays a critical role in UK patent litigation. Experts must be impartial, and
instructing solicitors must ensure that they understand their overriding duty is to the court,
not the party by whom they are instructed.1*! Experts must only give evidence on matters
that are within their area of expertise. To minimise the influence of hindsight on an expert's
view, the Patents Court prefers a 'sequential unmasking‘ml approach, where the expert
considers the common general knowledge (CGK) first, before being shown the prior art
and, only afterwards, the patent in suit.

While UK courts retain exclusive jurisdiction over infringement, there may be concurrent
validity (‘opposition’) proceedings before the EPO. In such cases, a stay[45] of the UK
proceedings is the default option, but the court will always take into account where the
balance of justice lies. A patentee who resists a stay may be ordered to provide an
undertaking to repay damages awarded by the court if the EPO ultimately revokes the
patent.[46] Further, the interests of justice may support refusing a stay if commercial
certainty is likely to be achieved in the UK before the EPO.

ii Notable features of soft IP litigation

A significant number of soft IP infringement cases now proceed in the IPEC. The IPEC is a
division of the High Court with a streamlined regime enabling matters to be litigated more
quickly and cost-effectively than in the regular High Court list. More reliance is placed on
comprehensive statements of case (pleadings), reducing the need for oral submissions,
resulting in shorter trials with limited expert evidence and minimal or no cross-examination
of witnesses. Disclosure is also limited. The IPEC is an attractive forum because of costs
capping. Scale costs apply to each element of the proceedings with an overall costs cap of
£60,000 for the trial on liability. Maximum damages of £500,000 can be awarded, making
the IPEC suitable for less complex cases and claimants who would not otherwise be able
to afford to enforce their rights.

Surveys were commonly used to gauge the reaction of consumers to allegedly infringing
signs and product get-up and appearance with a view to establishing confusion or
deception for trademark infringement and passing off. Surveys have always been
controversial and could be easily challenged as having led the interviewees in their
answers. Judges have recently developed a dislike of them because of the significant
expenses involved when balanced with their, often limited, evidential value. Parties should
now seek leave from the judge before proceeding with a survey to minimise the risk of an
adverse costs order should the survey turn out not to inform the court or the issues before
it.
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Expert evidence has a very specific role in soft IP litigation; for example, to educate the
court about the features of relevant markets in trademark matters or technical issues in
design cases. However, judges themselves make their own assessment when it comes to
key aspects of infringement, in particular whether a consumer is likely to be confused and
whether the overall impression produced by a design differs from that of another. Judges
stand in the shoes of the consumer or informed user, and any expert opinion on these
crucial assessments will be disregarded.

Outlook and conclusions

i Patents

The patentability of Al remains a hot topic. The Court of Appeal will hear arguments and
deliver its ruling in Emotional Perception.[‘m Should it uphold the High Court's decision that
a trained ANN is not excluded from patentability as a program for a computer, patenting
ANN's in the UK may be easier. If, however, the appeal is allowed, there is likely to be a
period of uncertainty as to the patenting of ANNSs in the UK. This decision will be significant,
and an appeal to the Supreme Court is possible, regardless of the outcome.

The Merck Serono[48] SPC appeal is expected to consider the issue of whether an SPC can
be granted where an active ingredient has already been the subject of an MA for a different
therapeutic application. This will provide the Court of Appeal with an opportunity to either
approve or diverge from CJEU jurisprudence on the same issue. Many CJEU SPC referrals
were made by the UK courts before Brexit, with the judges expressing dissatisfaction at
some of the jurisprudence. This decision, and the court's approach to CJEU case law, will
therefore be highly significant to the pharmaceutical sector. If the court choses to depart
from CJEU case law, the decision may have wider implications concerning the appetite of
the UK courts to diverge from EU case law post-Brexit.

The UK's role as an attractive forum for FRAND litigation is expected to be reinforced by
changing judicial attitudes to the listing of such trials. The first example[49] of a FRAND
trial being listed before the technical trials to streamline proceedings and provide earlier
commercial certainty, has been observed, and this practice may become more common in
the next period.

The Court of Appeal will hear the InterDigitaIlso] and Optis[51] appeals, and further guidance
on the approach to using comparable licences in the determination of FRAND rates in SEP
disputes is likely to be forthcoming. These decisions will help to cement the UK courts'
willingness to play an active role in resolving FRAND disputes.

As the 'patent cliff' for biologics is starting to bite, the UK has seen a recent uptick in patent
revocation actions aiming to clear the way for biosimilar products. Some of those actions
are likely to come to trial in the near future, and further actions are expected to follow,
demonstrating the competitiveness of the UK biosimilars market.

Many cases before the UK courtslsz] are part of wider, global disputes and have related

proceedings before the UPC. The extent to which UPC judges take into consideration UK
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decisions, and whether UK decisions are impacted by UPC jurisprudence, will be monitored
carefully.

ii Trademarks

The Supreme Court will deliver a landmark ruling in Skykick[53] defining what is bad faith
in trademark applications, including whether it covers seeking protection for a very broad
range of goods and services with no commercial justification. The ruling will require brand
owners to review their trademark prosecution and enforcement strategies.

In another significant ruling, the Supreme Court will consider director liability for IP
infringement and whether directors are personally liable for all company profits from
infringement or only for the profits they personally earn.[54]

The government may review the current position on exhaustion of IP rights which, following
Brexit, is now an asymmetric regime where rights in goods put on the EU market by the
IP owner or with their consent are exhausted in the UK but not the other way around. The
government recently Iegislatedlss] to codify this position but has also indicated that it will
consult further to establish industry views on what the continuing exhaustion regime should
be.

iii Copyright

The High Court will deliver its decision in landmark litigation concerning the extent to which
copyright works can be used without permission to train Al tools.[56] This will be a legal
first and will directly impact (positively or negatively) progress on Al innovation. Given the
significance of the legal issues, a subsequent appeal to the Court of Appeal, and perhaps
even the Supreme Court, is likely.

The government will confirm next steps on protecting copyright ownership while
encouraging Al innovation, following the abandonment of the Code of Practice on use of
copyright works as training data. The government is hoping for an industry-led solution
although it has not ruled out legislation.

The High Court will confirm whether a work need only be original to be protected by
copyright or whether artistic merit can also be required. The former would be good news
for businesses as it would mean that functional items (such as clothing) could be protected
not only by designs but by copyright, which is attractive as an automatic, non-registrable
right of long duration.

iv Designs
The UK government will launch consultations on reforming the UK's designs regime to
clarify the registered and unregistered rights available, ensure they are fit for the digital

age and make registered design protection accessible and affordable. The aspiration is for
the UK to be an attractive jurisdiction for the creative industries.
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Introduction

A robust system for protecting intellectual property rights is available in the United States.
The forms of intellectual property protection available include patent, copyright, trademark
and trade secret. Each of these forms of intellectual property has its own strengths and
weaknesses, and generally the selection of the type of protection is based on the subject
matter at hand and the nature of the protection desired.

A robust system for protecting intellectual property rights is available in the United States.
The forms of intellectual property protection available include patent, copyright, trademark
and trade secret. Each of these forms of intellectual property has its own strengths and
weaknesses, and generally the selection of the type of protection is based on the subject
matter at hand and the nature of the protection desired.

i Utility patents

Utility patents are generally considered the strongest level of intellectual property protection
in the US. They grant the owner the right to exclude infringers from making, using,
offering for sale or selling within the US, or importing into the US, the patented invention.
To be eligible for a utility patent, the invention must be new, useful and not obvious,
and be patentable subject matter. The originally first-to-invent system transitioned to a
first-inventor-to-file regime for applications filed on or after 16 March 2013.

The term of a new utility patent is 20 years from filing of the application. Should Patent
Office delays cause the examination process to exceed three years, a mechanism called
patent term adjustment is used to restore the lost patent term. A patent term extension is
also available to restore some of the time lost while awaiting marketing authorisation for
one patent covering a pharmaceutical product that was subject to review by the US Food
and Drug Administration (FDA). Utility patent applications may be filed directly with the
Patent Office, or an applicant may designate the US for an international application filed
pursuant to the Patent Cooperation Treaty.

The US does not offer utility model protection (or any equivalent protection) as found in
many other countries. The US does, however, allow applicants to file for provisional patent
protection to establish a priority date. If one is filed with the Patent Office, it does not
undergo substantive patent examination. The applicant has up to one year to file a full
utility application that references the provisional application and if that due date is not met,
the provisional application is abandoned.

ii Design patents

Design patents are also available in the US and cover the ornamental appearance or
aesthetic design of tangible articles. A design by itself is not sufficient to be covered by
a design patent; the design must be embodied in the tangible article to be claimed. Design
patents cover everything from vehicle tyre treads to mobile phones. The design also must
be new and not obvious.

Design patents filed before 13 May 2015 have a term of 14 years from grant, whereas
those filed on or after that date have a 15-year term pursuant to the US's implementation
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of the Hague Agreement for industrial designs. Applicants may also file international design
applications with the Patent Office and may designate the US for design protection based
on international applications.

iii Plant patents

Plant patent protection is available for new plants that have been asexually propagated
(even if they are capable of sexual reproduction). It specifically excludes tuber-propagated
plants and those found in an uncultivated state. Plant patent protection provides the right to
exclude others from using, selling, offering for sale or importing the asexually propagated
plants or parts from the plants in the US for a term of 20 years from filing of the application.

iv Copyright

Copyrights are available to protect literary and artistic works, and original works by authors
or artists in a tangible format. Both published and unpublished works are eligible for
copyright protection upon creation. While copyright registration is not necessary to create
copyright protection, registration is necessary to enforce those rights and claim statutory
damages for infringement. Copyrights are subject to certain fair use defences that allow
one to use the copyrighted material without being subject to infringement (e.g., news
reporting, teaching, research). Copyrights are also subject to First Amendment protection
(i.e., constitutionally protected free speech). The term of a copyright is generally the
author's lifetime plus 70 years.

Works published outside the US may also be eligible for copyright protection within the US
through a treaty (e.g., the Berne Convention) depending upon the country in which the
work was first published.

v Trademarks

Federal trademark registration is available for products or services used in interstate
commerce in the US. Various state laws also protect trademarks in the US. While federal
trademark registration is not required to use a trademark, there are several advantages to
federal registration, including the exclusive right to use the trademark nationwide, the ability
to use the symbol ® within the US and the ability to bring trademark infringement actions
in the federal courts. There is a formal trademark application and examination process,
including publication for opposition. Additionally, intent to use applications may also be
filed. Trademark applicants may file with the Patent Office or through the Madrid Protocol.

vi Trade secrets

Before 2016, trade secret protection was largely governed by individual state law, with the
vast majority of states having implemented some form of the Uniform Trade Secrets Act.
The Defend Trade Secrets Act enacted in 2016 allows trade secret owners to sue in federal
court for misappropriation, supplementing state law causes of action, and also includes a
civil seizure mechanism. There is also a criminal statute relating to economic espionage
and theft of trade secrets that has become more commonly utilised.
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vii Regulatory exclusivities

In the pharmaceutical and biotechnology fields, intellectual property protection is
augmented by various types of regulatory exclusivity from the FDA. In the case of
pharmaceutical drugs, the FDA grants exclusivity for new chemical entities (five years),
new drug products (three years), certain changes to drug products (three years), orphan
drugs (seven years), paediatric exclusivity (six months) and exclusivity for the first generic
applicant or applicants to challenge patents asserted to cover the drug (six months). In
the case of biologic drugs, the FDA grants 12 years of data exclusivity against approval of
a generic, or 'biosimilar’, application, but there is no corresponding exclusivity for the first
biosimilar applicant to challenge a patent covering the biologic drug. In the case of new
antibiotic drugs that target certain drug-resistant microorganisms, the FDA is authorised
to add five years to applicable exclusivities under the Generating Antibiotic Incentives Now
(GAIN) Act. GAIN exclusivity allows for up to a decade of marketing exclusivity for certain
antibiotic drugs that are eligible for new chemical entity exclusivity.

Year in review

Court opinions

Amgen Inc v. Sanofi (18 May 2023) (Supreme Court)

In Amgen, the Supreme Court addressed the enablement requirement in the Patent Act's
Section 112, which requires a patent to 'enable any person skilled in the art to which it
pertains . . . to make and use' the claimed invention. The case involved Amgen's patent
claims to monoclonal antibodies that bind certain residues of a protein, PCSK9. In affirming
invalidity for lack of enablement, the Supreme Court explained that 'the specification must
enable the full scope of the invention as defined by its claims' and therefore '[tjhe more
one claims, the more one must enable'. The Court acknowledged that the enablement
requirement may be satisfied even if a 'reasonable amount' of experimentation is still
necessary to make and use the patented invention. However, in this case, the 26 antibodies
described by amino acid sequences in the patent were insufficient to enable the entire
class of claimed antibodies defined by their function with respect to binding and blocking
PCSKOo.

Andy Warhol Foundation for the Visual Arts, Inc v. Goldsmith (18 May 2023) (Supreme Court)

The statutory fair use defence to copyright infringement turns on consideration of:

1. the purpose and character of the use;

2. the nature of the copyrighted work;

3. the amount and substantiality of the portion used; and
4,

the potential market impact on the copyrighted work.
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This case addressed the first factor — the purpose and character of the use, including
whether such use is of a commercial nature or is for non-profit educational purposes —in the
context of a magazine publisher licensing an image from pop artist Andy Warhol's Prince
Series portraits that had used photographer Lynn Goldsmith's photograph of the artist
as source material. The Supreme Court explained that the first fair use factor ‘considers
whether the use of a copyrighted work has a further purposes or different character,
which is a matter of degree, and the degree of difference must be balanced against the
commercial nature of the use'. According to the Court, the central question is whether the
new work merely supersedes or supplants the original in its objectives. It commented that
'the same copying may be fair when used for one purpose but not another'. In this case, both
Goldsmith's original photograph and the licensed Warhol image shared the same purpose
of being portraits used to illustrate magazine stories about Prince, and the latter's licence
was of a commercial nature, weighing against fair use under the first statutory factor.

Jack Daniel's Properties, Inc v. VIP Products LLC (8 June 2023) (Supreme Court)

In Jack Daniel's, the Supreme Court addressed the standards for trademark infringement
and dilution where the accused infringer uses a trademark to designate the source of its
own goods (i.e., as a trademark, itself). In this case, VIP sold 'Bad Spaniels' dog toys that
imitate Jack Daniel's trademarks and trade dress for whiskey and incorporate dog-poop
humour. The Ninth Circuit Court of Appeals had held that the 'humorous' dog toy was
an expressive work warranting heightened First Amendment protection from infringement
liability and rendering use of the marks 'non-commercial' and therefore immune from
dilution liability. The Supreme Court reversed. For infringement, it held that the threshold
Rogers v. Grimaldi test for trademark infringement claims involving expressive or artistic
works does not apply when the accused mark is used as a source identifier. Likewise, the
Court held that the Lanham Act's exclusion from dilution liability for non-commercial use
of a mark does not encompass parody when it is used to designate source.

Abitron Austria GmbH v. Hetronic Int'l (29 June 2023) (Supreme Court)

In Abitron the Supreme Court held that Sections 1114(1) and 1125(a) of the Lanham
Act, the federal trademark statute, prohibits trademark infringement only where the use
in commerce is domestic. US-based Hetronic licensed Abitron, a foreign company, to
distribute its Hetronic-branded remote controls in Europe. Hetronic later sued Abitron for
trademark infringement in the US, alleging that Abitron copied its products and sold them
under the Hetronic brand, including after the parties' licensing agreement terminated.
Hetronic was awarded trademark infringement damages and an injunction not only for
Abitron's sales into the US, but also for its sales to foreign buyers for ultimate use
either inside or outside the US. Based on the presumption against extraterritoriality and
the Court's two-step framework for applying that presumption, the Court concluded that
Sections 1114(1) and 1125(a) are not extraterritorial and the infringing conduct referenced
in the statute (‘'use in commerce’) is the dividing line between foreign and domestic
application of those provisions.

Vidal v. Elster (argued 1 November 2023) (Supreme Court)
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Vidal asks the Supreme Court to address whether the refusal to register a trademark under
the Lanham Act's Section 1052(c) 'living individual' clause violates the First Amendment
right to free speech when the mark contains criticism of a government official or public
figure. In this case, the Patent and Trademark Office refused Steve Elster's application to
register the mark 'TRUMP TOO SMALL' on the basis that it comprises President Donald
Trump's name without his written consent. The Court of Appeals reversed, interpreting
Section 1052(c) as a content-based restriction subject to heightened First Amendment
scrutiny and finding the government did 'not have a privacy or publicity interest in restricting
speech critical of a government official or public figure in the trademark context'. On appeal,
the government asserts the living individual clause is a viewpoint-neutral condition on a
government benefit, not a restriction on speech.

Warner Chappell Music v. Nealy (argued 21 February 2024) (Supreme Court)

The Copyright Act's Section 507(b) sets a three-year statute of limitations for filing a
copyright infringement suit measured from when the claim 'accrued'. Warner addresses
a split among the circuit courts regarding whether the Supreme Court's decision in Petrella
v. Metro-Goldwyn-Mayer bars recovering damages for copyright infringement that occurred
more than three years before a suit is filed. The Eleventh Circuit, from which this case
arose, applies the 'discovery rule' measuring the statute of limitations from when the plaintiff
discovers, or with due diligence should have discovered, the injury that forms the basis for
the claim. It held that, when a claim is timely filed under that rule, the plaintiff may recover
damages for infringement that occurred more than three years before the suit was filed.
In contrast, the Second Circuit has interpreted Petrella as limiting damages to the three
years preceding filing suit. During oral argument, the Supreme Court questioned whether
it should dismiss the appeal and address the propriety of the 'discovery rule' in copyright
lawsuits before addressing the scope of damages.

Court opinions

Amgen Inc v. Sanofi (18 May 2023) (Supreme Court)

In Amgen, the Supreme Court addressed the enablement requirement in the Patent Act's
Section 112, which requires a patent to 'enable any person skilled in the art to which it
pertains . . . to make and use' the claimed invention. The case involved Amgen's patent
claims to monoclonal antibodies that bind certain residues of a protein, PCSK®9. In affirming
invalidity for lack of enablement, the Supreme Court explained that 'the specification must
enable the full scope of the invention as defined by its claims' and therefore '[tjhe more
one claims, the more one must enable'. The Court acknowledged that the enablement
requirement may be satisfied even if a 'reasonable amount' of experimentation is still
necessary to make and use the patented invention. However, in this case, the 26 antibodies
described by amino acid sequences in the patent were insufficient to enable the entire
class of claimed antibodies defined by their function with respect to binding and blocking
PCSKOo.

Andy Warhol Foundation for the Visual Arts, Inc v. Goldsmith (18 May 2023) (Supreme Court)
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The statutory fair use defence to copyright infringement turns on consideration of:

1. the purpose and character of the use;

2. the nature of the copyrighted work;

3. the amount and substantiality of the portion used; and
4,

the potential market impact on the copyrighted work.

This case addressed the first factor — the purpose and character of the use, including
whether such use is of a commercial nature or is for non-profit educational purposes —in the
context of a magazine publisher licensing an image from pop artist Andy Warhol's Prince
Series portraits that had used photographer Lynn Goldsmith's photograph of the artist
as source material. The Supreme Court explained that the first fair use factor 'considers
whether the use of a copyrighted work has a further purposes or different character,
which is a matter of degree, and the degree of difference must be balanced against the
commercial nature of the use'. According to the Court, the central question is whether the
new work merely supersedes or supplants the original in its objectives. It commented that
'the same copying may be fair when used for one purpose but not another'. In this case, both
Goldsmith's original photograph and the licensed Warhol image shared the same purpose
of being portraits used to illustrate magazine stories about Prince, and the latter's licence
was of a commercial nature, weighing against fair use under the first statutory factor.

Jack Daniel's Properties, Inc v. VIP Products LLC (8 June 2023) (Supreme Court)

In Jack Daniel's, the Supreme Court addressed the standards for trademark infringement
and dilution where the accused infringer uses a trademark to designate the source of its
own goods (i.e., as a trademark, itself). In this case, VIP sold '‘Bad Spaniels' dog toys that
imitate Jack Daniel's trademarks and trade dress for whiskey and incorporate dog-poop
humour. The Ninth Circuit Court of Appeals had held that the 'humorous' dog toy was
an expressive work warranting heightened First Amendment protection from infringement
liability and rendering use of the marks 'non-commercial' and therefore immune from
dilution liability. The Supreme Court reversed. For infringement, it held that the threshold
Rogers v. Grimaldi test for trademark infringement claims involving expressive or artistic
works does not apply when the accused mark is used as a source identifier. Likewise, the
Court held that the Lanham Act's exclusion from dilution liability for non-commercial use
of a mark does not encompass parody when it is used to designate source.

Abitron Austria GmbH v. Hetronic Int'l (29 June 2023) (Supreme Court)

In Abitron the Supreme Court held that Sections 1114(1) and 1125(a) of the Lanham
Act, the federal trademark statute, prohibits trademark infringement only where the use
in commerce is domestic. US-based Hetronic licensed Abitron, a foreign company, to
distribute its Hetronic-branded remote controls in Europe. Hetronic later sued Abitron for
trademark infringement in the US, alleging that Abitron copied its products and sold them
under the Hetronic brand, including after the parties' licensing agreement terminated.
Hetronic was awarded trademark infringement damages and an injunction not only for
Abitron's sales into the US, but also for its sales to foreign buyers for ultimate use
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either inside or outside the US. Based on the presumption against extraterritoriality and
the Court's two-step framework for applying that presumption, the Court concluded that
Sections 1114(1) and 1125(a) are not extraterritorial and the infringing conduct referenced
in the statute (‘'use in commerce’) is the dividing line between foreign and domestic
application of those provisions.

Vidal v. Elster (argued 1 November 2023) (Supreme Court)

Vidal asks the Supreme Court to address whether the refusal to register a trademark under
the Lanham Act's Section 1052(c) 'living individual' clause violates the First Amendment
right to free speech when the mark contains criticism of a government official or public
figure. In this case, the Patent and Trademark Office refused Steve Elster's application to
register the mark "TRUMP TOO SMALL' on the basis that it comprises President Donald
Trump's hame without his written consent. The Court of Appeals reversed, interpreting
Section 1052(c) as a content-based restriction subject to heightened First Amendment
scrutiny and finding the government did 'not have a privacy or publicity interest in restricting
speech critical of a government official or public figure in the trademark context'. On appeal,
the government asserts the living individual clause is a viewpoint-neutral condition on a
government benefit, not a restriction on speech.

Warner Chappell Music v. Nealy (argued 21 February 2024) (Supreme Court)

The Copyright Act's Section 507(b) sets a three-year statute of limitations for filing a
copyright infringement suit measured from when the claim 'accrued'. Warner addresses
a split among the circuit courts regarding whether the Supreme Court's decision in Petrella
v. Metro-Goldwyn-Mayer bars recovering damages for copyright infringement that occurred
more than three years before a suit is filed. The Eleventh Circuit, from which this case
arose, applies the 'discovery rule' measuring the statute of limitations from when the plaintiff
discovers, or with due diligence should have discovered, the injury that forms the basis for
the claim. It held that, when a claim is timely filed under that rule, the plaintiff may recover
damages for infringement that occurred more than three years before the suit was filed.
In contrast, the Second Circuit has interpreted Petrella as limiting damages to the three
years preceding filing suit. During oral argument, the Supreme Court questioned whether
it should dismiss the appeal and address the propriety of the 'discovery rule' in copyright
lawsuits before addressing the scope of damages.

Obtaining protection

Patent applications may be filed for utility, design and plant patent protection.

For utility patents, patentable subject matter includes machines, manufactures (i.e., articles
of manufacture), compositions of matter, methods (including methods of treating human
patients) and improvements to any of these four. Some notable exceptions to this broad
rule are laws and products of nature, and abstract ideas. Over the past decade, the
Supreme Court has considered patentable subject matter on several occasions, finding
that exceptions include some business methods,lz] medical diagnostic methods®™ and
isolated DNA.M The Patent Office has also issued guidance for examining subject matter
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eligibility in light of the courts' decisions.ls] In July 2019, the Federal Circuit indicated in an
en banc decision that additional guidance on this issue could be Warranted;[6] however, the
Supreme Court has so far refused to reconsider its subject matter eligibility jurisprudence.

Prior art is defined in Section 102 of the Patent Act, which was modified by the America
Invents Act (AlA) for patents subject to that Act's first-inventor-to-file provisions. Generally
speaking, the US provides a one-year grace period in which to file an application following
the inventor's own disclosure. Whereas pre-AlA a patentee could disqualify as prior art
certain disclosures by others by proving an earlier invention date, disqualification under
the AIA requires showing that the disclosure was made by someone who obtained the
subject matter from the inventor or that the inventor had previously disclosed the invention.
The AIA also expanded prior art to include public uses and sales in foreign countries, and
it added a catch-all reference to inventions ‘otherwise available to the public'.

Applicants have a duty to disclose to the Patent Office information known to be material
to patentability, namely non-cumulative information that establishes a prima facie case
of unpatentability or that refutes or is inconsistent with the applicant's positions during
prosecution.

Patent applications may be filed for utility, design and plant patent protection.

For utility patents, patentable subject matter includes machines, manufactures (i.e., articles
of manufacture), compositions of matter, methods (including methods of treating human
patients) and improvements to any of these four. Some notable exceptions to this broad
rule are laws and products of nature, and abstract ideas. Over the past decade, the
Supreme Court has considered patentable subject matter on several occasions, finding
that exceptions include some business methods,lz] medical diagnostic methodsls] and
isolated DNA.M The Patent Office has also issued guidance for examining subject matter
eligibility in light of the courts’ decisions.”™ In July 2019, the Federal Circuit indicated in an
en banc decision that additional guidance on this issue could be warranted;la] however, the
Supreme Court has so far refused to reconsider its subject matter eligibility jurisprudence.

Prior art is defined in Section 102 of the Patent Act, which was modified by the America
Invents Act (AlIA) for patents subject to that Act's first-inventor-to-file provisions. Generally
speaking, the US provides a one-year grace period in which to file an application following
the inventor's own disclosure. Whereas pre-AlA a patentee could disqualify as prior art
certain disclosures by others by proving an earlier invention date, disqualification under
the AIA requires showing that the disclosure was made by someone who obtained the
subject matter from the inventor or that the inventor had previously disclosed the invention.
The AIA also expanded prior art to include public uses and sales in foreign countries, and
it added a catch-all reference to inventions 'otherwise available to the public'.

Applicants have a duty to disclose to the Patent Office information known to be material
to patentability, namely non-cumulative information that establishes a prima facie case
of unpatentability or that refutes or is inconsistent with the applicant's positions during
prosecution.

Enforcement of rights

i Possible venues for enforcement
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There are two possible venues for enforcement of patents. First, infringement actions may
be brought before the courts of the 94 federal districts that are spread throughout the US
and Puerto Rico. Second, to prevent importation of infringing goods, an investigation can
be commenced by, and at the discretion of, the International Trade Commission (ITC), an
administrative agency that sits in Washington, DC.

ii Litigation process

Requirements for jurisdiction and venue

An infringement suit may be brought only in a federal district where the defendant resides
or where the defendant has committed acts of infringement and has a regular and
established place of business. Domestic businesses are considered to reside in their state
. N : . .
of incorporation.”” Foreign defendants may be sued in any federal district so long as
personal jurisdiction can be found in the US. The ITC, on the other hand, does not depend
on personal jurisdiction over the accused infringer but has in rem jurisdiction over the
accused infringing goods.

Obtaining relevant evidence of infringement and discovery

The US rules allow for significant amounts of pre-trial discovery under a broad concept of
relevance. Discovery is available from the opposing party through a variety of vehicles,
including mandatory disclosures, requests for documents and things, interrogatories,
depositions of withesses and expert reports. Discovery is also available from non-parties by
a subpoena for documents or deposition. In ITC investigations, discovery is also available;
however, it is produced more quickly because of the compressed time frame of such
investigations.

Preliminary injunctions

A patentee in an infringement action may seek temporarily relief by requesting a preliminary
injunction (PI) or, even more urgently and time-limited, a temporary restraining order (TRO).
Such temporary relief requires showing:

1. alikelihood of success on the merits;

2. irreparable harm if the relief is not granted;

3. a balance of hardships tipping in the requesting party's favour; and

4. that the public interest does not preclude issuing the relief.

Both Pls and TROs require the requesting party to post a security bond. Complainants in
ITC investigations may also seek temporary relief to the same extent as Pls and TROs
may be granted in federal court infringement actions.

Trial decision-maker
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Patent infringement actions may be tried before either a federal judge or a jury. Jury trials
may occur where there is a claim for monetary damages, and not where only equitable relief
is sought. There are no specialised district court federal judges and thus many judges have
little experience with patent matters. In contrast, ITC investigations are typically decided
by an administrative law judge who specialises in patent cases.

Structure of the trial

A patent infringement trial may occur in two phases. The first phase determines
infringement, validity and unenforceability, and the second phase, if needed, addresses
damages. Evidence is presented through fact and expert witnesses. The Federal Rules of
Evidence determine what information can be admitted for consideration by the judge or

jury.

At trial, the patentee must prove infringement by meeting the preponderance standard (i.e.,
more likely than not). For an accused infringer to prevail on invalidity or unenforceability,
it must meet the more rigorous, clear and convincing standard because of the statutory
presumption of patent validity.

Disputes regarding patent claim interpretation are typically decided by the judge prior to
trial in a process called a Markman hearing. This hearing may, but usually does not, include
testimony from fact or expert witnesses. Although the outcome of claim construction may
be determinative, the Federal Circuit has consistently refused to review claim construction
issues as an interlocutory matter.

Infringement

Infringement may be direct or indirect. For direct infringement, all the claim elements must
be present in the accused product or method. For indirect infringement, evidence must
show that there is direct infringement and that the indirect infringer is either inducing or
contributing to that infringement.

Should a product not literally contain every element, the missing element may be shown
by the doctrine of equivalents. This cannot include equivalents that are described in the
specification and not claimed or that were distinguished during patent prosecution.

Defences

The most common defences to patent infringement are non-infringement, patent invalidity
and inequitable conduct. Accused infringers may also assert more esoteric defences, such
as unclean hands, laches™ and equitable estoppel. All these defences can be brought
either as affirmative defences or as counterclaims.

Non-infringement

The non-infringement defence can include the lack of infringement or the existence of
an express or implied licence. Accused infringers may also raise patent exhaustion™ or
permissible repair, although those defences are less common.
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Patent invalidity

Invalidity defences include anticipation, obviousness and lack of enablement or written
description, indefiniteness, subject matter ineligibility and statutory or non-statutory double
patenting.

Inequitable conduct

Accused infringers can also assert inequitable conduct to render a patent unenforceable.
The standard for inequitable conduct requires clear and convincing evidence that the patent
applicant misrepresented or omitted material information during prosecution of the patent
with the intent to deceive the Patent Office. Information is material only if the Patent Office
would not have allowed a claim had it been aware of the undisclosed prior art or correct
information.

Prior commercial use

The prior commercial use defence, which was expanded by the AIA, may apply where the
accused infringer shows that it commercially used the invention in the US at least one
year before the patent's effective filing date or a disclosure of the invention as described
in Section 102(b). The defence may only be asserted by the person engaged in the
commercial use, one controlled by or under common control with that person, or one to
whom it is transferred as part of the transfer of the entire enterprise or line of business
to which it relates. Further limitations include that the defence cannot be asserted against
university inventions or if the subject matter was derived from the patentee.

Time to first-level decision

For the federal district courts, the time to trial for patent infringement actions — previously a
median time of about two to two-and-a-half years — has recently been longer in a number of
cases because of the effects of the covid-19 pandemic. For a jury trial, the jury deliberates
immediately after closing arguments and renders its verdict very promptly thereafter. For
a trial before a judge, typically there are post-trial briefs that will delay the district court's
ruling by several months after trial is completed. Because of Section 337 and the ITC's
rules, ITC investigations are significantly faster, with the time from filing a complaint to a
final determination usually taking about a year to a year and a half.

Remedies

Remedies for patent infringement include damages and injunctive relief. The patentee is
entitled to actual damages, which may include lost profits and can be no less than a
reasonable royalty for the infringement. A court also has discretion to award enhanced
(up to treble) damages for egregious infringement, for example if the conduct was wilful. In
2016, the Supreme Court lessened the standard for enhanced damages,[m} and since then
the rates of enhanced damages awards have increased. Even so, enhanced damages still
are not typical in patent cases. Additionally, a prevailing party may be awarded attorney
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fees in an exceptional case, but this type of relief is also discretionary and not frequently
granted.

A patentee may also request a preliminary injunction pending trial or, after trial, a
permanent injunction against future infringement. Injunctions are not automatic in patent
cases and require the court to consider the relative harms to the patentee and the infringer
as well as any public interest.

For ITC cases, the principal remedy available is an exclusion order prohibiting importation.
The exclusion order may be limited to the articles named in the investigation or, if
determined to be appropriate, encompass all infringing articles regardless of source.

Appellate review

The Court of Appeals for the Federal Circuit reviews all trial-level patent decisions as well
as appeals from the ITC and Patent Office. Typically, no new evidence is allowed. Three
judges hear oral arguments and issue an opinion, usually within six months.

The losing party can petition for a panel rehearing or for the entire Federal Circuit Court to
hear the case. Such petitions are almost never granted. The losing party may also petition
the Supreme Court through a writ of certiorari, but those are granted even less frequently
than en banc petitions and generally are only granted to decide a very significant legal
issue.

iii Alternatives to litigation

Mediation and arbitration are available to resolve patent disputes if both parties agree to
the procedure. These procedures may be less costly than litigation.

The Patent Office also has independent procedures for reviewing patent applications and
issued patents, including the following.

Pre-issuance submissions

Third parties may file patents, published applications or other printed publications,
along with a concise statement of their relevance (limited to factual descriptions, not
unpatentability arguments), for consideration by the examiner and inclusion in the
prosecution record. The submitter must be identified, but the real party in interest need
not be disclosed. Pre-issuance submissions must be made before a notice of allowance.
Additionally, they must be made before the first rejection or six months from publication,
whichever is later.

Supplemental examination

A patent owner may request supplemental examination to have the Patent Office
consider, reconsider or correct relevant information. If such a request is found to raise a
substantial new question of patentability, the matter proceeds to ex parte re-examination.
Supplemental examination can insulate a patent from being held unenforceable for
inequitable conduct, but only if it was requested before inequitable conduct is alleged
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with particularity. In addition, such insulation will not occur in an infringement suit filed
before the Patent Office proceedings conclude. Thus, a patent owner seeking to avail
itself of supplemental examination procedures should consider doing so well in advance
of potential litigation.

Post-grant review

For patents subject to the AlA (generally, those with an effective filing date on or after 16
March 2013), a third party may file a post-grant review (PGR) petition asking the Patent
Trial and Appeal Board (PTAB) to consider challenges based on any statutory requirement
for patentability other than best mode. PGR petitions must be filed within nine months of
the date of grant. The Patent Office may institute a PGR if it finds that it is more likely than
not that at least one challenged claim is unpatentable or if the petition raises a novel or
unsettled legal question that is important. The determination of whether to institute a PGR
is not appealable to a court.""

If a PGR is instituted, the petitioner must prove unpatentability by a preponderance of the
evidence. The PTAB's final written decision can give rise to estoppel before the Patent
Office and in civil actions and ITC proceedings.ln] The PTAB's final written decision may be
appealed to the Federal Circuit. Whereas constitutional standing is not required to petition
for a PGR or inter partes review (IPR), the Federal Circuit has held that it is required to
appeal from post-grant proceedings.m]

Inter partes review

A third party may also file an IPR petition asking the PTAB to consider anticipation or
obviousness challenges based on patents or printed publications. For patents subject to
the AIA, IPR petitions may be filed the later of nine months after the patent issues or
termination of a PGR. For pre-AlA patents not eligible for a PGR, IPR petitions may be
filed following grant. If the party seeking an IPR has been sued for infringement, it must
file the petition within one year of being served with the infringement complaint. The Patent
Office may institute an IPR if it finds there is a reasonable likelihood that the petitioner will
prevail in showing that at least one challenged claim is unpatentable. The determination of
whether to institute an IPR is not appealable to a court." since taking effect, over 15,000
IPR petitions have been filed.I"™

If an IPR is instituted, the petitioner must prove unpatentability by a preponderance of
the evidence. As with a PGR, the PTAB's final written decision can give rise to estoppel,
including in civil actions, and is appealable to the Federal Circuit.hs]

The PTAB's claim construction decision is likely to precede the district court's Markman
ruling in concurrent litigation, and thus may potentially influence the court's claim
construction decision.!'”!

In both IPRs and PGRs, a patent owner may hedge against potential unpatentability by
submitting a reasonable number of substitute (amended) claims. The petitioner bears the
burden of showing that any proposed substitute claims are unpatentable.m] The Patent
Office continues to run a pilot programme whereby a patent owner may request the PTAB's
o . o . [19] .
preliminary guidance and revise its motion to amend.” ™ Although the grant rate for motions
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to amend was reported to have increased following the Federal Circuit's Aqua Products
decision, most such motions are still denied.

During the Patent Office's fiscal year 2023, approximately 30 per cent of PTAB trials
(including IPRs and PGRs) settled either pre- or post—institution.lzo] During that time, of
the petitions that reached an institution decision, about 67 per cent were instituted and the
rest were denied. The institution rate has declined from 87 per cent in the Patent Office's
fiscal year 2013 when IPRs began. In 2023, the PTAB issued 508 written decisions in
cases proceeding to trial, with the majority (approximately 68 per cent) finding all claims
unpatentable.lzﬂ

Derivation actions

The AIA replaced interference practice under the previous first-to-invent system with
derivation proceedings, in which a patent applicant may challenge an earlier-filed
application on the basis that its named inventor derived the claimed invention from
an inventor on the petitioner's application, and the earlier application was filed without
authorisation. Derivation petitions must be filed within one year of the first publication of
an allegedly derived claim. The effective date for the AlA's derivation provision is 16 March
2013. Earlier applications are still eligible for interference proceedings.

Outlook and conclusions

In 2023, the US Supreme Court decided four intellectual property cases. While they all are
important on their own, perhaps the most interesting and likely most important case was
Andy Warhol v. Goldsmith, not because it involved a famous artist, but because it addressed
the 'fair use' doctrine that now is front and centre on issues regarding artificial intelligence
(Al. As the Supreme Court explained in Warhol, the first fair use factor 'considers whether
the use of a copyrighted work has a further purposes or different character, which is a
matter of degree, and the degree of difference must be balanced against the commercial
nature of the use'. The Court commented that 'the same copying may be fair when used
for one purpose but not another'. Thus, whether the purpose and character of the use of
copyrighted material to generate new information or content using Al technology conflicts
with the copyright statute will be an important issue that needs to be addressed. And, given
the amount of Al-generated information and content that is being made using copyrighted
material, whether such uses are covered by the 'fair use' doctrine will be a hotly litigated
issue in 2024. For example, the New York Times has initiated copyright litigation against
companies that used its articles to train Al technologies (chatbots), and those companies
have responded in public that using copyrighted works to train their technologies is fair use
under the law.

In 2023, the US Supreme Court decided four intellectual property cases. While they all are
important on their own, perhaps the most interesting and likely most important case was
Andy Warhol v. Goldsmith, not because it involved a famous artist, but because it addressed
the 'fair use' doctrine that now is front and centre on issues regarding artificial intelligence
(Al). As the Supreme Court explained in Warhol, the first fair use factor 'considers whether
the use of a copyrighted work has a further purposes or different character, which is a
matter of degree, and the degree of difference must be balanced against the commercial
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nature of the use'. The Court commented that 'the same copying may be fair when used
for one purpose but not another'. Thus, whether the purpose and character of the use of
copyrighted material to generate new information or content using Al technology conflicts
with the copyright statute will be an important issue that needs to be addressed. And, given
the amount of Al-generated information and content that is being made using copyrighted
material, whether such uses are covered by the 'fair use' doctrine will be a hotly litigated
issue in 2024. For example, the New York Times has initiated copyright litigation against
companies that used its articles to train Al technologies (chatbots), and those companies
have responded in public that using copyrighted works to train their technologies is fair use
under the law.
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Introduction

Under the Law on Intellectual Property of Vietnam, subjects that are covered by intellectual
property rights (IPRs) include:
1. under copyright rights: items including literary, artistic and scientific works;

2. under copyright-related rights: items including performances, phonograms, video
recordings, broadcasts and encrypted program-carrying satellite signals;

3. under industrial property rights: items including inventions, industrial designs,
layout-designs of semiconductor integrated circuits, trade secrets, marks, trade
names and geographical indications; and

4. under plant variety rights: items including plant varieties and reproductive materials.

Among these, the most popular forms of IP protection are inventions, industrial designs,
trademarks, copyrights, trade secrets, trade hames and geographical indications.

Under the Law on Intellectual Property of Vietnam, subjects that are covered by intellectual
property rights (IPRs) include:
1. under copyright rights: items including literary, artistic and scientific works;

2. under copyright-related rights: items including performances, phonograms, video
recordings, broadcasts and encrypted program-carrying satellite signals;

3. under industrial property rights: items including inventions, industrial designs,
layout-designs of semiconductor integrated circuits, trade secrets, marks, trade
names and geographical indications; and

4. under plant variety rights: items including plant varieties and reproductive materials.

Among these, the most popular forms of IP protection are inventions, industrial designs,
trademarks, copyrights, trade secrets, trade names and geographical indications.

i Inventions and utility models

In Vietnam, there are two types of inventions available: invention patents and utility solution
patents.

Invention patents

Invention patents are granted for new, inventive and industrially applicable solutions to
technical problems. The inventions must meet the criteria of novelty, inventive step and
industrial applicability, as well as the other requirements for patentability. The term of
protection for invention patents is 20 years from the filing date of the application.

Utility solution patents
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Utility solution patents, also known as petty patents or utility models, are granted for new
and industrially applicable solutions to technical problems that are not required to meet the
higher standard of inventive step required of invention patents. Utility solution patents have
a shorter protection term of 10 years from the filing date of the application for registration.

In general, the requirements for obtaining a utility solution patent are less stringent than
those for obtaining an invention patent; that is, an inventive step is not required to be eligible
for a utility solution patent, as is required for invention patents. However, utility solution
patents are only applicable to certain items, such as machines, apparatuses, tools and
processes, and are not available for pharmaceuticals, chemicals or food products.

In Vietnam, the same application cannot be filed simultaneously for both an invention
patent and a utility solution patent. Therefore, the applicant must choose the type of patent
application that best suits the needs and requirements for patentability.

Vietham is a contracting member of the Paris Convention and Patent Cooperation Treaty
(PCT). Therefore, Vietnamese applicants can acquire patent protection overseas either
under a conventional application or PCT application. Vice versa, foreign applicants can
secure patent protection in Vietnam via a conventional application or PCT application.

ii Industrial designs

Industrial design protection is applicable to the ornamental or aesthetic features of a
product. It provides legal protection for the outer appearance of a product, such as shape,
pattern, colour or texture. Industrial design protection is valuable for protecting unique
designs of products, but limited in the sense that it only protects the outer appearance
of the product and not its function.

Vietnam has officially joined the Hague Agreement on the international registration of
industrial designs, which applies the Geneva Instrument as of 1 January 2020. This move
was made to create conditions for the protection of industrial designs owned by Vietnamese
individuals and organisations abroad.

iii Trademarks

Trademark protection is applicable to distinctive signs such as names and logos that are
used to identify and distinguish goods or services. The term of protection for trademarks
is 10 years, renewable for unlimited periods of 10 years each.

iv Copyright

Copyright protection applies to original works of authorship such as literary, artistic and
musical works. Copyright protection arises automatically upon the creation of the work and
does not require registration. Under the current Law on Intellectual Property of Vietham,
copyright protection has a validity period of 50 years after the death of the author, or the
last surviving author in the case of joint authorship. Copyright protection is valuable in
protecting creative works that are expressed in a certain form, but not ideas or concepts.

v Trade secrets
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Trade secrets protect confidential information such as formulas, processes and customer
lists. Trade secrets do not require registration, rather the establishment and implementation
of appropriate measures to keep the information confidential. Trade secrets are valuable
in protecting the proprietary information of businesses but, under the current Law on
Intellectual Property and related law, the enforcement of protection of trade secrets seems
to be quite complicated.

vi Trade names

Trade names, as one category of IP rights, are a designation of an organisation or individual
used in business to distinguish the business entity bearing such designation from other
business entities acting in the same field and area of business. Unlike a trademark, rights
to a trade name are not established through registration procedures, but on their legitimate
use in commerce. Trade names fall within the scope of a commercial indication in Vietnam.
Under the Law on Intellectual Property, commercial indications mean signs and information
serving as guidelines to trading of goods or services.

vii Geographical indications

A geographical indication is a sign that identifies a product as originating from a specific
region, locality, territory or country. The reputation of products bearing a geographical
indication shall be determined based on consumers' trust in such products through the
extent of their being widely known to and selected by consumers.

Geographical conditions relevant to a geographical indication mean natural and human
factors decisive to the reputation, quality and characteristics of products bearing such
geographical indication, and include:

1. natural factors (climatic, hydrological, geological, topographical and ecological
factors and other natural conditions); and

2. human factors (skills and expertise of producers, and traditional production
processes of localities).

The quality and characteristics of products bearing a geographical indication shall
be defined by one or several qualitative, quantitative or physically, chemically or
microbiologically perceptible criteria that can be tested by technical means or experts with
appropriate testing methods. Geographical areas bearing geographical indications shall
have their boundaries accurately determined in words and maps.

Year in review

i Statutory changes

Many legal documents have been promulgated and took effect from 1 January 2023 to
1 January 2024 to further govern transactions in the field of IP in Vietham, of which the
most important are Decree No. 65/2023/ND-CP, dated 23 August 2023, on elaboration
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on several arcicles and implementation measures of the law on intellectual property
regarding industrial property rights, protection of industrial property rights, rights to plant
varieties, and state management of intellectual property (Decree 65/2023); and Circular
No. 23/2023/TT-BKHCN, dated 30 November 2023, elaboration on several arcicles of the
law on intellectual property and implementation measures of the Decree 65/2023 (Circular
23/2023). Some typical modifications and additions are as follows.

Decree 65/2023

Supplementing new application forms

In the Decree, two completely new forms have been added: ‘Application for confirmation
of delayed registration procedures for initial circulation of pharmaceutical products' and
'Declaration for compensation request due to delay in granting initial circulating licence for
pharmaceutical products manufactured under invention patents'.

These forms are intended to support patent owners in requesting competent state agency
to consider compensation for delays in granting pharmaceutical circulation licences as
prescribed in Article 131a of the IP Law.

Supplementing regulations related to security control for inventions

The Decree supplements regulations on the list of inventions in technical fields that impact
security and national defence (Appendix VII); supplementing the process for processing
patent applications in technical fields that impact security and national defence (Article
14).

These regulations are intended to improve effectiveness in protecting national security
interests, while also helping to better protect the rights of applicants in registering
inventions to foreign countries.

Procedures related to secret patent

The Decree supplements new regulations related to secret patent (Articles 48 to 52),
including:

1. clearly stipulate that secret patent applications are filed in paper (rather than
electronic) form;

2. clearly stipulate the documents that need to be provided and procedures for
processing secret patent applications;

3. clearly stipulate the time limit for examining of secret patent applications; and

4. clearly stipulate the coordination mechanism between the competent state agency
and the Ministry of Public Security in determining the compatibility of information
disclosure with legal regulations on protecting state secrets, regulations on not
applying appeal procedures to decisions during the examination of secret patent
applications.
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The above new regulations provide a clear, transparent legal framework to create a balance
between innovation and security.

Restriction on assignment of trademark right

The Decree stipulates specific cases that the assignment of trademark right is limited
(Article 60).

This helps rights holders better understand the limit of assignment of trademark right.

Circular 23/2023

Termination of validity of trademark certificate based on bad faith

The Circular clarifies the cases where an applicant registers a trademark 'with bad faith' to
serve as a basis for termination of validity of trademark certificate (Clause 2, Article 34).

Accordingly, the applicant's 'bad faith' is proven when both of the following conditions are
satisfied:

1. at the time of filing the application, the applicant knows or has a basis to know that
the applied trademark is identical with or confusingly similar to a mark that is widely
used in Vietham or a famous mark in other countries for identical or similar goods
or services; and

2. the above trademark registration is intended to take advantage of the reputation and
prestige of that mark for profit, or mainly for the purpose of reselling, licensing or
transferring registration rights to the person whose mark is widely used in Vietnam,
well-known trademarks in other countries, or with the aim of preventing the ability
of holders of the above-mentioned trademarks to enter the market, or other acts
contrary to fair commercial practices.

The regulation on termination of validity of trademark certificate based on 'bad faith' is one
of the main adjustments of the current IP Law compared to the previous versions; however,
the Law does not have specific regulations to understand what 'bad faith' is. Therefore, the
above regulation is very useful to handle cases of 'bad faith' and reduce unfair competition
activities.

Grounds for termination of validity of invention patent

Exceeding the scope of initial disclosure is one of the grounds for termination of validity of
invention patent supplemented to the current IP Law. However, the IP Law does not clarify
how to understand and apply this basis.

Therefore, the Circular has stipulated how to determine what is beyond the scope disclosed
in the initial description of a patent application. Specifically, according to Clause 1, Article
34 of the Circular, the invention patent is terminated because the patented invention
exceeds the scope disclosed in the original description of the patent application in cases
where compared to the original description and for people with average knowledge of
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the respective technical field, the invention description has a change in content and this
change causes the appearance of information that is not directly and clearly derived from
the original description.

This regulation clarifies the limits of amending the invention description and clarifies basis
for termination of validity of invention patent in cases where the granted patent exceeds
the scope disclosed in the original description.

ii Notable case law

There is a recent uptick in disputes concerning enterprise names infringing upon
trademarks, posing challenges to practical enforcement in this area.

According to Decree 01/2021/ND-CP, governing business registration, incorporating
protected trademarks into enterprise names without the trademark owner's consent
is expressly prohibited (Clause 1, Article 19). However, resolving disputes related to
trademark infringement in enterprise names often relies on the voluntary cooperation of
the infringer, making enforcement difficult if the infringer does not comply willingly.

In a civil case in 2023, Dat Xanh Real Estate Service and Construction JSC, as the plaintiff,
filed a lawsuit against 47 Dat Xanh Real Estate Company Limited, the defendant, alleging
trademark infringement as a result of the unauthorised usage of the term 'Dat Xanh' in the
defendant's enterprise name.

Despite the plaintiff's demand for the defendant to alter its enterprise name by excluding
'‘Dat Xanh,' the court ordered the defendant to cease using any business hame containing
the phrase 'Dat Xanh.'

To date, following the court's ruling, the defendant has updated its enterprise status to
‘currently undergoing dissolution procedures', yet no changes have been made to its
company name.

Such actions pose a challenge to enforcing court judgments regarding trademark
infringement related to enterprise names.

Obtaining protection

i Objects that are ineligible for protection as inventions

These include the following;

1. scientific discoveries or theories, mathematical methods;

2. schemes, plans, rules and methods for performing mental acts, training domestic
animals, playing games and doing business; computer programs;

3. presentations of information;
4. solutions of aesthetic characteristics only;
5. plant varieties, animal breeds;

6.
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processes of plant or animal production that are principally of a biological nature,
other than microbiological processes; and

7. human and animal disease prevention methods, diagnostic and treatment methods.

ii Further explanation of why these subjects are not patentable

For scientific discoveries or theories, mathematical methods, solutions of aesthetic
characteristics only: these objects do not meet the conditions for industrial application.
Furthermore, as science and technology develop, inventions, scientific theories and
mathematical methods can become outdated, decreasing their value over time. However,
inventions, scientific theories and mathematical methods will continue to exist indefinitely
as the foundation for creating new inventions.

As for schemes, plans, rules and methods for performing mental acts, training domestic
animals, playing games and doing business; computer programs and presentations of
information: these objects represent only information and do not provide a specific
technical solution. They are considered conventional signs and are not capable of industrial
applicability. In Vietnam, these objects may be protected under the provisions of copyright.

Plant varieties, animal breeds, processes of plant or animal production that are principally
of a biological nature, other than microbiological processes: the process of creating a new
cultivar usually takes a lot of time and money. Meanwhile, copying plant varieties can
be done quickly in various ways, such as extracting plants or cuttings, or sowing seeds.
Additionally, the IP Law provides a separate legal framework for protection of plant varieties.

In Vietnam, plant varieties and breeding materials are protected by the IP Law as follows:

1. the right to plant varieties is the right of organisations and individuals to create or
discover, develop or own new plant varieties;

2. a protected plant variety is a plant variety selected for creation or discovery,
development, novelty, differentiation, uniformity, stability and appropriate names;

3. plant varieties can be established based on decisions on the issuance of plant
variety protection certificates by competent state agencies;

4. a plant variety protection certificate is valid from the date of issue until the end of
25 years for woody and vine varieties and up to 20 years for other plant varieties,
effective throughout the territory of Vietham; and

5. human and animal disease prevention methods, diagnostic and treatment methods
(methods for treating patients, both with drugs and medical procedures): finding
ways to prevent and cure diseases must expand the scope of application because
humanitarian purposes are of great importance to the public interest and the need
for socioeconomic development of the country. Such methods cannot be privatised
or commercialised. Therefore, it is crucial to focus on the methods of prevention,
diagnosis and treatment of diseases for humans and animals.

iii Inventions and copyright relating to computer programs
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According to IP laws, computer programs cannot be protected under invention. Computer
programs are protected under copyright.

Copyright relating to computer programs

A computer program means a set of instructions expressed in the form of commands,
codes, diagrams and other forms that, when incorporated in a device run by computer
programming languages, enables a computer or device to perform a job or achieve a
specific result. Computer programs are protected in the same manner as literary works,
whether they are source codes or machine codes.

Authors and holders of copyrights on computer programs are entitled to reach written
mutual agreements on the repair and upgrade of the programs. Organisations and
individuals having the legal right to use copies of computer programs are entitled to create
backup copies for use in the event the former are deleted, damaged or otherwise unusable,
but cannot be transferred to any other organisation or individual.

Computer programs are protected from the moment of creation and are expressed in a
tangible form. The author or owner of the copyright of a computer program can submit an
application to obtain a copyright registration certificate.

Inventions related to computer programs

This refers to objects related to computers, computer networks or other programmable
devices made by a program that show one or more signs of requiring protection.

A computer program is not typically protected under the form of an invention patent, but if
the object requesting protection has technical characteristics and is considered a technical
solution to solve a technical problem using technical means and creating a technical effect,
it can be patentable.

However, in such a case, terms such as computer programs, computer software, computer
program products or software, or program-carrying signals and the like, should be replaced
by the equivalent terms relevant to the nature of the special invention. In other words,
computer programs are patentable in the form of, inter alia, methods for operating a
conventional device, equipment installed to perform a method and a program container
for implementing the method (system).

iv Implications on patents, trademarks and copyrights on the use of Al

As of now, Vietnam's IP Law does not explicitly recognise or address artificial intelligence
(Al) in the context of patents, trademarks, and copyrights. The implications on patents,
trademarks and copyrights related to the use of Al in Vietham can vary across different
aspects. Some considerations include:

1. Patents: The use of Al may lead to new inventions, which could be eligible for
patent protection. However, there may be challenges in determining the inventorship
of Al-generated inventions, as well as in assessing the novelty and inventiveness
of such inventions. Determining the rightful owner and addressing licensing
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arrangements are also matters that should be considered in relation to Al-generated
inventions in Vietnam.

2. Trademarks: Al technology may be used to create and manage trademarks,
such as in the development of brand logos and designs. Several considerations
should be taken into account, including ensuring that logos, names, or symbols
generated by Al meet the distinctiveness requirements for trademark registration. It
is essential to address potential concerns regarding consumer confusion, especially
if Al-generated trademarks bear resemblance to existing ones. Additionally,
establishing effective mechanisms for enforcing trademarks becomes crucial in
cases involving Al-generated content.

3. Copyrights: The use of Al in the creation of artistic and literary works raises
guestions about copyright ownership and infringement. It should clarify issues
surrounding authorship and ownership of Al-generated content and determining
eligibility for copyright protection. Vietnam's IP Law may need to be updated to
address the use of Al in content creation, and to clarify the rights and responsibilities
of creators, users and Al systems in the context of copyright protection.

Overall, while the use of Al in the patents, trademarks and copyrights sector is still evolving
in Vietham, there is a recognition of its potential to transform and modernise the country's
intellectual property landscape. As Al technologies continue to advance, it is likely that
Vietnam will further explore and adapt its patents, trademarks and copyrights system to
harness the benefits of Al while addressing associated legal and regulatory challenges.

Enforcement of rights

The IP Law was considered one of the most progressive laws in Vietham at the time
because of its provisions being aligned with international law and the international
commitments of Vietnam. The enforcement of IPRs in Vietnam faces challenges because of
issues such as inadequate resources and lack of expertise and experience in the judiciary
system. Providing a comprehensive overview of IPR enforcement in Vietnam today is
expected to shed light on the challenges and opportunities for the protection of IPRs in
the country.

The IP Law was considered one of the most progressive laws in Vietham at the time
because of its provisions being aligned with international law and the international
commitments of Vietnam. The enforcement of IPRs in Vietnam faces challenges because of
issues such as inadequate resources and lack of expertise and experience in the judiciary
system. Providing a comprehensive overview of IPR enforcement in Vietnam today is
expected to shed light on the challenges and opportunities for the protection of IPRs in
the country.

i Possible venues for enforcement or revocation

When seeking enforcement of IPRs in Vietnam, parties have several possible venues
to choose from, including both courts and administrative agencies. Courts will have
competences to settle civil suits (claims of infringement, damages, the ownership of IPRs,
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etc.) and criminal cases (publicising or making copies of works, video recordings or audio
recordings without consent; counterfeit trademarks; counterfeit geographical indications).

Courts
Type of suit District courts | Courts of Superior The Supreme
provinces and | people's courts | People's Court
cities
Yes (first Yes (first Yes (appellate | Yes (cassation
instance) instance or trials; or reopening
appellate trial) | cassation or procedure)
reopening
procedure)
Yes (first | Yes (first Yes (appellate | Yes (cassation
instance) instance or trials; or reopening
appellate cassation or procedure)
trials) reopening
procedure)

* Note: As per Article 268.1 of the Criminal Procedure Code, the district courts

hold jurisdiction to adjudicate criminal offences associated with the infringement of
Intellectual Property Rights. Nevertheless, in practice, criminal cases related to IPR
(as delineated in Sections 225 and 226 of the Penal Code) are frequently deemed

to encompass intricate factual scenarios, making their assessment challenging.
Consequently, pursuant to Article 268.2.c of the Criminal Procedure Code, such cases
are often within the jurisdiction of the Courts of provinces and cities.

Administrative competent authorities

IPR People's Police Market Customs, Specialised

subjects Committee surveillanc- | border inspection
e agencies | guards, agencies

coast guard

Copyrights, | Yes Yes Yes Yes Yes

IPRs and

plant

varieties

To clarify the measures applied to each act of infringement of IPRs, Decree 17/2023/N -CP
detailing regulations on IP Law 2022 regarding copyrights and related rights issued on and
effective from 26 April 2023 and Decree 65/2023/N -CP detailing regulations on IP Law
2022 regarding industrial property rights, protection of industrial property rights, rights to
plant varieties issued on and effective from 23 August 2023, stipulate the following.

Administrative measures are applied to address infringements in cases specified in Article
211 of the IP Law, upon the request of the IPR holder, or entities and individuals harmed
by the infringement. Entities and individuals may also initiate the process upon discovering
infringements, or the competent authority may proactively discover such acts. The form,
level of penalties, jurisdiction and procedures for penalising infringements and remedial
measures comply with the IP Law and laws on administrative penalties in the field of IPRs.

Civil measures are applied to address infringements upon the request of the IPR holder,
or entities and individuals harmed by the infringement, even when such acts are being
or have been dealt with through administrative or criminal measures. The procedures for
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applying civil measures, jurisdiction, process and procedures comply with the regulations
of civil procedural law.

Criminal measures are applied to address infringements in cases where the act constitutes
a criminal offence according to the provisions of the Criminal Code. The jurisdiction,
procedure and process for applying criminal measures comply with the regulations of
criminal procedural law.

ii Litigation process

Requirements for jurisdiction and venue

For proceedings to enforce rights, the plaintiff must file a claim with the court or
administrative agency within the proper jurisdiction. In some cases, jurisdiction may be
determined by the location of the defendant, the location of the infringement act or the
location where the IPRs were established.

On the other hand, for proceedings to defeat rights, the defendant may need to challenge
the validity of the IPRs in a different jurisdiction or venue. This can include filing an
invalidation request to the IP Office of Vietham or appealing a decision of the court's first
instance trial to the higher-level courts. In any case, parties seeking to enforce or defeat
IPRs in Vietham must carefully consider the jurisdiction and venue to ensure their case is
properly heard and decided.

Obtaining relevant evidence of infringement and discovery

Obtaining relevant evidence of infringement and discovery can be a crucial part of IPR
enforcement proceedings. The rules for obtaining discovery can vary depending on the
particular jurisdiction and type of proceeding involved. In the practice of IPR enforcement,
the competent authorities often require the plaintiff to provide evidence of the infringement.
Among such evidence, an assessment conclusion on the infringement or non-infringement
from the Vietnam IP Research Institute (VIPRI) is always treated and served as a
mandatory document. The Center for Assessment of Copyright and Related Rights has
also been announced to be established to provide assessments of copyrights and related
rights.

Preliminary injunctions

In Vietnam, preliminary injunction against infringing goods includes seizure, distraint,
sealing (confiscated), prohibiting a change in state, prohibiting removal, prohibiting the
transfer of ownership and other applicable measures prescribed under the Code of Civil
Procedure.

To obtain a preliminary injunction, the IPR holder must prove to the court that its request
is reasonable. A request is deemed reasonable in the following circumstances:

1. there is a demonstrable risk of irreparable damage caused to the IPR holder; or

2.
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there is a demonstrable risk of removal or destruction of potentially infringing goods
or evidence of infringement, if not protected in a timely fashion.

Preliminary injunction proceedings cannot take place without main proceedings. Vietham
is working on its approach to making a law on preliminary injunctions that would allow such
injunctions before the filing of an action.

An application for injunctive relief can be lodged with the court at any time during a civil
action, including at the time of filing the complaint. If the application is filed before the
hearing is held, the judge in charge of the case will consider and decide on the preliminary
injunction. If the application is filed during the hearing, the judge panel will have this
responsibility.

The person who requests a preliminary injunction can be required to pay compensation
for damage incurred as a result of a wrongful injunction.

The requester of a preliminary injunction must deposit a bond equivalent to 20 per cent
of the value of the goods that are subject to the preliminary injunction. If the value of the
goods cannot be determined, the bond must be at least 20 million Vietnamese dong. As
an alternative to a bond in cash, the requester can secure the application for a preliminary
injunction by a guaranteed document issued by a bank or another credit organisation.

Under current practices, it is difficult and complicated to obtain a decision on preliminary
injunction from the court for IPR-related cases. In addition, the court is unlikely to grant a
cross-border or extraterritorial preliminary injunction. Generally, the court will not grant a
preliminary injunction in support of proceedings in another country.

Practically, thanks to the effectiveness of the administrative measures, as an alternative to
preliminary injunction proceedings, the IPR holder can pursue an administrative action to
seize the infringing goods and preserve the evidence prior to civil litigation.

Trial decision-maker

Judicial bodies such as the people's court system have jurisdiction over IPR infringement.
There is no special chamber or special IP court that deals with IPR infringement. IP-related
dispute cases are treated in the same way as other disputes. Depending on the complexity
and significance of the case, the decision-maker may be either a single judge or a trial
panel.

Due to their limited knowledge and experience in IP, the courts often rely on expert opinions
to handle IPR disputes. Expert opinions from authorised expert witnesses such as the
VIPRI or the IP Vietham Office often play a decisive role in IPR enforcement cases,
although these opinions are not technically binding.

The IP Vietnam Office deals with invalidity actions. In principle, a court can also rule on the
validity of a protection title. However, in most cases, the IP Vietham Office handles validity
issues.

The court is not required to stay infringement proceedings if an invalidity action is pending
before the IP Vietnam Office, but sometimes does so. In practice, however, an invalidation
may delay infringement proceedings.
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Structure of the trial

The structure of a trial can vary depending on the nature of a case (administrative, civil or
criminal). Trials can be consolidated or divided, depending on the complexity and number of
issues involved. The length of a trial can also vary greatly, with some cases being resolved
quickly and others taking months or even years to resolve. Trials follow a standard civil
court process and typically take around four months, although they can take longer due to
assessments and difficulties in proving damage.

Infringement

IPR infringements can occur in various forms depending on the specific subject matters
of IP rights. When such infringement cases go to court or the administrative authorities,
the construction of claims is an essential consideration, and strict or liberal interpretations
may be applied, depending on the circumstances. The court also considers whether the
infringement is literal or based on the doctrine of equivalents. Additionally, the court may
limit claims based on prosecution history estoppel, which restricts the scope of the claims
based on arguments made during the prosecution process. While Vietnam does not have
special IP courts, judges and lay assessors are often involved in IP cases and may consult
with experts. In recent years, Vietnam has made significant efforts to strengthen its IP laws,
including increasing penalties for infringement and enhancing the capacity of enforcement
agencies. However, there are still challenges in effectively enforcing these laws, particularly
in cases involving online infringement.

Defences

Defences against IPR infringement accusations in Vietnam may include arguing lack of
novelty or scope of prior art, obviousness, obtaining a licence or compulsory licence, and
equitable defences such as laches or estoppel. The accused may also seek to challenge
the validity of the IPRs or use the exhaustion of rights defence. Defences may be asserted
through a counterclaim or administrative proceedings. It is crucial to consult legal counsel
to determine the best defence strategy.

Time to first-level decision

In Vietnam, the time to resolve IP-related disputes at the first instance trial level is often
prolonged due to various reasons, in which a lack of experience and in-depth knowledge of
IP is a common reason. Although procedural laws (administrative, civil, criminal) all provide
for the duration of trials, in practice it is very rare for this period to be observed.

Remedies

InVietnam, pretrial remedies such as seizure of infringing goods or freezing of an infringer's
bank account or assets are available. Damages can be compensatory, including lost profits
and reasonable royalties, or statutory, and are based on the actual damage suffered by
the right holder. Attorneys' fees may be awarded to the prevailing party. Also available
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are customs inspections and supervision, and postponement of customs upon request for
protection of the IPR holder.

Appellate review

In the appellate review stage, the court will reconsider appealed judgments and decisions.
Within two months, the court may temporarily suspend or take the case to an appellate
trial based on the first-instance trial results. The appellate jury can uphold, revise, repeal
or terminate first-instance judgments or suspend a case's resolution, depending on the
circumstances.

Alternatives to litigation

In addition to the court system, mediation, negotiation or arbitration are options for
parties to settle IPR-related disputes. In practice, many disputes are settled successfully
using negotiation measures. Arbitration is less well-documented but still a trend worth
considering for resolving IPR-related disputes. Depending on the case, administrative
measures and customs recordation are also frequently used.

Outlook and conclusions

The promulgation of the Decree 65/2023 guiding the implementation of the current IP Law
and the Circular 23/2023 guiding the implementation of the Decree 65/2023 continue to
show Vietnam's efforts in adapting to international integration, with regulations such as
officially supplementing 'sound': a new type of object protected as a trademark in Vietham
to registration form, clarifying the concept of 'bad faith' as a basis for termination of the
trademark certificate. In addition, regulations on secret patent and regulations on security
control of inventions also show Vietnam's adaptation to strengthen national security in the
face of challenges brought by integration.

In 2023, IP management activities in Vietham have had many positive signs. According
to official information from the IP Office of Vietnam, in 2023, the number of applications
received by the IP Office increased by 11 per cent compared to 2022, of which patent
applications increased by 10.6 per cent, industrial design applications increased by 11.8
per cent; in which the number of industrial property registration applications handled by
the IP Office increased by 13.2 per cent compared to 2022. This result and the completion
of the project to modernise the information technology system show the IP Office's efforts
in implementing the Resolution No. 100/2023/QH15 of the Vietnam National Assembly,
aiming for 2027 to bring the application examination time to the correct time limit prescribed
by the IP Law.

In the field of enforcement of IPRs, according to the National Steering Committee 389, in
2023, the number of counterfeit goods and IP infringement cases detected and arrested
since the beginning of the year has reached over 4,000 cases, an increase of over
126 per cent, compared to the same period in 2022, in which many cases have been
transferred to the police for prosecution on charges related to the production and sale
of counterfeit trademark goods. This shows the great efforts of competent authorities in
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Vietnam in enforcing IP rights, in which administrative agencies still play the main role but
the participation of prosecution agencies is continuing to become a trend.

The promulgation of the Decree 65/2023 guiding the implementation of the current IP Law
and the Circular 23/2023 guiding the implementation of the Decree 65/2023 continue to
show Vietnam's efforts in adapting to international integration, with regulations such as
officially supplementing 'sound’: a new type of object protected as a trademark in Vietham
to registration form, clarifying the concept of 'bad faith' as a basis for termination of the
trademark certificate. In addition, regulations on secret patent and regulations on security
control of inventions also show Vietnam's adaptation to strengthen national security in the
face of challenges brought by integration.

In 2023, IP management activities in Vietham have had many positive signs. According
to official information from the IP Office of Vietnam, in 2023, the number of applications
received by the IP Office increased by 11 per cent compared to 2022, of which patent
applications increased by 10.6 per cent, industrial design applications increased by 11.8
per cent; in which the number of industrial property registration applications handled by
the IP Office increased by 13.2 per cent compared to 2022. This result and the completion
of the project to modernise the information technology system show the IP Office's efforts
in implementing the Resolution No. 100/2023/QH15 of the Vietnam National Assembly,
aiming for 2027 to bring the application examination time to the correct time limit prescribed
by the IP Law.

In the field of enforcement of IPRs, according to the National Steering Committee 389, in
2023, the number of counterfeit goods and IP infringement cases detected and arrested
since the beginning of the year has reached over 4,000 cases, an increase of over
126 per cent, compared to the same period in 2022, in which many cases have been
transferred to the police for prosecution on charges related to the production and sale
of counterfeit trademark goods. This shows the great efforts of competent authorities in
Vietnam in enforcing IP rights, in which administrative agencies still play the main role but
the participation of prosecution agencies is continuing to become a trend.

Endnotes

1 Duong Thanh Long is the founder and managing partner, and Do Viet Dung and Vo
Quang Hung are senior associates at Aliat Legal. ~ Back to section
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